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PART I 


SURNAMES AS TRADE-MARKS 
By John H. Cassidy* 


The choice of a trade-mark is critical because, once used, the selection is 
final, and only the most compelling situations make a change advisable. Con- 
sequently, it is at the time of adoption, and then only, that consideration must be 
given to the relative value of different marks, or different kinds of marks, which 
may suggest themselves. This consideration must include the value of the mark 
after its use for a period of years as a means for carrying and identifying its 
accumulated good will, as well as its adaptability to immediate sales promotion. 
At the time of adoption, initial introduction of the goods to the public and immedi- 
ate sales are of such paramount interest that the utility of the mark in later years 
too frequently is neglected. 


The lawyer, unless he is known to have particular experience, usually is not 
consulted initially on the practical value of the mark. But after a client has sub- 
mitted several descriptive or suggestive marks, or even arbitrary marks, and each 
has been found to be already preempted, the client in desperation then asks for 
the attorney’s assistance. Daily recurrence of this experience has caused the 
writer to make considerable study of the comparative success of the various types 
of marks, and of the facts that favor one type over another. Because that study 
has indicated a preponderance of surnames among the older and successful 
marks, and because that type of mark seemingly now is not favored by either the 
legal or advertising profession, this article is suggested. 


This study has indicated that surnames have important advantages which 
generally overbalance their apparent disadvantages, and that these advantages 
are not as well understood as they should be. 


Surnames are one of the three classes of marks which do not have the status 
of a technical trade-mark upon mere adoption and use. They acquire this status 
only after they have been fixed in the minds of a substantial part of the purchas- 
ing public as being a trade-mark; as identifying a particular source of goods; or, 
in technical words, as having acquired a “secondary meaning.” For this reason 
they are generally not favored from a legal viewpoint. For perhaps a different 
reason, they are generally not favored by sales managers or the advertising 
profession. 


And yet a check of successful merchandisers and advertisers shows that 
surnames predominate in their businesses over any other type of mark. Sur- 
names as trade-marks identify more than one-half the goods sold by leading firms. 
A check of any issue of Life or Saturday Evening Post, which certainly carry 
the advertising of such firms, will positively confirm this statement. 


* Member of the St. Louis Bar. 





TRADE-MARK BULLETIN 41 T.M.R. 


Such an examination will reveal another surprising fact. The smart trade- 
mark, the one which is so cleverly catchy and suggestive, the gimmick, the one 
which would be selected by the astute advertising man, and advocated by the 
learned trade-mark counselor, will be found most likely to belong to a Johnny- 
come-lately. 

That is not to say that trade-marks of all classes and description are not 
found on old and successful products ; because any kind of a mark, if it is capable 
of distinguishing the goods, or rather their origin, can represent and stand for 
the good will of a product and be the symbol of the firm which produces it. 

The question is what kind of a mark will do its job best. First in importance 
is its ability to fix itself quickly and unerringly in the minds of the purchasing 
public as the emblem of a manufacturer or trader. Perhaps that is the only thing 
that really counts, and other elements for consideration may, in fact, be related 
to it. However, the advantages of a surname, as seen by the writer, can best be 
expressed by an analysis or classification of the points which seem to favor these 
marks. 

The first advantage of a surname as a trade-mark lies in the relative safety 
in its adoption. The legal status of such a mark, whereby it must be well estab- 
lished before it is an absolute trade-mark, is not an unmixed disadvantage. Its 
use may give a certain security against legal claims by prior traders. That is, 
because the tests for infringement, or the elements of unfair competition applicable 
to surnames, are different from those applied in the case of arbitrary marks, there 
can be much more assurance of safety from accidental or unintentional infringe- 
ment. 

Those who are experienced in the trade-mark field know the difficulties in 
adopting a new mark, in finding one which is apparently available, and in being 
certain that it is free from objection by prior users of the same or similar mark. 
A lawyer approves the use of a new mark with much fear. A routine search 
of trade-mark registrations may fail to note a deceptively similar mark, because 
any index has its limitations, and a point of similarity may not be pointed out by 
the index which is used, whether the Patent Office or private systems are 
employed. And, an unregistered and unknown prior use, may exist. In the case 
of arbitrary or invented marks, and particularly those which are of a suggestive 
nature, the danger from such accidental infringement is such that, even after an 
exhaustive search, one can be reasonably sure of the availability of a mark only 
after an application for its registration has been examined, the mark published, 
and the time for opposition has expired. In practice, there is no time for this 
procedure, unless a manufacturer has been willing to build up a bank of avail- 
able marks. The client in the usual case desires to begin immediately, or in the 
vernacular “‘yesterday,” and to spend substantial sums in packages, if not in 
advertising. All of this, together with the accumulated good will, may be lost if 
a deceptively similar mark has been in use on the same class of goods. 

These risks incident to the immediate adoption of a mark are reduced to a 
minimum (with the usual careful search) when the manufacturer’s own name 
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is used as the mark. A routine search should develop any conflicting registrations 
and filings, with only a small chance for error or oversight. If the manufacturer 
is experienced in his field he should know of any unregistered use of the same 
name which has been sufficiently extensive as to give secondary meaning to the 
name. And the law affords a good defense to him who adopts his own name in 
good faith, without negligence, and in ignorance of any prior use of the name, 
as a mark for his goods. 


In the case of goods in many classes which are crowded with marks, a man’s 
own surname is the only practical mark which can be adopted and immediately 
exploited by him with relative confidence. 


A second advantage in a surname is the ability and inclination of the public 
to distinguish between two somewhat similar surnames more readily than between 
two arbitrary marks of the same relative similarity. This is because of habit 
conditioned by common experience and necessity. Of course, this ability is only 
relative, since some people are given to confusing names, but to those no mark, 
however different from others, could ever be a positive distinguishing symbol. 
It may be safely said that an ordinary careful purchaser will more readily dis- 
tinguish between surnames than between invented or arbitrary marks, and still 
more readily than between two marks which are suggestive of a common quality 
or characteristic of the goods. 


The owner of a mark consisting of a surname, for these reasons, will have 


less difficulty from infringement of his mark whether accidental or willful. Acci- 
dental similarity or even attempts at piracy, except by the use of the identical 
surname on the same or closely associated goods, is less likely to cause confusion 
or to damage the owner of the mark than similarities between other kinds of 
marks. 


And except in a very few unusual cases, the law has afforded ample pro- 
tection to the first user of a surname. An infringer is in a most unfortunate 
position unless the surname be his own or that of a bona fide associate. The law 
affords protection, of course, to the senior user where the junior user adopts the 
name obviously for the purpose of unfair competition. The instances in which 
a person has in good faith competed in the same field with another of the same 
name are comparatively rare. But those occasions, it must be admitted, can cause 
serious trouble and inconvenience, against which the courts have not always given 
adequate relief. 

On the average, notwithstanding a common belief to the contrary, the good 
will represented by a surname can be expected to suffer less from infringement 
and unfair competition and from confusion by careless purchasers, than if sym- 
bolized by a mark of another character. 

A third advantage is a psychological one. The use of a man’s surname on 
his goods suggests to the purchaser that they have a quality and suitability that is 
guaranteed by a person upon his honor; and that such person is likely to provide 
an excellency of goods in order to maintain his personal reputation. Fortunately 
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this subconscious conclusion is accurate. It is quite true that a buyer does not 
reach this conclusion by conscious reasoning, but the results are the same as if 
he did. The effect is no less valuable because it establishes itself immediately 
and directly. 


The writer’s findings on this point may be illustrated by a couple of tales. 
A client several years ago began producing a cheap competitive product. His 
customary mark was his own surname, but instead of using his own name on 
this product, he applied the arbitrary trade-mark Nero. To a question as to what 
suggested this particular name for the goods, he said that Nero was as near 
“zero” as he could get, and so was the product. 


Another client, much more recently, had been producing a line of staple 
goods and selling them without any distinctive trade-mark, merely upon the 
quality and character of the goods themselves, as if they were so much corn or 
hogs. He came to realize the desirability of adopting a trade-mark. His surname 
was very suitable, being neither common nor difficult. After a recommendation 
that he use his own name and an explanation of the author’s theory, he replied 
immediately that it would be a good idea to use it on his best line. This response 
was given earnestly and without reflection, or any attempt at facetiousness. As a 
sequel, it may be reported that he did adopt his surname and applied it to all of 
his goods, with gratifying results. Since his mark could not have identified so 
soon any pre-existing reputation or good will, the favorable results seemed to 
flow directly from the apparent personal guarantee of the maker, an individual 
who had a reputation to maintain. 


A fourth advantage of a surname is its ability to more efficiently serve the 
major function of a trade-mark; to identify the good will, to symbolize the ex- 
perience and integrity of the maker. Squibb advertises: “The priceless ingredient 
of every product is the honor and integrity of the maker.” The maker’s reputa- 
tion for integrity is his good will. As the integrity of the maker is the priceless 
ingredient of the goods, so his reputation, his good will, is his priceless asset. 


A surname has a peculiar adaptability which makes it a natural means for 
maintaining and identifying the good will, or the reputation of the owner. A firm 
may start with one man as the proprietor or the dominant figure in the firm. The 
firm is he. His name is a proper and not a fictitious symbol of the business. Here, 
of course, his name is the natural symbol or mark of identification. When the 
great English pottery was started by Josiah Wedgwood, the firm was Wedgwood. 


Sooner or later the founder is no longer the firm, but the name still properly 
identifies the business, and is the best means for the purpose. Does it require any 
argument to demonstrate that Wedgwood is the best symbol for the firm originated 
by its illustrious founder and continuing with and guided by his traditions? 
Could anyone deny that there is no better means than Ford, Heinz, Westinghouse, 
and Pillsbury for identifying the goods which bear these names? Each of them 
suggest a founder who had exploited ideas which have been important in the 
development of the economy of our country. Each identifies a business in which 
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its founder is a guiding tradition. So far as these facts are known to the public, 
they add to the prestige of the company which produces the goods; the founders’ 
reputation is the foundation of the good will, and will remain an important ele- 
ment of it so long as it is remembered by the public. No other type of trade-mark 
could as efficiently identify that prestige. Some companies do, but many not too 
well, increase by advertising the knowledge by the public of the importance of 
the founder and thereby increase the prestige of their business. 


Revere Copper & Brass, Inc. advertise consistently, “Established 1801 by 
Paul Revere.” The reader may say, “but founders are usually not famous 
patriots.” They were, more often than one might think. Henry Ford, H. J. 
Heinz, George Westinghouse, and John S. Pillsbury are each entitled to a lasting 
place in American history. The list could be multiplied. Yet, with the exception 
of Mr. Ford, none of these names are well enough known to the public for their 
contribution to our history. A little advertising could correct this apparent neglect, 
and measurably increase the prestige of the firms. 


Jones Dairy Farm furnishes an example of the opportunity to increase the 
prestige of a business symbolized by a surname, even if its founder had no par- 
ticular claim to fame. Its advertisement reads as follows: 


“Still made the old way. The Jones family has been making sausage for a 
long time on the Jones Dairy Farm at Fort Atkinson, Wisconsin. In 1836 my 
grandparents settled here and built the farm house where I now live. They 
brought with them from Vermont the old family recipe which we always have 
used in making our sausage: choice cuts of young pork, seasoned with salt, sage, 
and pepper. Even though we now ship our sausage into 48 states we still make 
it the old way—and this means the very best we know how. That is why genera- 
tion after generation of our customers say, ‘There’s no sausage like Jones sausage.’ 
Won’t you try some? Sincerely, Mary P. Jones, President.” 


The founder had no other claim to fame than the fact that he was an honest 
Yankee farmer by the name of Jones, who, like a lot of others, knew how to 
make good sausage. But the business he established kept on making good honest 
sausage of uniform quality for over a century under the tradition of its founder. 


It should be clear that a surname as a trade-mark is adapted to carry the 
prestige of a firm; and that it is the best banner under which that prestige can be 
increased and maintained through advertising. After a firm has acquired prestige, 
as well as in the beginning years, a surname serves as the best means to represent 
that prestige to the public, whether it comes solely through customer recollection 
and recommendation, or through advertising. 

There is no intent here to represent that a surname is so far superior to all 
other types of marks that it alone can be satisfactory. Neither is there any intent 
to say that in every case the use of a surname is possible or advisable. A common 
error may be pointed out in this connection. No trade-mark merely by its adop- 
tion, can insure the success of a business with which it is used. As a matter of 
fact, except as identifying the maker and symbolizing his good will (his “honor 
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and integrity”) a trade-mark cannot because of its own character materially, 
if at all, produce sales. 


In many cases the use of a surname is not possible, and in many others such 
use is not advisable. The name, or a closely similar one may already be in use on 
the same or closely allied merchandise. The best policy is always to avoid the 
possibility of confusion as well as its probability. There is no profit in forcing 
the use of one’s own name if it will tend to confusion, since such confusion will 
damage the junior user quite as much as the senior trader. 


The ownership of the business may be so divided that no surname can 
properly represent the ownership. Sometimes a fictitious surname has been 
adopted but such a one would seem to have no great advantage over any other 
invented name and could have serious disadvantage. 


A question could be raised as to whether a surname as a mark has an 
appeal to all classes of purchasers. Merchandise moving particularly to children 
and youths are not ordinarily marked with a surname. Inexpensive packaged 
candies and soft drinks usually carry marks of other types; but Wrigley’s is a 
valuable trade-mark for chewing gum. 


Cigarettes, cigars and tobacco, with but few exceptions, bear invented or 
fictitious marks. Although some of the makers, such as Lorillard and Liggett 
and Myers are old houses certainly with a wealth of “honor and integrity,” these 
names are little used in the extensive advertising of their products, and often 
the maker’s name does not appear at all. On the packages, the firm names seem 
to be little more prominently displayed than actually required by law. The 
writer does not understand the reasons, and attempts no explanation for this 
practice, but merely reports the facts. 


A similar situation is present with another class of large advertisers, the soap 
companies. Their products are promoted almost exclusively under individual 
product names. Their business trade names in a majority of cases, however, 
include surnames. No uniform practice, even within a single organization, appears 
to prevail: often in advertising their firm names are prominently mentioned ; and 
then in other advertising of the same products, the firm name is obscure or 
unmentioned. No reason is seen why the tremendous good will, for instance, of 
Proctor & Gamble, would not add prestige to any product it sells. 


Products intended to add glamour to glamorous women, cosmetics and 
dainty wear, seldom bear the surname of their maker. Possibly this is because 
no surname has been thought to be sufficiently glamorous. However, Pond’s, 
Jergen’s and Max Factor are outstanding examples of names which have served 
successfully over the years to mark such goods. Tiffany has become the synonym 
of elegant perfection. 


It appears that women, no less than men, are impressed by surnames as 
trade-marks upon the goods they buy. An examination of Ladies Home Journal 
indicates, with exceptions noted above, about the same proportions of surnames 
as marks, as we find in the Post. Cosmetics, dainty feminine wear and detergents, 
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including soap and cleaning powders, are the exceptions. In the food industry, 
the packers, canners, and preservers seem to prefer surnames overwhelmingly, 
even more than the average of manufacturers. In staple products, at least, women 
as well as men appreciate the prestige afforded by the semblance of a personal 
guaranty. 


It may have been noticed that the advantages mentioned are more clearly 
apparent when the mark is used as a firm mark to identify a plurality of a line 
of products. These advantages are not so apparent when a mark is to be used 
to name and identify a single product. But, it is not unusual to see the use of a 
surname to identify a product where a firm produces only that single item. Note, 
Jones Dairy Farm for sausage. Surnames are often combined with a suffix to 
name a particular product, i.e., Oldsmobile, Kelvinator and Bakelite. 


If a surname is one of those occupying several columns of the telephone 
directory, there may be some hesitancy in adopting it because of the possibility 
of others of the same name entering the field, or already in it, before the mark 
has earned its “secondary meaning.” However, Jones with the added Dairy Farm 
has well served to identify pork sausage; and Smith with the addition of Bros. 
has sold a lot of cough drops. Springfield has been added to Kelley to identify 
tires for 57 years. It is not necessary to discard your surname merely because 
it is common, but it may be desirable to add something to it for a more particular 
identification. 


Your own surname may be your best trade-mark; do not discard it unless 
you are certain it is not available for adoption or is otherwise unsuitable. If you 
are using a surname, do not neglect the opportunity to advertise and otherwise 
exploit it in a manner to obtain the full prestige to which it is entitled. 
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NOTES ON SWEDISH AND OTHER SCANDINAVIAN 
TRADE-MARK LEGISLATION 


By Claés Uggla* 


Starting these notes it must be stressed that law in Sweden is made by the 
government and the Riksdag, our legislative assembly. The lawcourts have by 
no means the same constitutional standing as in the United States. For whereas 
the Swedish courts interpret the laws and, when necessary, supplement them, 
they certainly do not make them, nor do they, except in rare cases, change them. 

The present Swedish Trade-Marks Act, dated July 5th, 1884, became effective 
with the beginning cf the following year. This Act was the outcome of Scandi- 
navian joint legislation, and in due course nearly identical Acts were adopted 
by Denmark and Norway. Finland, being at that time, of course, a Grand Duchy 
of the Russian Empire, had not taken part in the Inter-Scandinavian legislative 
co-operation. Nevertheless the Trade-Marks Act later adopted in Finland was 
drawn up in close conformity with what might be termed the Scandinavian 
prototype. 

The basic principle of all these Acts was that trade-mark rights were acquired 
by registration and by registration alone, the mere use of a mark creating no right 
whatever. The underlying idea was that this system would promote simplicity and 
method in commerce. In practice, of course, it did nothing of the kind; what it 
promoted really was just unfair trading. However, not to go too deeply into this 
question, the various Trade-Marks Acts were, independently of each other, 
amended and revised at different times, the Norwegian Act thoroughly so in 1910 
after which time only little similarity with the original Act remains. In 1936 the 
Danish Act was superseded by a new one which, however, retains a good many 
of the characteristics of the prototype. In the Finnish and Swedish Acts only 
minor amendments have been made from time to time. 

As early as in 1908 a committee was set up in Sweden to look into the matter 
of a complete revision of a number of laws, among them the Trade-Marks Act. 
When this committee prematurely ended its work it had fulfilled its task in this 
respect merely to the extent of presenting the proposal of, a new trade-marks act 
in a rough outline and altogether without the minute comments usual here in 
such cases. This outline was used as a basis for discussions held in 1926 and 1927 
in Stockholm, Copenhagen, and Oslo, between representatives of Denmark, Fin- 
land, Norway, and Sweden. Though these discussions led to unanimity in many 
respects, only minor amendments of the Swedish Act were made in consequence 
of them. In Denmark, on the other hand, the Act of 1936 is largely based on 
the results gained in the discussions of 1926 and 1927, and this may be said, 
though perhaps in a lesser degree, also of the amendments of the Norwegian 
Act since then undertaken. 

As already mentioned very few alterations have been affected in the Finnish 
Trade-Marks Act. Thus the need of a new act is perhaps most pressing in that 
country as compared to the other Northern States. As early as in 1944 an expert 
appointed by the Finnish government presented a complete draft of a new trade- 
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marks act together with a full commentary explaining the various provisions. 
However, no legislation has as yet resulted from this draft. 

From the above it will be seen that much work has been devoted to the task 
of bringing the trade-marks legislation up to date, with, so far, comparatively 
meagre results. Complaints about our backwardness in this field, lodged from time 
to time by different commercial organizations during the last ten years or so, 
eventually led the Swedish Department of Justice to appoint a committee to con- 
sider the substance of a new trade-marks act and to look into the question of new 
legislation regarding trade names and certain aspects of unfair competition. 
This committee was set up in the early summer of 1949 and is still at work. 
When appointed the committee was directed to seek co-operation with Denmark, 
Finland, and Norway. Such co-operation was shortly made possible when similar 
committees were appointed in Denmark and Norway. In Finland a special com- 
mittee was not felt to be necessary in view of the draft for a new act already in 
existence. Instead, the above mentioned expert—who is a judge on the Supreme 
Court of Finland—and the Director of the Finnish Patent Office were empowered 
to take part in such Inter-Scandinavian discussions as might take place. So far 
only one meeting of the joint bodies has been held, and this was in Stockholm in 
the spring of 1950. The next meeting will probably take place in Copenhagen this 
coming spring. 

Some comments on the questions that have come under discussion may 
perhaps be of interest. 

A fundamental question that is being given a great deal of attention is 
whether a stronger position should be granted to the proprietors of unregistered 
trade-marks. If the guiding principle is to be the suppression of “passing off” 
and other unfair trading, it would certainly seem that the rights of well known, 
but unregistered marks should be strengthened to full equality with registered 
marks. And this is the effect of the Finnish proposal, the present Norwegian 
Act coming next to it with but a slight disparity in the protection of registered 
and unregistered marks. On the other hand the opposition against any improve- 
ment in the protection of unregistered marks is by no means insignificant. The 
reasons put forth are generally these: Trade-marks should be registered. If 
the proprietor omits to register his mark, he must be prepared to take the con- 
sequences. In case the trade-mark is unregistrable, he should not have any pro- 
tection, anyway. This kind of reasoning, of course, is not any too convincing, 
in fact it bears a close resemblance to the “ancient gag” about registration pro- 
moting simplicity and method in commerce (supra). 

The legal status of the getup of goods as well as the protection of advertising 
slogans and other distinguishing matter is still the subject of some doubt. Here 
the present situation is that packages, containers, etc. and slogans are being 
registered in Denmark, and registartion there is reported to be satisfactory to all 
parts. In the other countries these objects are not considered to be registrable 
trade-marks, although from time to time a package or a container will, somehow, 
manage to find its way into the register. It is generally felt that something has 
to be done about these increasingly important features, but a majority of opinion 
is reluctant to open the registers to this somewhat polymorphous mass. 





TRADE-MARK BULLETIN 41 T.M.R. 


On the other hand there is little difference of opinion about the desirability 
of admitting service marks to the register. The little opposition that has been 
expressed to this proposal has referred to the crowded condition of the register 
and claimed that the addition of a new group of registrable marks would merely 
aggravate a situation already strained. Though there might indeed be some 
foundation for this objection, one is inclined to believe the difficulties could be 
overcome by the help of an appropriate system of classification. 

The question of whether a classification of goods should be introduced is 
one of some practical importance. In Sweden, where classification has never 
been tried, an overwhelming opinion, both among the experts and within com- 
mercial circles, is favorable to registration by class. The system recommended 
is the so called International System, which was adopted in Britain in 1938. In 
the absence of a classification, one registrant is entitled to have his mark protected 
for all the kinds of goods he cares to mention in his application, and much use 
is made of this possibility to get extensive protection. The crowded condition of 
the register referred to above, largely due to this defect in the law, causes con- 
siderable difficulties for those applying for new registrations, not to mention 
the extra work of the officers of the Patent Office who have to examine lists 
of goods of, frequently, 15 typewritten pages and compare them to other lists 
of the same length. Like Sweden, Denmark has no classification of goods, but 
in that country evil effects of this lack have not made themselves felt to nearly 
the same extent as in Sweden. It is therefore understandable that the Danish are 
in some doubt as to the blessings of registration by class, especially as the intro- 
duction of such a system would bring a lot of work with it, before the register is 
finally adapted to it. As regards Finland and Norway, the problem is this: are 
they to give up their present classifications—-Norway has a system of her own, 
and in Finland the German system is, unofficially, practiced—and adhere to the 
International System? Such a course does not seem entirely improbable, but 
the quantity of work involved in the rearrangement of the reigsters as a con- 
sequence of a change of system cannot be ignored. 

At present, in none of our four countries does a registered trade-mark lose 
its validity for the reason of non-use. In the Finnish proposal, however, it is 
suggested that a mark that has not been put into use within a certain time after 
it was registered should be subject to cancellation proceedings. Though from 
many points of view this attitude seems to be justified, there has been much 
opposition to the introduction into our law of compulsory use from commercial 
and industrial circles ; a number of organizations, advocating that, to start with, 
it should be sufficient to introduce registration by class, and only if this reform 
did not yield the results expected, i. e. a lessening in the crowded situation of the 
register, should compulsory use be contemplated. 

The questions of assignment and licenses are being inquired into with due 
interest. In Denmark free assignment was introduced in 1936 and the practical 
results of the reform are said to have been beneficial. Fears expressed, lest 
trafficking in trade-marks should follow, have proved groundless. The Finnish 
proposal likewise suggests the adoption of free assignment, and a majority of 
opinion in Sweden seems to advocate this course for our country, too, only 
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subject to the limitation that the trade-mark, after assignment, must not deceive 
the public. This last aspect should be applied, it is widely held, when deciding 
whether licenses should be permitted or not. Quite a number of minor points 
will have to be looked into, if it is finally found that questions of licenses should 
be expressly regulated in the new law. A view often expressed, however, will 
have it that the law should not attempt to lay down any rules about licensing, as 
these should properly be settled in contracts between the parties interested and 
adapted as the special circumstances of the case require. 

There seems, indeed, to be some good foundation for the view that, if free 
assignment and licenses are to be permitted, an exception must be made for cases 
where deception of the public is likely to ensue. A wider aspect of this matter is 
opened by the question of whether or not the law should provide the means to pre- 
vent any deceptive use of a trade-mark, even if this be in the hands of the orig- 
inal proprietor. A provision to this effect would appear to be a natural comple- 
ment to a prohibition of the registration of deceptive matter. Such a prohibition 
is not embodied in the present Swedish Trade-Marks Act, but there is little doubt 
that it will find its way into the new one, as it has already been included in 
Danish and Norwegian legislation as well as in the proposal for a new trade- 
marks act in Finland. 

From time to time complaints have been made against the very strict practice 
of the Swedish Patent Office, especially as regards decisions on descriptiveness. 
It must be emphasized that decisions of this kind are largely a matter of practice 
with comparatively little relation to the trade-marks act itself. However, the 
present Swedish Trade-Marks Act has very little flexibility in this respect, decree- 
ing categorically and without any modification that descriptive word trade-marks 
will not be registered. There is no equivalent of any sort to section 2 (f) of the 
Lanham Act; and the rule for deciding if a mark has a distinctive character, 
laid down by Article 6 of the Paris Convention, is only applied to foreign marks 
consisting of letters or numerals. Fortunately current opinion may be said to be 
quite unanimous about the desirability of giving the future Trade-Marks Act more 
flexible standards for deciding questions of registrability. Thus there is every 
reason to believe that the coming legislation will give due consideration to the 
doctrine of secondary meaning and, in general, will direct the Registrar to take 
into account all the circumstances of the case in question, and in particular the 
length of time that the mark has been in use. It may be noted that this is 
already the legal situation in Denmark and Norway, as it will be in Finland, if the 
proposal submitted there is accepted. 

The question whether trade-marks should be published prior to registration 
has caused a good deal of discussion. Much support is given to this scheme, 
though stress is laid on the condition that a system of publication should not 
unduly prolong the time of application. So far, however, there is no Scandi- 
navian unanimity on this point. 

If the legal status of unregistered marks is to be improved to near equality 
with those registered, it is felt that proprietors who do register their marks should 
receive some sort of premium, that would tend to encourage trade-mark owners 
to get registration in every case possible. In this connection, it has been proposed 
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that an arrangement similar to the “incontestability” granted to holders of 
registered marks under section 15 of the Lanham Act introduced. Opinion 
seems to be at one as to the desirability of some kind of provision like that; 
differences of meaning remaining only as to the scope of it and the suitable length 
of time. 

The remedies against infringement are, of course, fundamental, but, on the 
other hand, they are very closely connected with the particular legal system of 
each country and, therefore, do not present the same interest as many of the 
other questions. It will be sufficient to mention here, that it is generally believed 
that more emphasis should be laid on damages than on penal measures. It is 
further assumed that an infringer should be liable to damages, even if he did 
not commit infringement willfully but only through gross carelessness, and, 
moreover, that he should never in any case be permitted to make a gain by 
infringement even though completely exonerated. 

A question of, apparently, ever increasing importance is the treatment of 
word trade-marks that lose their trade-mark significance and become generic 
terms. This is, perhaps, not primarily a problem of legislation, though the law 
obviously should provide some means to rid the register of such “dead” marks. In 
grappling with this problem, the main interest is focused on the practical measures 
adopted by the proprietor to defend the trade-mark from degeneracy. Neverthe- 
less, it has been suggested that trade-mark owners should be entitled to damages 
in cases where publishers of newspapers, magazines, dictionaries and similar works 
of reference include registered marks without indicating their trade-mark char- 
acter and do not immediately upon request publish a rectification. However, 
even if it is probable that a provision of this kind would strengthen the position 
of trade-mark owners, there may be some doubt as to whether it is in good 
conformity with the principles of the freedom of the press, principles embodied 
in our Constitution. 

To end this catalogue of questions under discussion it will be of interest to 
American business men to know that there is but little difference of opinion as 
to the desirability of abolishing the present requirement for a certificate of home 
registration in order to get a mark registered here. A debatable point, though, is 
whether this requirement should be waived generally or only in favour of citizens 
from countries where Swedish applicants are granted the same privilege. 

The different points taken up in these notes represent only some of the major 
issues under discussion in the Scandinavian Trade-Mark Law Committees, 
numerous other questions have to be answered before a definite proposal can 
be made. An inquiry often heard is this: When will these committees have 
finished their work, and when will the new Trade-Marks Acts become effective? 
Only a most vague reply can be given, because the answer depends upon so many 
circumstances that cannot be foreseen. If Inter-Scandinavian negotiations proceed 
at a reasonable speed, a complete proposal could be presented in, say, two years 
from now, and after that another year would probably elapse before the law 
becomes effective. The answer, of course, does not claim to be anything but a 
rough guess; and it may well take another year or perhaps two to get the new 
law enacted. 
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SHOULD A DISTINCTION BE MADE BETWEEN PRIMARY 
AND ACQUIRED DESCRIPTIVENESS? 


By Tore Duhs* 


A means of invalidating the exclusive right to an established common 
descriptive name of an article is provided in Section 14 of the American trade- 
mark law. The section reads as follows: 


Sec. 14. “Any person who believes that he is or will be damaged by the registra- 
tion of a mark on the principal register established by this Act, or under the Act 
of March 3, 1881, or the Act of February 20, 1905, may upon the payment of the 
prescribed fee, apply to cancel said registration— 


a 
i)... 


(c) at any time if the registered mark becomes the common descriptive name of 
an article or substance on which the patent has expired .. .” 


This provision of the law is certainly of extraordinary practical importance ; 
in fact, it touches upon a trade-mark problem which is at present the subject of 
world-wide attention. The most successful, the most valuable, and the best-known 
marks can be affected by this provision. Names which are internationally known 
come to mind. It should, therefore, be of interest to examine more closely the 
ground for the loss of the right to a trade-mark, as provided for in the law. There 
is all the more reason for this as the American law on trade-marks can be 
expected to influence opinion throughout the world. One may ask if the ground 
of the forfeiture is rationally constructed or not. It is hardly possible to examine 
all the various aspects of this question in this brief study. It is my purpose, how- 
ever, to raise doubts regarding the justification of the attitude toward the trade- 
marks in question which appears in the cited provision of the American law. 
Naturally I shall discuss the problem mainly from the point of view of conditions 
prevailing in Sweden, with which I am most familiar. They seem to me to pro- 
vide a good basis for judgment in other countries as well, including America. 


How is the loss of the trade-mark right here in question related to the main 
principles usually applied to intangible property as a whole? Does the forfeiture 
appear to be directly justified by these principles, or does it rest on more special 
grounds? In the following I shall attempt to answer these questions. 


The principle that the laborer is worthy of his hire runs like a red thread 
through all aspects of intangible property rights. This thought has been a power- 
ful factor in the development of protection for the rights of authors, inventors, 
and the like. It may be expressed in various ways. It appears in the assertion 
that a person has a natural right to the product of his mental labor, or that the 
relationship between a creator and that which he has created constitutes a justi- 
fication of the creator’s right. It can also be argued that it appears natural, to a 
generally applicable judgment of values or a general sense of justice, to recognize 
the originator’s right to that which he has achieved. It is clear that the loss of 
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trade-mark rights which is being discussed here is in sharp contrast to this prin- 
ciple of the creator’s right, which is valid through the entire area of intangible 
property rights, because a common descriptive name of an article is nothing but 
the result of labor. A trade-mark does not become a well-known descriptive name 
of the article if the owner of the mark remains inactive. If a trade-mark has 
acquired those characteristics which enable us to call it so, this itself is a sign of 
labor, often intense. Clearly, something has been changed; something new has 
been added. A word which originally lacked significance and meaning has acquired 
a meaning and a significance. Thus, by being used, a trade-mark can acquire 
certain properties which, if the use has been especially intensive, can make the 
mark into a common descriptive name. To this creation or this product of labor 
in the field of trade-marks, the law reacts in a manner which conflicts directly 
with what is elsewhere customary and natural. One would expect that the law 
would support the right of the creator to the product of his labor, but instead the 
opposite occurs; the creator loses the product of his labor. It is noteworthy that 
the distinguishing factor here is the ground for the loss. The ground is that a 
product of labor has been achieved. If this had not occurred, there would have 
been no loss of trade-mark right. Is creative activity not desired in the field of 
trade-marks? Is it not this very sort of activity which it is the task of the trade- 
mark law to protect? 

It would seem that the principle of the creator’s right has not penetrated 
sufficiently into the law of trade-marks, or is that impossible? There are other 
aspects to consider, and it may be that if these aspects are taken into considera- 
tion, it will appear quite in order to invalidate trade-marks which have become 
common descriptive names. There is another principle as well which is regarded 
as of great importance in questions of intangible property rights, and that is that 
due consideration must be given to the general economic interest of society. As 
far as trade-mark rights are concerned, the chief concern here is that other sup- 
pliers shall not be hindered from using common descriptive names. This interest 
should also be fenced in with protective regulations; this has been done in the 
trade-mark laws. Section 4 of the Swedish trade-mark law gives the prerequi- 
sites which must exist before a word can be registered as a trade-mark. It must 
be free of certain characteristics. It must not be a common descriptive name of 
an article, nor may it be connected with the goods for which the mark is to be 
used by indicating their origin, nature, use, quantity, or price. The American law 
has similar provisions; it states that “words describing the nature of the goods, 
or quality thereof, are not registrable.” It is clear that the principle of public 
economic interest mentioned above can be traced in these provisions. An explana- 
tion of the loss of the trade-mark rights here discussed is now more closely 
defined also. A trade-mark which becomes a common descriptive name through 
being publicly established has passed over into the category of non-registrable 
words. That which applies at the time of registration can logically be extended 
into the future. A registered trade-mark can be invalidated if it later acquires 
characteristics which, had they been present at the time of registration, would 
have made registration impossible. This is of course the case with trade-marks 
which have become common descriptive names. 
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Non-registrable marks would therefore be of two types: (1) words occur- 
ring in the language, which were never other than common descriptive names 
(primarily descriptive names) ; (2) words which have become common descriptive 
names by being used as trade-marks (established common descriptive names). 
There is a considerable difference between these two types of descriptive names or 
product designations. In the one case, the product designation is not the result of 
the labor of a certain person or firm; in the other case, however, this is the situation. 
Despite this difference between the two groups of words, which from the point 
of view of the principle of creator’s right is of considerable importance, the law 
treats them without differentiation. The established as well as the primary descrip- 
tive name is excluded in principle. It may be clear that the primary descriptive 
name should not be protected, but it is far from axiomatic that protection should 
be denied to the established names. If the two groups are not strictly separated 
there is danger that the self-evident idea that the primary descriptive names should 
not be protected can spread to the established names. It is clear that no one 
should have the chance to monopolize a word which has become established in 
the language without any investment by him, except when used in a sense foreign 
to its primary meaning, for example Tuppen (the Cock), a trade-mark for 
textiles in Sweden. It is absolutely necessary that freedom of action in the eco- 
nomic field should not suffer. If the force of such an argument can be turned 
upon the established descriptive names, it is clear that they are doomed. How- 
ever, this can happen only if the analysis of the difference between primary and 
established names is incomplete. In a careful analysis, the established names are 
not subject to this argument. It seems to me to be of decisive importance, in the 
first place, that the primary names are as countless as the grains of sand in the 
desert, while the established names are extremely few. Therefore the effect of a 
monopoly of the former upon the public economic interest differs so much from 
the effect of a monopoly oi the latter that the cases cannot be compared. It is 
clearly a different matter to establish a monopoly over a countless and indeter- 
minate multitude, than to have such a monopoly in isolated cases which can be 
distinguished from the multitude by reliable characteristics. Need there arise any 
disadvantages at all, from the public point of view, out of a monopoly of the 
latter type? If there really are disadvantages, they must consist of excessive 
interference in the general freedom of action. If too powerful monopolies should 
clot the blood of commerce, something must naturally be done to avoid such a 
situation. I do not believe, however, that one need fear any oppressive monopolies 
arising out of exclusive rights in established product designations. On the con- 
trary, the competitors would have the invaluable benefit of the pioneer work that 
has often been done by those who own a well-established trade-mark. At least 
it is my experience that the exclusive right to such descriptive names have not 
paralyzed the efforts of other firms to compete with the article to which the name 
refers. It is probably correct to say that instead, within the area of commerce in 
question, the sales have been very strongly stimulated by the work done by the 
firm which has an exclusive right to a descriptive name, and which has made not 
only the name but also the article itself popular. As far as the goods are con- 
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cerned, there are of course no other monopolies than such as are covered by the 
laws on patent rights. 


It is important to use correctly the power which is available. Improper use 
can have fateful consequences, the avoidance of which may often require the 
making of distinctions. The distinction of concepts is therefore of great practical 
importance. If one is deer-hunting, it is important to distinguish between the 
beater and the deer. In trade-mark legislation it is important to distinguish 
between established product designations and primary product designations, so that 
the arguments against giving exclusive rights to the latter shall not involve any 
exclusive rights to the former. 


There are, however, further arguments against granting exclusive rights to 
common names of articles, and it remains for us to study them. The qualities 
of a registrable trade-mark which we have mentioned so far, have been specified 
in a negative manner. The trade-marks must not indicate the nature of the good“ 
and so forth. However, the trade-marks do not lack positive qualities. In tins 
connection it is important above all to observe that a trade-mark, in the general 
opinion, should have a capacity of distinguishing the goods of one suppiier from 
those of another. Thus the trade-mark should be a means of individualization. If a 
trade-mark has become a common descriptive name, it is not considered capable 
of distinguishing goods in this way. This function of distinguishing among goods 
is held to be the task for which a trade-mark is created, and it is on this theory 
that the Swedish trade-mark law has been built. A trade-mark that does not 
function in this manner will then seem to have lost its character of being a trade- 
mark and the cancellation of the exclusive right to its use would seem to be 
perfectly justified. 


To state the matter more concretely, the situation is as follows: A trade- 
mark is considered to be, as it were, a name or designation of an article, but it 
must not be just the name of an article, it must be the name of a specific firm’s 
article. It may designate Jones’ shoes, toothpaste or goods, but it must not 
signify shoes, toothpaste or goods in general. If it does, it is considered to have 
lost its character of being a trade-mark, because it has become a common descrip- 
tive name and therefore can no longer distinguish Jones’ goods from those of his 
competitors. 


According to this theory, therefore, a trade-mark must suggest the firm and 
the business, so that the quality of originating from a specific business which 
is inherent in an article does appear clearly. A trade-mark is viewed as an 
external characteristic in which the business has been personified. If, however, 
the trade-mark itself is not a firm name and does not suggest a firm name, this 
connection can hardly arise except gradually after establishment, and the mark 
must be used in such a way that the article and the firm appear connected and 
that the connection between them is emphasized in advertisement, packaging, 
and so forth. It follows from this theory that the trade-mark must be used in 
this specific manner. It is clear, however, that it may be used in other ways and 
that it may convey other conceptions than those just mentioned. Trade-marks 
are involved in other connections than those between an article, a trade-mark 
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and a firm. The most important is, perhaps, the connection between an action 
and an article, which can be conveyed by a trade-mark. The action may consist 
in something being bought. The mark on the article conveys a stimulus to carry 
out the action of buying the article. “Play with Tretorn” (tennis balls) is an 
instance of connection between a trade-mark and an action. One may also want 
to bring out a connection between a trade-mark and a judgment of the value of 
something (an article), or a connection between various good qualities in an 
article may be the effect desired of a trade-mark. Or one may wish to establish 
the mark in itself without any connection whatever. The very quality of being 
known is valuable in a trade-mark and is calculated to stimulate sales, which 
may be effected later on. The trade-mark transfers its quality of being known 
to the goods. A word possesses not only the power of reflecting a reality behind 
it but also of influencing our conceptions, ideas and feelings about reality. This 
power of the word is especially evident in political propaganda and the like, but 
it also exists when it is the question about trade-marks. 


There is another very common use of trade-marks which I have not men- 
tioned. I have saved it until now in order to give it more emphasis, for it is of 
the greatest interest in connection with this subject. The use in question is that 
in which a trade-mark is connected with an article without any reference to a 
firm. This application would seem to be absolutely contrary to the theory devel- 
oped above, that the use of the trade-mark should connect it with a certain 
business undertaking. 

In their report to a committee which is at present revising the Swedish 
trade-mark law, two Swedish experts, Mr. Awelan Hultman and Mr. O. Safstrém, 
have recommended a division of trade-marks into two categories: “firm marks” 
and “product designations” or “trade-marks proper.” The distinctive feature of 
firm marks, it is said, is in the fact that they designate a certain firm, while 
product designations refer to a special product or group of products without any 
further reference to the firm. Typical firm marks are “Aga,” “Electrolux,” and 
“Marabou” (three Swedish firms); “product designations” are such terms as 
“Sedator” for an anesthetizing machine used in childbirth (produced by “Aga’’), 
“Assistent” for a kitchen device (produced by “Electrolux”), and “Aladdin” for 
chocolate packages of a specific design (produced by “Marabou’”’). Hultman, in 
an estimate which he terms preliminary, says that approximately 20% of the 
trade-marks are used as firm marks while 80% are used as “product designa- 
tions.” This would seem to indicate that most trade-marks are used in a way that 
does not agree with the ideas on which the trade-mark law has been founded. 


A trade-mark used as a “product designation” has the greatest importance 
for our discussion, for it is from among the “product designations” that the 
marks threatened by invalidation will come. This risk will be acute when the 
marks have become well established. It will be found that the triangular frame- 
work formed by a trade-mark, an article, and a firm cannot by far comprise 
within its limits the use of trade-marks in actual practice. One may ask whether 
the fault is with the use or with the framework. With regard to “product desig- 
nations’—that is, those trade-marks which convey a strong connection between 
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the trade-mark and the article but a weak one between the trade-mark and the 
firm—there remains the alleged disadvantage that they lack the power to distin- 
guish. However, this objection refers only to their power to distinguish in a 
special sense, not in all the senses to which this concept can be applied. A trade- 
mark may differ from other marks regardless of whether it is a “product desig- 
nation” or not, if only the trade-marks differ as to appearance. This is power 
to distinguish in one sense. If the marks are connected with different firms-- 
one may be registered for one firm, the other for another firm—people will also 
distinguish between the firms because they distinguish between the trade-marks. 
This is power to distinguish in a second sense, namely distinction between firms. 
In its third sense the power to distinguish arises when the public not only knows 
that the marks are different, but actually knows to which firms these marks 
belong. Thus there is not only an actual connection between the trade-mark and 
the firm, but the added factor that this connection is grasped by the public. In 
the former case the firms were distinguished unconsciously, but in this case the 
firms are distinguished consciously. It is evident that such knowledge of a dis- 
tinction between the firms will tend to become less if the trade-mark is used as 
a “product designation.” However, we are probably justified in denying, that 
power to distinguish in the third sense must necessarily be present as an element 
in a trade-mark. If, for instance, a trade-mark is unknown, there is no knowledge 
of the firm either; yet no one can assert that the mark has lost its nature as a 
trade-mark. 


By registration the trade-mark is connected to a specific business. It would 
seem to be unnecessary repetition to connect the mark still more closely with the 
business in its use after such connection has already been made. However, it is 
more important to establish clearly which party may suffer injury from the fact 
that the trade-mark does not have the power of making connection with a firm in 
such a manner that it is noticed by the public. Is it the buying public? Is it the 
competitor? Is it the trade-mark owner himself? According to one generally held 
opinion, the value of a trade-mark is in its power of inculcating in the public mind 
a knowledge of the fact that the article bearing the trade-mark originates from 
one specific supplier. If the mark cannot communicate such knowledge, the value 
of a mark becomes less, and in consequence it is the trade-mark owner who 
suffers injury. The interest of the trade-mark owner in seeing that the value of 
his trade-mark is not reduced is obviously a check against any tendency to use 
a trade-mark without stressing the character of the mark and the firm. But there 
cannot be any reason to prescribe that, if the trade-mark owner will not safe- 
guard his own interest in this respect, he shall be deprived of his exclusive right 
to the trade-mark as a consequence. As regards competing firms and the public, 
I refer to what has been said above, from which it is apparent that there can 
hardly be any reason to expect injury to these parties of such magnitude that it 
would justify cancellation of the exclusive right to a trade-mark. 


Summing up, we can say that there are substantial reasons to retain the 
exclusive right to established common descriptive names of articles. Some of 
these reasons refer to the creator’s right, others are of a socio-economic nature, 
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at least in so far that no socio-economic considerations hinder the granting of such 
exclusive rights. Objections grounded on logic and theory which might be raised 
against the use of such exclusive rights have been found, when scrutinized, to 
be untenable, not to say erroneous, because the problems have not been sufficiently 
analyzed. All efforts in behalf of trade-marks which are not contrary to the 
public interest should be supported. There are great values at stake. The best 
trade-marks have come within the danger zone. 


What is applicable for established common descriptive names could just as 
well apply to marks which have been established in such a manner that they have 
become accepted quality designations. 


For instance, it has been said of a well-known trade-mark in Sweden that 
it has long hovered on the edge of the abyss, but has been endowed with an 
astonishing sense of balance. However, one should not formulate the trade-mark 
law as a ledge in a rocky slope with precipices all around, from which ledge some 
trade-marks have already fallen, while others are swaying on the very edge, and 
the rest are moving in the same direction—the more quickly as more labor is 
devoted to establish them. On the contrary, one should build the necessary 
bridges and protect all justiable efforts in behalf of trade-marks. 


The very term “trade-mark” needs to be newly formulated and adapted to 
practical conditions, and not locked irrevocably to a narrow-minded doctrine. In 
the beginning words could not be given trade-marks protection in Sweden. How- 


ever, in 1897 a distinction was made between imaginary words and words of the 
spoken and written language, and protection was granted the former category. 
It would seem that the course of events since then has proved that a further 
distinction is needed—a distinction between primary and established descriptive 


names. 
———_——————EE 
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PART II 


THE CROWN OVERALL MANUFACTURING CO. v. EDWARD 
MAKRANSKY COMPANY, INC. 


No. 5772—C. C. P. A.—February 6, 1951 


TrRADE-MArKS—Marks Nor CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 


“Cromvella” held not confusingly similar to the word “Crown” and pictorial repre- 
sentations of a crown, used on goods of the same descriptive properties, under 1905 Act. 


Appeal from CoMMISSIONER OF PATENTS. 


Trade-mark opposition by The Crown Overall Manufacturing Co. against 
Edward Makransky Company, Inc. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 


Zugelter & Zugelter (Frank Zugelter and Gerald B. Tjoflat, of counsel) and 
Smith, Michael & Gardiner (Donald A. Gardiner, of counsel) for Opposer- 
appellant. 


Kimmel & Crowell (George P. Kimmel and A. Harry Crowell, of counsel) for 
Applicant. 


Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON and WorLEy, 
Associate Judges. 


Garrett, C. J.: 


This is an appeal from the decision of the Commissioner of Patents, speak- 
ing through the Assistant Commissioner, 81 USPQ 539, affirming the decision 
of the Examiner of Trade-Mark Interferences (hereinafter referred to as the 
examiner) dismissing the notice of opposition of appellant (hereinafter referred 
to as opposer) to the registration of appellee (hereinafter referred to as appli- 
cant) of the single word ‘“Cromvella,” written, as stated by the Assistant Com- 
missioner, in slanting script, as a trade-mark for “Men’s topcoats, overcoats, 
sack coats and sport coats,” and adjudging applicant entitled to the registration 
sought. 

Use of the mark by applicant is alleged since July 1, 1946, and registration 
is sought under the Trade-Mark Act of February 20, 1905. 

In its notice of opposition opposer relies upon its prior use of the word 
“Crown” and pictorial representations thereof on goods of the same descriptive 
properties, the word and the symbol being embodied in registrations to opposer 
granted long prior to the date of use claimed by applicant. It particularly 
pleaded registrations No. 128,351 of January 6, 1920, and No. 199,341 of June 
9, 1925.1 The former shows parallel circumferential lines forming a double 


1. The respective registrations, apparently in the forms used, were filed as exhibits with 
the notice of opposition and with them was another in which there appears the hyphenated 
notation “CROWN-HEADLIGHT.” No copy of the certificate of its registration appears in 
the record. As we view it, this exhibit is merely cumulative and adds no strength to opposer’s 
case. 
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circle. In the space between the lines appears the word “Crown” in capital 
letters and at the center of the inner circle is a representation of a crown. The 
latter consists of the word “Crown” over the word “Adjust-Alls” surrounded 
by lines which form a rectangle. 


There is nothing about the word “Cromvella” which so much as suggests 
the idea of a crown. It seems to be an arbitrary or coined term, having no 
particular meaning aside from applicant’s goods. 


Opposer alleges that the mark “is confusing in that the first syllable thereof 
could readily be taken for the word ‘Crown’, and that the casual observer upon 
seeking the trade-mark would believe that the mark consisted of the word ‘Crown’ 
with the letters ‘ella’ attached thereto, * * *.”’ (Italics supplied.) Two witnesses, 
both of whom were connected with opposer, testified, in effect, that at least at first 
glance the term appeared to them to be the word “Crown” with the suffix “ella” 
added thereto, and one of them (whose name is signed as counsel to the brief of 
opposer filed before us) quoted from a decision of this court written by the late 
Presiding Judge Graham (The American Products Co. v. Leonard, 19 C.C.P.A. 
(Patents) 742, 53 F. (2d) 894, 11 U. S. Pat. QO. 184) wherein we quoted with 
approval the statement of a witness in that case that “There is no such thing 
as a correct pronunciation for a trade-mark. It is pronounced in different ways 


by different people.” 


We adhere to our approval of that statement, but it is not supposed that 


many, if any, persons could be found who would give the pronunciation of 
“Crown” to the word “Crom,” nor do we suppose that many would mistake the 
clearly written letters “MV” for “WN,” so far as appearance is concerned. 


We think it obvious that opposer, in its perfectly legitimate desire to pro- 
tect its “Crown” trade-mark, made a mistake in instituting the instant proceed- 
ing. We quote with approval the following from the brief for applicant: 


The Opposer seeks a ruling that applicant’s mark is other than what it plainly 
is and that if applicant’s mark were such other than it is, that such other and dif- 
ferent mark is confusingly similar to the mark of Opposer. Applicant knows of no 
legal authorities for any such decision by this Court. 


In view of the fact that, as also stated in the brief for applicant, “there is 
no similarity of sound, spelling, appearance or significance” between the mark 
of applicant, as it now stands, and any of opposer’s marks, we are unable to 
discern how any confusion would be likely to result from the use by applicant 
of its mark, and we agree that it is entitled to the registration sought and that 
the notice of opposition properly was dismissed. 

The decision of the Assistant Commissioner is affirmed. 
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T. A. McCANE v. WILLIAM J. MIMS 
No. 5750—C. C. P. A.—February 6, 1951 


INTERFERENCES—PLEADING AND PRACTICE—ISSUES 


Junior party alleging transfer of rights from senior party has burden of establishing 
the acquisition of the rights so claimed in the mark “Lucky Seven” here involved. 

Primary question for determination here is one of fact, viz., what was included in 
sale by McCane to Mims? 


TRADE-MARKS—ASSIGNMENTS—GENERAL 


In absence of other evidence, presumption is that transfer of a business carries with 
it the right to use of trade-mark employed in connection therewith. 
Right of purchaser of business to use of marks previously used by seller extends 
only to marks and business actually purchased; and seller may reserve from a sale of a 
business a line or lines of merchandise that he wishes to continue to exploit himself. 
TRADE-MARKS—ProoF OF OwWNERSHIP—EFFECT OF REGISTRATION 
Senior party’s 1905 Act registration, while not conclusive evidence of ownership 
and right to register, carries presumption of validity which must be overcome by party 
challenging it. 
INTERFERENCES—PLEADING AND PRACTICE—BURDEN OF PROOF 


On facts of record, junior party, Mims, held to have failed to establish his claim as 
to what McCane sold to him under the written agreement and to have failed to overcome 
presumption attaching to McCane’s registration and to have failed to establish prima 
facie case sufficient to shift burden of proof to McCane. 

On facts of record, McCane held to have established that reservation of “Lucky- 
Seven” mark, used on hair straightener and certain cosmetics, was in fact made. 


Appeal from Commissioner of Patents. 

Trade-mark interference proceeding between William J. Mims, applicant, and 
T. A. McCane, registrant. Registrant appeals from decision awarding priority to 
applicant, Mims. Reversed. 

Smith, Kilpatrick, Cody, Rogers & McClatchey (Ernest P. Rogers, of counsel) 
for Registrant. 

Jennings & Carter (Henry L. Jennings, of counsel) for Applicant. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON and Wor-LeEy, 

Associate Judges. 

GarreETT, C. J.: 

This is an appeal from the decision of the Commissioner of Patents, speak- 
ing through the Assistant Commissioner, 80 USPQ 104, affirming the decision 
of the Examiner of Interferences in a trade-mark interference proceeding, which 
originated in the United States Patent Office. 

The interference was declared October 28, 1946, between the registration 
“Lucky Seven,” Trade-Mark 389,456, in the name of “T. A. McCane, doing 
business as Queen Ann Company, Atlanta, Georgia,” certificate of which issued 
August 5, 1941, on an application, serial No. 441,516, filed March 13, 1941, and 
an application, serial No. 483,025, filed May 5, 1945, by appellee Mims, “doing 
business as Astoria Products Company,” of Birmingham, Alabama, for regis- 
tration of the same mark. 
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In the registration certificate use of “Lucky Seven” as a trade-mark for 
“Hair Dressing or Pomade, Talcum Powder, Skin Bleach, Body Deodorant, 
Face Powder, Vanishing Cream, and Perfume” since March 1, 1932, was stated. 
The application of Mims alleged continuous use of the words “Lucky Seven” 
(not hyphenated) as a trade-mark for “Sachet (Powder), Toilet Water, Deo- 
dorant, Pressing Oil, Talcum (Powder), Perfume, and Hair Dressing” since 
January 1930. As hereinafter related, Mims purchased a business from McCane 
in February 1932, and he seems to have claimed the date on which he under- 
stood McCane began use of the mark. 


Both the registration and the application were under the Trade-Mark Act 
of 1905, and the Lanham Act (of 1946) is not here involved. 


It is established by the record that during some two or three years prior 
to 1932 the party McCane was engaged, at Birmingham, Alabama, in the manu- 
facture and sale of cosmetics such as those defined in the registered mark and 
in the application here involved, including perfume and hair dressing, which 
were sold in receptacles having thereon labels bearing the notation “Lucky 
Seven,” which notation, however, was not registered then in the United States 
Patent Office as a trade-mark. The party McCane carried on his business with 
respect to all his cosmetic products under the name “Astoria Company,” which 
itself was not registered as a trade-mark, and he appears to have used other 
unregistered notations, such as “Yellow Jasmin,” “White Rose,” etc., upon some 
of the perfumes and other products manufactured and sold by him. 


It does not appear that McCane had any registered trade-marks while 
doing business in Birmingham. 
As stated in the brief before us on behalf of the party McCane: 


* * * While sales were made by mail and otherwise in commerce, a substantial por- 
tion of the business consisted of the sale of these products through “peddlers,” who 
purchased small quantities and resold them from house to house in and near Birm- 
ingham. For several weeks prior to February, 1932, the party Mims, apparently 
contemplating purchase of all or a part of the business, spent considerable time at the 
place of business and became familiar with its operation. 


It is claimed by the party Mims that in February 1932 he purchased from the 
party McCane the entire business which McCane was carrying on as the Astoria 
Company, including all the cosmetic products, formulae, and other assets, together 
with the marks and names in use and the good will of the business, and it is con- 
ceded on the part of the party McCane that such a sale was made, except it is 
claimed that McCane expressly reserved all rights to the perfume and the hair 
dressing, the only products to which the notation ‘Lucky Seven” was being 
applied, and to the notation itself as a trade-mark in use although not registered. 

The primary question for determination, therefore, is one of fact—that is, 
just what was included in the sale from McCane to Mims, or, to state it differ- 
ently, does the record show that Mims by the purchase acquired ownership of 
the mark “Lucky Seven’? 


The record upon which that question must be decided is meager and in 
some respects quite indefinite. 
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It is asserted on behalf of both parties that the contract of sale made by 
McCane to Mims was reduced to writing, but neither party was able to produce 
the written instrument. Mims, testifying on his own behalf, and J. Thornton 
McCane, testifying on behalf of his brother, the appellant here, gave certain 
testimony as to the contents of the instrgment. This we hereinafter discuss. 

It appears that soon after the transaction between Mims and McCane in 
February 1932 the former changed the name “Astoria Company” to “Astoria 
Products Company” and carried on the business in Birmingham, continuing use 
of the unregistered notation “Lucky Seven” on perfume and hair dressings 
theretofore manufactured by McCane and later applied the notation to other 
cosmetic products. (The word “Astoria” was first registered to Mims “doing 
business as Astoria Products Company,” December 24, 1946, upon an application 
filed May 12, 1945. That registration is not involved in the instant controversy. 
It is noted that it covered numerous drugs in addition to cosmetics, and that it 
states use “since January 1932.”) 


It further appears that almost immediately after the sale to Mims (Mrs. 
McCane, wife of appellant, testified it was during the last week in February 1932) 
McCane moved to Atlanta, Georgia, and started a cosmetic business there, 
carrying it on under the name “Queen Ann Company.” Except as stated in the 
certificate of the registration here involved, the record does not disclose just 
what types of cosmetics the Queen Ann Company manufactured and sold 
other than hair dressing and perfume marked “Lucky Seven,” which Astoria 


Company had been making and selling in Birmingham. 


An unhappy phase of the case is that appellant McCane was mentally ill 
during the trial of this controversy below and was unable to testify. 


According to the testimony given by his wife on April 15, 1947, he had 
been ill since 1936, had not worked for ten years, and had been incapacitated 
for eight years. When asked during cross-examination as to his condition at 
the time the application for registration of “Lucky Seven” was filed on March 
13, 1941, she replied: 


He was ill at that time, but could take care of some of the things. It was very 
limited. There was very little at that time going on. He could sign his name. 


Mrs. McCane testified that her husband had been adjudged insane, but 
did not give the date of such judgment. She stated that she was his guardian 
and had carried on the business after he became incapacitated ; that before that 
time, in fact immediately after establishing the business in Atlanta, advertising 
began for agents and distributors of the “Lucky Seven” products, which the 
Queen Ann Company was making and selling in Atlanta; that she never met 
Mr. Mims personally; that she never saw the contract of sale between her 
husband and him; that she had no knowledge prior to this interference proceed- 
ing that either Mr. Mims or the Astoria Company was using the notation “Lucky 
Seven ;” and that (she thought in October 1946) she was notified “in a letter 
received from the Government that he had asked for a copyright of the name 
‘Lucky Seven’.” It is a fair assumption that the letter she referred to related 
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to the interference proceeding here involved, which, as has been stated, was 


declared October 28, 1946. 


Before discussing the evidence further it seems appropriate to quote from 
the decision of the Assistant Commissioner the following: 


The burden of proof of establishing that he acquired the rights of McCane in 
the mark “Lucky Seven” rests upon Mims, the junior party, Brewster-Ideal 
Chocolate Co. v. Dairy Maid Confectionery Co., 20 C. C. P. A. [Patents] 848, 62 
Fed. (2d) 844, [16 U. S. Pat. Q. 310]; B. R. Baker Company v. Lebow Brothers, 32 
C.C. P. A. [Patents] 1206, 150 Fed. (2d) 580, [66 USPQ 232]. In support of this 
burden Mims has not only testified as to the transfer of The Astoria Company, 
which with the exception of the claim as to reservation of rights to the mark 
“Lucky Seven” is conceded, but has testified as to the contents of the sales 
agreement and produced certain pencil notes with respect thereto, an inventory, and 
certain other exhibits. His testimony as to the agreement is not only confused, but is 
considered to be incompetent and the notes and other material referred to are entirely 
lacking in probative force even if properly identified. Without reviewing this pur- 
ported evidence, I considered all material introduced by Mims as showing the con- 
tents of the written agreement as incompetent and as lacking any probative force as 
to the contents of this agreement. (Italics supplied.) 


It will be observed that notwithstanding the obviously correct holding 
that the burden of establishing acquisition of the rights claimed in the mark 
“Lucky Seven” rested upon the party Mims as the junior party, the Assistant 
Commissioner rejected outrightly the entire testimony of Mims relating to the 
agreement as being “confused” and “incompetent” and also all the material 
introduced as showing the contents of the contract as “incompetent” and 
“lacking any probative force,” but nevertheless decided the case in Mim’s favor. 


We find no direct testimony, or other direct evidence, in the record which 
supports the contention of Mims as to what was in the agreement respecting 
what was sold to him, except that which the Assistant Commissioner rejected, 
but the latter held, because of deductions drawn from other matters appearing 
in the record, that the burden shifted to the party McCane to establish that he 
reserved from the sale the rights in the mark “Lucky Seven” and that McCane 
did not meet the burden. 


The Examiner of Interferences also was of that opinion. He said: 


Upon the meager record presented, the examiner is of the opinion that the senior 
party [McCane] has failed by far to overcome the presumption that the trade-mark 
rights to the notation “Lucky Seven” passed to the junior party upon his ac- 
quisition of the business with which it was used and, therefore, the junior party 
[Mims] is held to be the owner of the mark here involved. 


Immediately following the matter hereinbefore quoted from the decision 
of the Assistant Commissioner, wherein he rejected the testimony of Mims, the 
following appears: 


The claim of Mims as to acquisition of rights to the mark in question must 
therefore depend upon the sale of the business of The Astoria Company to him and 
on that alone. As found by the examiner of interferences, it is well settled in the 
absence of evidence to the contrary, that the transfer of a business carries with it the 
right to the use of a trade-mark employed in connection therewith. Macwilliam v. 
President Suspender Company, 46 App. D. C. 45, 1917 C. D. 179; Jackson Corset 
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Company v. Cohen, 38 App. D. C. 482, 1912 C. D. 534; The Snapout Forms Co. v. 
Allen-Rand Co., Inc., 69 U. S. P. Q. 20, 585 O. G. 651; Lantz Bros. Baking Co. v. 
Grandma Cake Co., C. C. P. A. [Patents] 1073, 161 Fed. (2d) 739, [74 USPQ 22]. 


The statement of law made by the Examiner of Interferences and repeated 
in substance by the Assistant Commissioner relative to the presumption growing 
out of the transfer of a business is undoubtedly correct, but the right of a pur- 
chaser to use a mark which the seller has been applying to goods extends only to 
the goods and mark he actually purchases—not to any goods or marks not in- 
cluded in the sale—and we know of no law which prevents a seller from reserving 
from a sale of a business a line or lines of merchandise that he wishes to continue 
to exploit himself. Such a reservation may be somewhat unusual, but it is en- 
tirely legal and, in our opinion, it may not be deduced conclusively from a sale 
alone that every line of merchandise which the seller dealt in was included in such 
sale. We do not understand the tribunals of the Patent Office to have held other- 
wise in this case, but they greatly emphasized deductions drawn from certain 
facts which they deemed established. The Assistant Commissioner stated : 

* * * Following the transfer of this business Mims was in possession not only of 
the premises and physical assets, but of all the business and good will of The Astoria 
Company, which was carried on just as it had been before. The customers continued 
to be the same, and the products were sold in the same manner. This included im- 
mediate and continuous sale of “Lucky Seven” products. While the trade name 
was later changed to Astoria Products Company, and the business moved to a new 
address, there was no immediate change and no interruption of the business at any 
time. 


and held: 


* * * Based upon the cases above cited, it seems clear that in the absence of evidence 
to the contrary, any good will associated with the trade-mark “Lucky Seven” 
continued as a part of the business of The Astoria Company, and as such must be 
considered to have passed to Mims. 


The registration to McCane was entered more than four years before the 
application of Mims was filed, and it is contended on behalf of McCane that in 
shifting the burden of proof to McCane to establish that he did make the reserva- 
tion claimed rather than leaving it incumbent upon Mims to prove that McCane 
did not make the reservation, the tribunals of the Patent Office overlooked or 
disregarded the seniority of McCane and the effect of the presumption which 
flows from his registration. 

Apparently, there is no question but that there was some sort of written 
instrument drawn up in connection with the sale to Mims. He testified that 
there was and that no reservation of any goods was made therein by McCane. 
On the other hand, J. Thornton McCane, brother of appellant, who himself 
was in business in Birmingham at the same time his brother was, testified 
that according to his best recollection at the time of testifying he thought he 
signed the agreement as a witness. Mims, testifying in rebuttal, stated: 

The contract was first made by making notations on a second sheet of Manila 
paper two or three days before it was signed and he [T. A. McCane] said it was all 


right with him and I then typed it off, nobody knowing about it except him and me. 
There was nobody there when we made it and closed it up. 
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He was then asked, “Were there any other witnesses to that contract?” 
and answered, “No, sir.” 


We suppose this may be construed as a denial by Mims of Thornton 
McCane’s testimony that he signed the agreement as a witness, although the 
use of “other” in the question of counsel tends to confuse the meaning of the 
answer. As has been stated, all of Mims’ testimony and his other evidence 
bearing upon what the agreement contained was rejected by the Assistant 
Commissioner. 


It will be observed that the rebuttal testimony of Mims goes only to the 
matter of witnesses signing the agreement. Thornton McCane testified that at one 
time he had a copy of the agreement in his possession, and Mrs. T. A. McCane 
testified that “the contract and bill of sale” were mailed from Atlanta to Thornton 
McCane at Birmingham and not returned. It is not stated just when this occurred. 
Thornton McCane testified, in answer to a question whether he had made any 
effort to locate the contract, that he had made every effort to obtain it. We see 
no reason to doubt that he did at some time have a copy in his possession and he 
had opportunity to know what it contained. We do not find in his testimony a 
positive statement that the reservation of “Lucky Seven” was expressed in 
the agreement, but we do find the following in his testimony : 


Q. Did you have any conversation with Mr. Mims about it. A. Yes, we dis- 
cussed it, because there was an agreement that my brother was to keep the name, 
Lucky Seven, and Mr. Mims was not to use it. He was to use the name “Astoria.” 
I asked him why he was using it. I thought perhaps he had gotten permission from 
my brother. He said my brother had broken the contract and that he was at liberty 
to use the name if he wanted to; that the contract was null and void, due to the fact 
that my brother had broken it. 

Q. That was his explanation for making use of the name, Lucky Seven? 


A. Yes. 


He stated that the discussion took place a short while before a suit, which 
we hereinafter discuss, came up, and we find no denial of the quoted testimony 
in the rebuttal testimony of Mims. 


With respect to the testimony of Thornton McCane, the Assistant Com- 
missioner says: 


In support of the claim of reservation of rights of “Lucky Seven” on the 
part of McCane, testimony of McCane’s brother, Mr. J. Thornton McCane, and of 
the wife of the party McCane have been submitted, the party McCane, himself, hav- 
ing been declared incompetent. Mrs. McCane makes no claim that she ever saw the 
agreement referred to, or had any personal knowledge of its contents. The brother 
stated that he saw and witnessed the contract and recalls the reservation. He also 
refers to one Wood and states that he also witnessed the contract. Wood was not 
called to testify by either party and his whereabouts were apparently unknown. He 
also produced a letter which purports to have been written to McCane by Wood not 
long after the sale of the business, but which is not properly identified, and cannot, 
in any event, be proof of the statements made therein. Without detailing the testi- 
mony of Mr. J. Thornton McCane, it seems sufficient to state that he claims no 
knowledge of the negotiations leading up to the sale, and that, while he testified that 
specific reservation was contained in the written contract, by his own admis- 
sion he had little knowledge of the actual transaction. His testimony is based to 
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considerable extent on hearsay, and is not sufficient to carry conviction that his un- 
aided recollection of the contents of a particular portion of a written document after 
a lapse of fifteen years is accurate. 


Neither the Examiner of Interferences nor the Assistant Commissioner 
made mention of a suit for damages brought by Mims against McCane in the 
Court of Common Claims of Jefferson County, Alabama, in which county the 
city of Birmingham is located, about four months after the transaction in Feb- 
ruary 1932, specifically on June 29, 1932. The record contains a certified copy 
of the summons, the complaint, and demurrer filed on behalf of McCane, and 
the judgment rendered against him (McCane). The several papers appear to 
have been introduced as Mims’ exhibits. They appear to us to have a certain 
relevancy to the instant controversy. 


The complaint alleged damage on various grounds, the particular allegation 
regarded as having some relevancy here being that defendant (McCane) “has 
wholly failed to turn over the formulae that he contracted to turn over to the 
plaintiff (Mims).” (Italics supplied. ) 

The complaint did not identify any particular formula or formulae as not 
having been turned over, and in the present interference proceeding Mims testi- 
fied, in substance, that all formulae were turned over to him. 

McCane filed a demurrer to the suit brought against him in Alabama which 
was overruled and the following judgment was rendered: 

8/16/32 Defts. demurrers overruled. Defendant failing to plead further, judgment 

Nil Dicit is rendered in favor of PItff. and against Defendant with leave to prove 

damages and on proof duly made. [,?] It is considered by the court that plaintiff 


have and recover of the Defendant the sum of Two Hundred and Fifty and No/100 
Dollars and costs for which let execution issue.* 


As has been stated, several grounds of damage were alleged in the com- 
plaint, and there is nothing to indicate that the Lucky-Seven formulae and 
mark received any special notice in the Alabama court. 


In that court all the formulae were alleged in Mims’ complaint not to have 
been turned over; in this proceeding where Mims seeks to establish his right to 
“Lucky seven” along with every other mark concededly conveyed to him he 
testifies that al] formulae were turned over to him. 

This is an inconsistency which obviously places Mims in an unfavorable 
situation. 

Counsel for Mims suggests that the complaint filed in the Alabama court 
was prepared by his attorney, who, he says, had the contract before him, and 


*It is obvious from the record that the business involved in the transaction was small. 
Mims only paid $600.00 for it—$400.00 in cash and $200.00 represented by ten promissory 
notes of $20.00 each, which seemingly were to be surrendered after a week or ten days for 
$150.00 in cash. It also seems a fair assumption from the record that the ultimate consumers 
of the cosmetics were principally persons of the colored race who bought them from 
“peddlars” or “distributors” who purchased them from the manufacturer for resale. Refer- 
ring to “Pressing Oil” Mr. Mims, who said he used “Lucky Seven” on it, testified: 


_ It has the usual petrolatum base and has wax in it and the negroes put it on their 
hair and put salve—use a lot of salve, and put it on their hair, and the wax more or less 
penetrates their hair and it was straight. A hair straightener in other words. 
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was not signed or acknowledged by Mims and so does not constitute testimony 
by Mims. We do not think this is a sound reason for disregarding the incon- 
sistency. Mims must have furnished his attorney with the statement of facts 
which he desired to allege. He testified that he did do that and, as we under- 
stand the record, that he furnished written memoranda stating what he remem- 
bered the contract contained, no copy of the contract itself being available for 
use by his attorney. 


It is stressed on behalf of Mims that some of the Lucky Seven products 
were left at the place of business by McCane and that the first few sales made 
by Mims after he took over the business were marked as Lucky Seven prod- 
ucts, and that some Lucky Seven labels were left with Mims. This does not 
strike us as being inconsistent with a retention of ownership of the mark itself 
by McCane, provided, of course, there was a contract for such retention. In 
addition to the mark “Lucky Seven” the labels on the packages and unattached 
labels carried the notation “Astoria” or “Astoria Company” and “Birmingham, 
Alabama.” Since McCane evidently was preparing to go at once to Atlanta, 
Georgia, he would have had no use for labels bearing the Birmingham address, 
nor does it seem to have been his intention to use “Astoria” or “Astoria Com- 
pany.” It is not shown that he ever used either in his Atlanta business. 


Appellee himself changed the name “Astoria Company” to “Astoria Prod- 
ucts Company” and in 1946, without opposition so far as the record shows, 
obtained registration of “Astoria” as a trade-mark for a variety of products. 


It is true, as argued in substance by counsel for Mims, that registration is 
not conclusive evidence of a registrant’s ownership and right to register, but a 
presumption of validity does apply to a registration which must be overcome 
by the party who challenges it. 


We agree with the finding of the Assistant Commissioner hereinbefore 
quoted that the testimony of Mims is confused and that it and the documentary 
matter introduced by him have not the competency and probative value neces- 
sary to support his claim as to what the written agreement of sale contained, 
and, when that evidence is eliminated, it does not seem to us that the other 
evidence is sufficient to overcome the presumption attaching to McCane’s regis- 
tration and other matters embodied in the record. 


It does not seem to us that the record established a prima facie case for 
Mims sufficient to shift the burden of proof to McCane, but even if we should 
be mistaken as to this, we find no reason to refuse weight to the positive and 
undenied testimony of Thornton McCane that the reservation made on behalf 
of his brother was in fact made. 


For the reasons stated we feel constrained to reverse the decision of the 
Assistant Commissioner of Patents and it is so ordered. 
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THE CROWN OVERALL MANUFACTURING CO. v. BEE-BEE 
FROCKS, INC. 


No. 5767—C. C. P. A.—February 6, 1951 


TRADE-MARKS—REGISTRABILITY—GENERAL 


Under “name clause” of 1905 Act, where appropriation of corporate name was com- 
plete, rule of the statute was absolute that proposed mark must be denied registration. 
Where, as here, less than the whole name of corporation is sought to be registered 
by another, the question of likelihood of confusion arises and must be considered. 
TRADE-MARKS—DOoOMINANT FEATURES—PARTICULAR INSTANCES 
The word “Crown” and symbol thereof held dominant feature of only one of 
opposer’s registered marks here involved. 
Symbol of crown in applicant’s mark held neither an essential feature nor the 
dominant feature thereof. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While no one has right to incorporate mark of another as an essential feature of his 
mark, that rule is not applicable unless the contesting marks are likely to cause confusion 
or deceive purchasers. 
TRADE-MARKS—Marks Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES 
Pictorial design of grotesque or fanciful figure having body and wings of bee, 
wearing a dress, and having fanciful head of doll or little girl, topped with feelers, 
between which appears a small crown, held not confusingly similar to the word “Crown” 
or to the symbol thereof, used on similar goods, under 1905 Act. 


Appeal from CoMMISSIONER OF PATENTS. 


Trade-mark opposition by The Crown Overall Manufacturing Co. against 
Bee-Bee Frocks, Inc. Opposer appeals from dismissal of notice of opposition. 


Affirmed. 


Zugelter & Zugelter (Frank Zugelter and Gerald B. Tjoflat, of counsel) and 
Smith, Michael & Gardiner (Donald A. Gardiner, of counsel), for Opposer- 
appellant. 

C. Earl Hovey, for Applicant. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON and WorLEy, 
Associate Judges. 

Garrett, C. J.: 

This is an appeal from the decision of the Commissioner of Patents, speak- 
ing through the Assistant Commissioner, 81 U. S. P. Q. 289, affirming the 
decision of the Examiner of Trade-Mark Interferences (hereinafter referred to 
as the examiner) dismissing appellant’s notice of opposition to the registration 
by appellee, under the Trade-Mark Act of February 20, 1905, of a pictorial 
design, hereinafter more particularly described, as a trade-mark for “Children’s 
Garments in the Nature of Pinafores, Dresses and Sun Suits,” use of it by 
appellee and its predecessors being alleged “since February 7, 1945.” 

Hereinafter we refer to appellant as opposer and appellee as applicant. 

The application, serial No. 504,027, was filed in the Patent Office June 17, 
1946; the notice of opposition, February 13, 1947, following publication of 
the application in the Official Gazette of the Patent Office. 
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It is not questioned that the marks of the respective parties are for goods 
of the same descriptive properties, nor is it questioned that opposer used its 
marks and registered them long prior to the date claimed by applicant for 
beginning use of its mark. 

With the notice of opposition there were filed as exhibits two registrations 
upon which opposer relies. 

It is not deemed necessary to set out or paraphrase the notice of opposition 
in detail. As stated in the decision of the examiner, the allegations contained 
in the notice relate to both the confusion in trade and name clauses of section 5 
of the 1905 Trade-Mark Act, but it may be said that before us no great stress 
has been placed upon the name clause. However, we hereinafter discuss this 
phase of the case. 

No brief was filed before us on behalf of applicant, nor was there any 
appearance on its behalf for oral argument. Opposer filed brief and also pre- 
sented oral argument at the hearing. The brief submits the following questions 
as being involved: 

1. Is the appellee’s mark confusingly similar to appellant’s trade-marks “Crown” so 
that confusion in trade is likely to result from concurrent use thereof on goods 


of the same descriptive properties within the meaning of the confusion-in-trade 
clause of Sec. 5 of the Trade-Mark Act of 1905, as amended? 

. Has the appellee included in its composite mark the whole of appellant’s trade- 
mark? 


. Has the appellee included in its composite trade-mark the dominant and signifi- 
cant feature of appellant’s registered trade-marks? 


We direct attention to the fact that opposer’s question No. 2 relates to the 
whole of its trade-mark—not to the whole of its name—and that question No. 3 
also relates to its registered trade-marks—not its name. 

The brief states, in substance, that the Assistant Commissioner answered 
the first question “No”; that he did not answer questions 2 and 3; and that we 
should answer “Yes” to all three. 

The record does not disclose whether counsel for opposer submitted argu- 
ment in question form before the Assistant Commissioner, nor does it disclose 
to what extent the name clause was stressed before him. The latter did not 
discuss that clause apart from the confusion in trade clause. The examiner's 
decision contains the following brief paragraph: 

As to the second statutory ground of the opposition based on the name clause 
the examiner is not persuaded that the applicant’s mark consists “merely in the 


name” of the opposer within the meaning of the statute. American Steel Foundries 
v. Robertson, etc., 342 O. G. 711, 269 U. S. 372. 


The case cited, decided January 4, 1926, is well known as constituting the 
Supreme Court’s interpretation of the Trade-Mark Act of 1905, which inter- 
pretation the courts have followed since. 


It was held explicitly there that 


* * * Where the appropriation of the corporate name is complete, the rule of the 
statute, by its own terms, is absolute and the proposed mark must be denied regis- 
tration without more. But where less than the whole name has been appropriated, 
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the right of registration will turn upon whether it appears that such partial appro- 
priation is of such character and extent that, under the facts of the particular case, 
it is calculated to decetve or confuse the public to the injury of the corporation to 
which the name belongs. (Italics supplied.) 


In the instant case the word “Crown” is less than the whole of opposer’s 
mark, and, therefore, registration of applicant’s mark may not be denied upon 
the name clause alone under that decision. Much the same situation exists here, 
so far as the name clause is concerned, as that which existed in the American 
Steel Foundries case, supra. There the words “simplex” constituted a part of the 
corporate name of numerous corporations, including the Simplex Electric Heating 
Company which was seeking to prevent registration of the term to American 
Steel Foundries under the name clause of the Trade-Mark Act of 1905.! 


It is obvious from the Supreme Court’s decision that where one seeks to 
register less than the whole of a corporate name the question of likelihood of 
confusion resulting therefrom arises and must be considered. In effect, the Su- 
preme Court so directed in its answer to the questions submitted in the American 
Steel Foundries case, supra, and that Court itself held that the applicant had the 
right to have “Simplex” registered for its use as a trade-mark, although it con- 
stituted a part of many corporate names. 


The Assistant Commissioner correctly stated that the mark of applicant 
is difficult to describe, but we think it may be visualized sufficiently from his 
description that it “consists of a pictorial design of a grotesque or fanciful 
figure” and that 


However described, the body of the figure is clearly intended to be that of a bee, 
wearing a dress and having wings which may or may not have anything in common 
with those of a honey bee. The head is that of a doll or little girl’s head, obviously 
fanciful, and is topped by a pair of feelers or antenna, between which appears a 
small crown. While forming no part of the mark sought to be registered, the speci- 
mens indicate that in use it is accompanied by the phrase, “For Your Little Honey.” 


The two registrations upon which opposer relies are numbered respectively 
128,351 and 199,341. The figure is No. 128,351, which was registered as a 
trade-mark for overalls only consists of two circumferential lines spaced apart 
so that there is a double circle. In the center of the circle there is a representa- 
tion of a crown and between the inner and outer lines the word “Crown” 
appears in capital letters. 


Trade-Mark 199,341 consists of the word “Crown” placed above the 
notation “Adjust-Alls,” printed in somewhat fanciful type, with the words 





1. The then Commissioner of Patents, Robertson, refused the registration on the ground 
that the trade-mark consisted merely in the corporate name of Simplex Electric Heating 
Company and the Court of Appeals of the District of Columbia (now the U. S. Court of 
Appeals for the District of Columbia Circuit) affirmed Commissioner Robertson’s decision. 
rd certiorari the case went to the Supreme Court, but was dismissed for want of juris- 
diction. 

A suit in equity was thereupon brought in the Federal District Court for the Northern 
District of Illinois which dismissed the suit. Appeal was taken to the Court of Appeals, 
which certified certain questions to the Supreme Court that resulted in the decision in 
American Steel Foundries v. Robertson, 269 U. S. 373, 377-8. 
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surrounded by lines which form a rectangle. It was registered as a trade-mark 
for overalls, union suits, working garments for boys, young men, and men. 


Exhibits showing the forms of marks as used were filed and with them 
was filed a third exhibit having on it the hyphenated mark “Crown-Headlight.” 
The certificate of the latter registration was not placed in evidence, and the 
particular goods upon which it was used are not definitely shown, but it is 
merely cumulative at most, and we do not regard it important. 


In paragraph VIII of opposer’s notice of opposition it is alleged that 


* * * Crown is the dominating characteristic of the corporate name of The 
Crown Overall Mfg. Co., wherefore the use by anyone else of a mark, the dominant 
portion of which is the word Crown or a pictorial representation of a crown, 
constitutes an encroachment upon the corporate rights of the opposer, and is likely 
of creating confusion in trade. 


The allegation so made implies that the crown feature of the application 
is the dominant feature of applicant’s mark as well as that of the marks of 
opposer. We are of opinion that the symbol and word render “Crown” the 
dominating feature of opposer’s registration No. 128,351, but regard it doubt- 
ful whether the word “Crown” without the symbol renders the word the 
dominating feature of registration No. 199,341. It would seem more probable 
that a purchaser seeking an article covered by the latter mark would call for 
an “Adjust-Alls” garment rather than a “Crown” garment, but this is not 
particularly important here under the view we take of the case. 


As compared in size with the doll head upon which the crown symbol 
rests in the mark of applicant, the symbol is diminutive. It does not fit upon 
the head, but rests on a small section between antennae extending from the 
head, which, we assume, are intended to represent the antennae of the honey 
bee. Also, notwithstanding opposer’s insistence to the contrary, we regard the 
symbol as being inconspicuous. We are unable to agree, therefore, that the sym- 
bol constitutes the dominating feature of applicant’s mark, or that it is 
an essential feature thereof. It seems to us to be the least noticeable feature of 
the mark and we agree with the statement of the examiner that 


* * * examination of the mark of the applicant discloses that it is not the crown but 
rather the pictorial design of a honey-bee with the head and dress of a small girl 
with doll-like appearance that constitutes the outstanding and dominant feature of 
applicant’s mark, and the one that would most likely be remembered and associated 
by purchasers with the products of the applicant. 


In the decision of the Assistant Commissioner it is said: 


* * * Anplicant’s fanciful or grotesque figure appears to be * * * likely to be re- 
garded as being a “Queen Bee.” As such, the inclusion of a crown, the only feature 
of the mark to which opposer objects, is not incongruous, nor inconsistent. 


There is no reason to suspect that in using the crown symbol, which is an 
entirely different type from the symbol of opposer, applicant was seeking in 
any way to derive benefits from either opposer’s marks or its name. 


Applicant nowhere used the word “Crown” and, as stated by the Assistant 
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Commissioner, “No emphasis whatever is placed upon the crown and it is not 
separated or differentiated from the balance of the figure in any way.” 


We doubt that the presence of the symbol on the doll head would bring to 
the mind of any purchaser of applicant’s goods a thought of either opposer’s 
name or mark, or that any one would obtain the impression that the goods had 
their origin with opposer. 

The several authorities cited in the brief for opposer, in support of the con- 
tention on its behalf respecting the likelihood of confusion if the marks of the 
respective parties are concurrently used, have received our study and respectful 
consideration, but we fail to find in any one of them a state of facts such as exists 
here. We have not overlooked the frequently quoted expression of the Court of 
Appeals of the District of Columbia (now the U. S. Court of Appeals for the 
District of Columbia Circuit) in the case of Carmel Wine Company v. California 
Winery, 38 App. D. C. 1, decided in 1911, reading: 

We think it is apparent, without argument, that the two marks are deceptively 
similar within the meaning of the statute. It goes without saying that the one has 
no right to incorporate the mark of another as an essential feature of his mark. 
Such a practice would lead to no end of confusion, and deprive the owner of a mark 
of the just protection which the law accords him. 


All too often those quoting that expression overlook the fact that the last two 
sentences are predicated upon the first sentence, that is, one may not incorporate 
as an essential feature of his mark the mark of another and thus render the two 
marks deceptively similar. It should be emphasized that we speak of marks—not 
names. When one seeks to take the entire corporate name of another and seeks 
to register it in a mark for himself he will be denied registration “without more,” 
(that is, without any reference to confusion) under the rule established by the 
Supreme Court in the American Steel Foundries case, supra, but the rule is not 
the same with respect to marks (or, we may add, with respect to parts of corpo- 
rate names). 

One of the early cases decided by this court, after jurisdiction of appeals 
from the Patent Office had been transferred to it from the Court of Appeals of 
the District of Columbia, was that of H. G. MacEachen v. Tar Products Corpo- 
ration, 17 C. C. P. A. (Patents) 1264, 41 F. (2d) 295, 5 U. S. Pat. QO. 505. We 
there had occasion to state our conception of the meaning of the rule stated in the 
decision in the Carmel Wine Company case, supra, and we said: 

Within the proper limits the rule is applicable, but we do not think it should 

be carried to the extent of holding that by use and registration of a word in common 

use one can acquire such rights therein as to enable him to prevent registration 

thereof by another simply and solely because the latter’s word may contain the word 

of the former. * * * 

We feel, in other words, that the rule is not applicable unless the contesting 
marks also present such features of resemblance as to be likely to cause confusion 

or deceive purchasers. 


We have followed consistently that interpretation in subsequent cases where 
the hereinbefore quoted paragraph from the Carmel Wine Co. decision has been 
discussed, and so far as we are aware, the tribunals of the Patent Office have 
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followed it. Our attention has not been directed to any court decision to the 
contrary. 

In the instant case the examiner referred to our decision in the case of Prince 
Matchabelli, Inc. v. DeBotelho, 31 C. C. P. A. (Patents) 748, 139 F. (2d) 519, 60 
USPQ 190, where the ultimate issue related to the alleged confusing similarity of 
the marks, “particularly to the similarity of crown features of the respective 
marks” (italics supplied), and expressed the opinion that the crown representa- 
tion of applicant here is of even less prominence than the crown representation of 
the composite mark involved in that case. 

The Assistant Commissioner did not refer to that case in his decision and the 
brief for opposer asserts that it is not apposite and that the Assistant Commis- 
sioner did not rely upon it. We do not know, of course, just what view the 
Assistant Commissioner had of it. Most of the decision was devoted to a question 
of res judicata which was raised. So far as we are concerned, we think our 
decision upon the ultimate issue is apposite here and that what we said then in 
sustaining the Assistant Commissioner’s decision there is directly in point here. 
So, we quote it: 

* * * opposer is not entitled to claim ownership of all forms or styles of representa- 
tions of crowns as a trade-mark for its goods, so that it may exclude use or regis- 
tration of a form or style differing from its own in the particulars described in the 
decision of the commissioner, and, in our opinion, there is no likelihood of confusion 
resulting from the registration applicant seeks. 

The decision of the Assistant Commissioner sustaining that of the exam- 
iner dismissing opposer’s protest and holding applicant entitled to the registra- 
tion sought is affirmed. 


PARAMOUNT INDUSTRIES, INC. v. SOLAR PRODUCTS 
CORPORATION ET AL. 


No. 165—C. A. 2—January 29, 1951 


APPEALS—SC?PE OF REVIEW—GENERAL 

Patent held invalid for lack of invention, though fully sustained by trial court. 

No issue is before Court of Appeals as to design patent, alleged to have been vio- 
lated in complaint, but upon which the trial court made no decision and plaintiff took 
no appeal. 

Courts—J URISDICTION—GENERAL 

Jurisdiction of unfair competition claim joined with substantial and related claim 
under the patent laws held clear under recent revision of Judicial Code [28 U.S.C. 
§1338 (b)]. 

Unrair CoMPETITION—Basis OF RELIEF—GENERAL 

Whether defendants’ lamp was an imitation of plaintiff’s held immaterial in absence 
of a valid patent, where there was neither claim nor proof of palming off, deceit, mis- 
appropriation of plaintiff's name or goodwill and no proof that the form of plaintiff’s 
lamp had acquired a secondary meaning. 


Appeal from Eastern District of New York. 
Patent infringement and unfair competition suit by Paramount Industries, 
Inc. against Solar Products Corporation, Lamplighter Corporation of America 
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and R. H. Macy & Co., Inc. Defendants appeal from interlocutory judgment grant- 
ing injunction and accounting. Reversed and remanded for judgment on merits 
for defendants. 


George E. Middleton (Pennie, Edmonds, Morton & Barrows on the brief) of New 
York, N. Y., for defendants. 


Laurence B. Dodds (Harry J. Halperin on the brief), of New York, N. Y., for 
plaintiff. 

Before CHaAsE, CLARK AND FRANK, Circuit Judges. 

CriarkK, C. J.: 


Defendants appeal from an interlocutory judgment for an injunction and an 
accounting which holds valid and infringed Claims 1, 2, and 3 of United States 
Letters Patent No. 2,435,164 for a “Fluorescent Hand Lamp” issued on January 
27, 1948, to plaintiff as assignee of Alfonse D. Sobel. Although this patent has 
been fully sustained by the district court, D. C. E. D. N. Y., 93 F. Supp. 331, we 
are bound to say that in our judgment it is peculiarly wanting in that display of 
inventive genius now required by the Supreme Court, as illustrated by such cases 
as Interchemical Corp. v. Sinclair & Carroll Co., 325 U. S. 327, and Jungersen v. 
Ostby & Barton Co., 335 U. S. 560, or in its latest expression, Great Atlantic & 
Pacific Tea Co. v. Supermarket Equipment Corp., 340 U. S. 147. So, too, while it 
perhaps bears a superficial resemblance to such a recent case of our own as Bo- 
stitch, Inv. v. Precision Staple Corp., 2 Cir., 178 F. 2d 332, being a like simplifica- 
tion and combination of well-known elements, it cannot match the Bostitch in the 
simplicity and effectiveness of the product. If in none of the cited cases was 
invention to be found, then it would seem clear that a patent such as this has little 
chance. In short, it appears to us an unusually flimsy patent. Plaintiff attempts 
to stress a presumption of validity from the Patent Office action particularly be- 
cause the examiner considered and cited four of the five prior patents now relied 
on by defendants to show invalidity; but these facts show only the more what 
Supreme Court Justices are now openly suggesting, namely, that the standard in 
the Patent Office has become lower than is justified under present legal authority. 

A fluorescent hand lamp is of course a useful article for camps, cellars, med- 
ical and factory use, indeed for any situation where quick and efficient illumination 
is needed without resort to ordinary power lines. But that is not the invention 
claimed here. Involved herein is only the box, the purpose of the invention being 
to supply a container which could be easily taken apart for the replacement of 
dry batteries and easily reassembled. As the patent itself states: ‘Heretofore 
there have been proposed a number of portable fluorescent hand lamps including 
self-contained power sources, such as dry batteries. While such lamps have not 
been entirely unsatisfactory from a performance standpoint, they have left much 
to be desired in the way of simplicity of construction and ease of assembly.” 

The article which the plaintiff has manufactured and sold under the patent 
is called “Totelite.” Its receptacle does come apart and go together easily and 
simply. It is U-shaped in cross-section, having sides, back, and a flanged top and 
flanged bottom. But the part particularly stressed is that which forms the bulge of 
the U and is actually the reflector unit and its cover in combination assembly. 
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Thus at this end of the lamp there is a forwardly convex resilient translucent 
cover protecting the fluorescent tube which is held in place against a forwardly 
concave reflector. The reflector has longitudinal seating grooves or flanges which 
engage like grooves in the side walls formed by Z-straps welded to these walls. 
When assembled (easily and quickly because of the simplicity of the operation) 
cover and reflector are held firmly in place to perform their useful functions. 
This is the asserted heart of the invention and the substance of the three claims 
—as set forth in somewhat more extensive detail in the opinion below, 93 F.- Supp. 
at pages 332, 333. This the plaintiff itself stresses in its brief in saying that “there 
stands out one essential feature of the Sobel invention which is lacking in all of the 
references, namely, the convex resilient plastic front member” which, as it goes 
on to assert, co-operates with the other lamp elements to perform the three func- 
tions of (1) protecting the lamp and reflector against breakage and dirt; (2) 
transmitting, in co-operation with the concave reflector, the light from the fluor- 
escent tube in a wide-angle beam; and (3) when retained in place by the top and 
bottom flanges of the receptacle, resiliently pressing the unitary reflector and tube 
support assembly against the seating grooves of the side walls “to provide a snugly 
fitting unit which will not rattle or jar out of place in use.” 


It will be seen that these are at most refinements of assembly in the container 
for the portable lamp, rather than novel and primary inventions. Whether such 
workmanlike developments of a mere receptacle could be considered patentable 
had there been no direct prior patents in the field of the fluorescent lamp, we need 
not consider, because it seems to us clear that there were. Defendants cited five 
patents to sustain their defense of anticipation. Of these the Strang patent 
2,090,239 of 1937 and the Rumbaugh patent 2,239,343 of 1941 were initial develop- 
ments of container assemblages and translucent covers for electric lights. They 
furnish background for the direct anticipation shown in combination by the 
other three. 


Of these the Beck patent No. 2,413,599, granted in 1946 for a “Portable Flu- 
orescent Lamp,” did cover such a portable battery-operated lamp. It had a 
U-shaped body member to carry the batteries and electric circuits for the 
fluorescent tube which was mounted in front of a concave reflector with a glass 
plate to overlie the tube and protect it. Thus the fundamental ideas of the pres- 
ent patent were involved, but the assemblage was more cumbersome and the 
product more bulky and expensive to construct. The earlier Biller patent No. 
2,342,570, granted in 1944, which was designed for connection with an electrical 
lighting circuit, did, however, contain a reflector assemblage much like that of the 
Sobel patent. Under the Biller patent there was the U-shaped body member, 
with the open edges bent to form flat flanges upon which rest the edges of a 
curved light-diffusing glass cover and the bent-up edges of a reflector which bore 
against the inner face of the cover. Finally, there is the Maurette patent No. 
2,391,325, issued in 1945, which, although attached by wires to an electrical circuit, 
was intended to be movable within the limits thus permissible. That, too, con- 
tained the same elements of the convex reflector, having upstanding flanges or 
side walls pressing against an arched grill covering the front, so that the 
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“slightly sprung condition of the grill body” caused the edges “to press out- 
wardly against the reflector side walls.” Defendants’ conclusion seems amply jus- 
tified, viz.: “All that Sobel did was to cheapen the Beck construction, principally 
by appropriating the top and bottom flanged covers of Maurette or Biller and 
substituting their curved guard for Beck’s flat one.” This is not invention. 


In view of this conclusion it will not be profitable to discuss the other issue 
found against the defendants below, namely, that of infringement. There are ob- 
vious similarities and some differences between the plaintiff’s “Totelite” and the 
defendants’ “Lamplighter.” Defendants properly point to plaintiff's dilemma in 
seeking a narrow construction of prior patents to avoid anticipation and a broad 
construction of its own patent to reach the accused lamp. Defendants are justi- 
fied in saying, “If the claims in suit are to be held not anticipated they must be 
given a construction under which defendants do not infringe.” 

In its complaint plaintiff stated certain additional claims against the defend- 
ants: one for violation of United States Letters Patent No. Des. 147,440, for a 
“Portable Fluorescent Electric Lantern,” issued on September 9, 1947, to wit, as 
assignee of Harry Harris, the inventor; and another for unfair competition after 
the date of this design patent in selling a portable fluorescent lamp under the name 
“Lamplighter,” which copied the plaintiff’s light in both appearance and construc- 
tion. The district judge seems to have made no decision upon the design patent, 
and plaintiff has not appealed. Consequently no issue is before us as to that patent. 
As to the claim of unfair competition, the district judge said that in view of his 
decision in support of the patent he had no occasion to pass upon the claim and 
therefore ordered it dismissed “without prejudice.” Defendants concede juris- 
diction, which seems clear under the present statute, 28 U. S. C. A. § 1338(b) ; 
Cutting Room Appliances Corp. v. Empire Cutting Machine Co., 2 Cir., Jan. 22, 
1951. They do, however, assert error in that the dismissal was “without preju- 
dice.” In this we think they are correct. There was no claim of palming off or 
deceit in the selling of the defendant’s product or any misappropriation of the 
plaintiff’s name or good will. Consequently it was immaterial whether the de- 
fendants’ lamp was actually an imitation of the plaintiff’s; absent a valid patent 
defendants were entitled to make use of the not novel ideas in the plaintiff’s lamp 
so long as there was neither palming off nor proof that plaintiff’s lamp had ac- 
quired a secondary meaning and that buyers would be likely to ascribe defendants’ 
lamp to the same source as plaintiff’s. Lewis v. Vendome Bags, 2 Cir., 108 F. 2d 
16 [30 T. M. R. 217] certiorari denied 309 U. S. 660; Lucien Lelong, Inc. v. 
Lander Co., 2 Cir., 164 F. 2d 395 [38 T. M. R. 57]; General Time Instruments 
Corp. v. U. S. Time Corp., 2 Cir., 165 F. 2d 853, 854 [38 T. M. R. 172], certiorari 
denied 334 U. S. 846. The defendants are entitled to judgment on the merits. 


Reversed for judgment for defendants on the merits. 


SS 
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STEIN ET AL. v. EXPERT LAMP COMPANY 
No. 50 C 1479—U. S. D.C. N. D. Ill_—January 23, 1951 


CopyrIGHTS—Scope OF PROTECTION—GENERAL 
Owner is protected only in his method of expressing idea contained in his copyrighted 
work and not in use of idea itself. 
There is no overlapping territory in design patent and copyright protection. 
Subsequent practical use of properly copyrighted subject matter would not remove 
it from scope of copyright protection. 
CopyRIGHTS—SuBJECT MATTER—GENERAL 
Statuettes, identified in certificates of copyright registration as sculptured figures of 
male and female Balinese dancers, held not copyrightable subject matter, where the 
models submitted to the Copyright Office were in the form of lamp bases, having 
threaded mounting stub for lamp socket attached to each statuette. 
A thing intended solely for practical use can not be copyrighted. 
Plaintiff’s submission to Copyright Office of statuettes with lamp mounting stubs 
attached held evidence of practical use to which they were intended to be put. 
CourTs—PLEADING AND PracticE—GENERAL 
In view of holding of invalidity of plaintiff's claimed copyright, plaintiff’s motion 
for preliminary injunction is denied; and defendant's motion to dismiss cause of action 
for copyright infringement is granted; but defendant is required to answer cause of 
action based on alleged unfair competition. 


Copyright infringement and unfair competition suit by Benjamin Stein, Rena 
Stein and Henry Kutner, doing business as Reglor of California, against Expert 


Lamp Company. Plaintiff's motion for preliminary injunction denied; and 
defendant’s motion to dismiss complaint granted in part and denied in part. 

Bair, Freeman & Molinare, of Chicago, Ill., for plaintiffs. 

Max Richard Kraus, of Chicago, IIl., for defendant. 

La Buy, D.]J.: 

The complaint herein is brought to recover damages for copyright infringe- 
ment and unfair trade practices by defendant. It alleges jurisdiction based on 
diversity of citizenship and jurisdictional amount pursuant to Sections 1331 and 
1332 and as an action arising under the copyright laws of the United States 
pursuant to Section 1338. 

The plaintiff has filed a petition for preliminary injunction and the defendant 
has filed a motion to dismiss the complaint and for summary judgment. The 
question raised for determination is whether the work involved is copyrightable 
subject matter. Before proceeding to consideration of this question, the court 
makes the observation that the defendant’s product alleged to be infringing 
that of the plaintiff is identical in every respect with that of the plaintiff and 
both the plaintiff and defendant are selling them for the same purpose, that 
is, as bases for table lamps. 

The products are statuettes identified in the copyright certificate of regis- 
tration as “Sculptured Figure of Male Balinese Dancer” and “Sculptured Figure 
of Female Balinese Dancer.” The motion for preliminary injunction alleges 
“the plaintiffs are engaged in the manufacture and sale of works of art in the 
form of statuettes.” Copyright registration was made pursuant to Section 5(g), 
17 U. S.C. A. as being in the class of 
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“(g) works of art; models or designs for works of art.” 


In plaintiff’s reply brief it is asserted two models of the statuettes, one female 
and one male, were submitted to the copyright office and these models were in 
the “form of lamp bases having the threaded mounting stub to receive a lamp 
socket.” 

The rules prescribed by the Register of Copyrights define Class (g) as 
follows: 

“Rule 201.4(7) Works of art and models or designs for works of art. The 
term ‘work of art’ includes works of artistic craftsmanship, insofar as their form but 
not their mechanical or utilitarian aspects are concerned, such as artistic jewelry, 
enamels, glassware, and tapestries; as well as all works belonging to the so-called 
fine arts, such as paintings, drawings and sculpture. 

It is defendant’s contention that the form being used as a lamp base removes 
the work from the class “works of art” and places it within the scope of design 
patents “for an article of manufacture.” In other words, the use for which plain- 
tiff intended the work is not within the monopoly rights granted by the copyright 
laws. As was said by Judge Major in Taylor Instrument Co. v. Fawley-Brost Co. 
(C. C. A. 7, 1943), 139 F. 2d 98: 


“While it may be difficult to determine in which field protection must be sought, 

it is plain, so we think, that it must be in one or the other; it cannot be found in 

both. In other words there is no overlapping territory, even though the line of sepa- 

ration may in some instances be difficult of exact ascertainment.” 

It is fundamental that when a work of art has been copyrighted, the owner is 
protected only in his method of expression of the idea contained in his copyrighted 
work and not protected in the use of the idea itself. In other words, having value 
independent of its use—the utilitarian object for which a work of art may be used 
in no way affects its copyrightability if it itself would be copyrightable. A thing 
which is intended solely to be put to practical use cannot be copyrighted. See 
Baker v. Seldon, 101 VU. S. 99. 

It would seem that plaintiff’s submission of the statuettes with the lamp 
mounting stubs to the copyright office was evidence of the practical use to 
which they were intended to be put. Had it been merely the statuette, use 
of the statuette thereafter in any practical manner would not remove it from the 
scope of copyright protection. Having submitted the statuette as a lamp base, 
thereby limiting the use of the statuette, plaintiff cannot monopolize such use 
under the copyright statute. It is the court’s opinion the phrase “mechanical 
and utilitarian aspects” means that the plaintiff could have no monopoly on the 
mechanics of making the statuette and further could claim no monopoly on the 
use to which it could be put. The court is therefore of the opinion that the 
object under consideration is not copyrightable subject matter. 

The plaintiff's motion for preliminary injunction is denied; defendant’s 
motion to dismiss Count I of the complaint is sustained; defendant’s motion 
to dismiss Count II of the complaint is overruled; and defendant is given twenty 
(20) days in which to answer plaintiff’s complaint based on unfair trade practices 
and unfair competition. 


An order in accord therewith has this day been entered. 
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MARCUS WINDOW DISPLAY SERVICE, INC. v. NEW ENGLAND 
DECORATOR’S SUPPLY CO. 


No. 50-755—U. S. D. C. D. Mass.—January 9, 1951 


UnFAIR CoMPETITION—BASIS OF RELIEF—GENERAL 


Courts—PLEADING AND PractricE—Motions To Dismiss 
Counterclaim, alleging merely that plaintiff “has copied designs original with the 
defendant,” dismissed for failure to state a cause of action, where designs copied were 
not covered by design patents nor copyrighted. 
On facts of record, held there is nothing unlawful in copying designs not covered 
by design patents or copyrights. 


UnFairR COMPETITION—DEFENSES—GENERAL 


CourTS—PLEADING AND PracticE—Motions To StrIKE 
Motion to strike defense of “unclean hands” granted in view of holding that plain- 
tiff had done nothing wrong in copying defendant’s unpatented and uncopyrighted designs. 


Unfair competition suit by Marcus Window Display Service, Inc., against 
New England Decorators’ Supply Co. 

Plaintiff’s motions to dismiss counter-claim and strike paragraph of answer 
granted. 


Harold E. Cole, of Boston, Mass., for plaintiff. 


Robert W. Meserve and Nutter, McClennen & Fish, of Boston, Mass., for de- 
fendant. 
Ford, D. J.: 

Passing the question whether the counterclaim on page 8 of defendant’s 
answer is a compulsory counterclaim or a permissive one requiring independent 
grounds of jurisdiction that are not present in the present case, yet the contention 
of plaintiff is correct that it does not state a claim upon which relief can be granted. 
The claim alleges merely that plaintiff “has copied designs original with the 
defendant.” The designs copied are not covered by design patents nor copyrighted 
and there is nothing unlawful in copying the designs. See cases collected in Unique 
Art Manufacturing Co., Inc. v. T. Cohn, Inc., 178 F. 2d 403 [39 T. M. R. 227]. 


The counterclaim is dismissed. 


In the light of this conclusion, the motion of plaintiff with respect to 
striking the allegation in paragraph 24 of the defendant’s answer must be 
allowed. If plaintiff has done nothing wrong in copying defendant’s designs, 
it necessarily follows the defense of unclean hands falls and the paragraph of 
defendant’s answer setting forth this defense is struck from the answer. 
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NASH-KELVINATOR CORPORATION ET AL. v. FINK 
No. 11124—U. S. D. C. S. D. Cal.—December 22, 1950 


Courts—PLEADING AND Practice—Mortions To Dismiss 

Motion to dismiss based on lack of jurisdictional amount, casts burden on plaintiffs 
to come forward with proof of facts as to jurisdiction. 

Upon motion to dismiss for lack of jurisdiction over subject matter, court need not 
treat motion as one for summary judgment but may receive and weigh affidavits as 
evidence. 

Courts—J URISDICTION—Proor oF REQUISITE AMOUNT 

On facts of record, plaintiffs’ affdavits, filed in opposition to motion to dismiss, held 
to establish that value of exclusive right to use “Kelvinator” and “Leonard,” in Los 
Angeles area, which is the “matter in controversy,” in the claim for relief, far exceeds 
the sum or value of $3,000, exclusive of interest and costs, though plaintiffs failed to 
show actual or threatened damage of $3,000 or more from defendant’s acts. 


Unfair competition suit by Nash-Kelvinator Corporation and Nash-Kelvi- 
nator Sales Corporation against Charles L. Fink. Defendant’s motion to dismiss 
complaint denied. 

Wm. Edward Hann and Allan D. Mockabee, of Los Angeles, Cal., for plaintiffs. 
William C. Ring, of Los Angeles, Cal., for defendant. 
MatTues, D.J.: 

This cause having come before the court for hearing on defendant’s motion, 
filed July 7, 1950, to dismiss the action for lack of jurisdiction over the subject 
matter (Fed. R. Civ. P. 12(b)(1)); and the motion having been argued and 
submitted for decision; and it appearing to the court: 


(a) that the motion in effect traverses the allegations of plaintiffs’ complaint as 
to the requisite jurisdictional amount (Fed. R. Civ. P. 8(a) (1)) and thus casts the 
burden upon plaintiffs to come forward with proof of the facts upon which the juris- 
diction of this court depends (KVOS v. Associated Press, 299 U. S. 269, 278 (1936) ) ; 


(b) that upon a motion to dismiss for lack of jurisdiction over the subject 
matter, the court may receive and weigh affidavits as evidence (Fed. R. Civ. P. 43(a); 
Cal. Code Civ. P. §2009) and need not treat the motion “as one for summary judg- 
ment” (Fed. R. Civ. P. 12(b)); 


(c) that it appears from the complaint (The Fair v. Kohler Die Co., 228 U. S. 
22, 25 (1913)) that causes of action for injunctive relief and damages are asserted 
by plaintiffs based upon claimed acts of unfair competition consisting inter alia of 
alleged unlicensed use by defendant of plaintiffs’ trade names “Kelvinator” and 
“Leonard” within the Los Angeles area; 

(d) that plaintiffs have failed in response to this motion to show actual or 
threatened damage of $3,000 or more proximately resulting from defendant’s alleged 
acts of unfair competition (KVOS v. Associated Press, supra, 299 U. S. 269, 279 
(1936) ; cf. McNutt v. General Motors, 298 U. S. 178 (1936); Gibbs v. Buck, 307 
U. S. 66, 75 (1939)); 

(e) that the affidavits on file in opposition to this motion do however establish 
that the value of the exclusive right to use the trade names “Kelvinator” and “Leon- 
ard” in the Los Angeles area (see Stock Restaurant, Inc. v. Sahati, 166 F. 2d 348 [38 
T. M. R. 215] (9th Cir. 1948) ), which is the “matter in controversy” involved in plain- 
tiff’s claim for injunctive relief (Beneficial Loan Corporation v. Kline, 132 F. 2d 520, 
525 [33 T. M. R. 135] (8th Cir. 1942); Scalise v. National Service, Inc., 120 F. 2d 
938, 940 (Sth Cir. 1941) ; Indian Territory Oil & Gas Co. v. Indian Territory Illuminat- 
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ing Oil Co., 95 F. 2d 711, 713 [28 T. M. R. 295] (10th Cir. 1938), cert. denied, 305 
U. S. 607 (1938)) does far exceed “the sum or value of $3,000, exclusive of interest 
and costs” (28 U. S. C. §1332). 


It is now ordered that defendant’s motion to dismiss for lack of jurisdic- 
tion be and is hereby denied. 

It is further ordered that the Clerk this day serve this order by United 
States mail on the attorneys for the parties appearing in this action. 


LERNER v. SPORTSMASTER CO., INC. 
N.Y. S. Ct. N. Y. County—February 26, 1951 


TRADE-MARKS AND TRADE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Sportsmaster” held confusingly similar to “Sportmaster,” used on similar goods. 


UnFair CoMPETITION—ScoPE OF RELIEF—GENERAL 

Plaintiff held entitled to injunction restraining defendant’s use of confusingly sim- 
ilar name. 

Accounting denied where defendant’s conduct held unfair competition but not 
malicious nor intentionally deceptive and plaintiff failed to show loss of sales or 
damage in any quantitative sense. 

Costs not granted to either party. 


Unfair competition suit by Lerner against Sportsmaster Co., Inc. Judgment 


for plaintiff granting injunction. 


BREITEL, J.: 

The court is satisfied that defendant’s use of the name ‘“‘Sportsmaster” in the 
manufacture or distribution of men’s sport apparel is unfairly competitive with 
plaintiff’s prior use of the name “Sportmaster,” without the intermediate “s,”’ upon 
sport shirts manufactured and distributed by plaintiff. Plaintiff is, accordingly, 
entitled to injunctive relief. On the other hand, plaintiff has not shown that he 
“has been damaged in any quantitative sense” (Biltmore Publishing Co. v. Gray- 
son Publishing Co., 272 App. Div. 504, 507) ; or particularly that “the sales made 
by defendant would otherwise have gone to plaintiff or that plaintiff’s sales have 
been lessened by defendant’s sales” (Biltmore Publishing Co. v. Grayson Publish- 
ing Co., supra). Consequently, an accounting is not justified. From a consid- 
eration of all the evidence, the court is of the opinion that defendant’s conduct 
was neither intentionally deceptive nor malicious. Defendant’s motions to dis- 
miss and for judgment are denied. Plaintiff’s motion for judgment is granted in 
accordance with the views above expressed, but without costs of the action to 
either party. Settle judgment. 
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FEDERMAN v. CAMP NAVAJO, INC. ET AL. 
N. Y. S. Ct. N. Y. County—February 16, 1951 


TrapE NAMES—SECONDARY MEANING—GENERAL 
On facts of record, use of Indian names for children’s camps held general and exten- 
sive with many instances of duplications; and plaintiff held to have failed to prove that 
“Camp Navajo” had acquired secondary meaning identifying plaintiff. 


UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 
Equity will not restrain defendants’ use of “Camp Navajo,” for children’s camp in 
Dutchess County, N. Y., at suit of prior user of same name, in same business, at Hones- 
dale, Pa. where there is no proof of passing off, Indian names are generally used for 
such camps and plaintiff failed to establish secondary meaning. 


Unfair competition suit by Federman against Camp Navajo, Inc. et al. 
Judgment for defendants. 
STEUER, J.: 


Plaintiff operates a children’s camp and does business under the style of 
“Camp Navajo.” He is the successor to a corporation which operated the camp 
since 1917. This camp is located at Honesdale, Pennsylvania. Defendants in 
1948 acquired property in Dutchess County, New York, then known as “Navajo 
Guest Ranch” and have since operated it as a children’s camp under the name 
of “Camp Navajo.” Both camps are attended by children who for the most part 
come from the metropolitan areas. There is no proof that defendant is seeking 
to pass itself off as plaintiff or in any way connected with plaintiff’s camp. While 
plaintiff enjoys a good reputation among people in the business of running camps 
and has expended a respectable sum in advertising, there is nothing to indicate 
that in the minds of the public the name has acquired any secondary meaning. 
The use of Indian names for children’s camps is a very extensive and general 
one and the record shows many instances of duplications. In the circumstances 
equity will not restrain. Judgment for defendants. 


BROWN & BIGELOW v. REMEMBRANCE ADVERTISING PRODUCTS, 
INC. ET AL. 


N.Y. S. Ct. N. Y. County—February 12, 1951 


Unrair ComMPETITION—BAsIs OF RELIEF—GENERAL 

State courts have jurisdiction to enjoin unfair competition as distinguished from 
trade-mark infringement, even though act complained of consists of infringement of 
federally registered trade-mark. 

As a general rule, trade-mark registrations only confer procedural advantages and 
do not enlarge the registrant’s substantive rights. 

Words in common use, which by nature are descriptive and characterize the busi- 
ness or trade to which they pertain, rather than origin or proprietorship, are not subject 
to exclusive appropriation. 


TRADE-MARK—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The words “Remembrance” and “Remembrance Advertising” held, on facts of record, 
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merely descriptive of the character and purpose of business in which plaintiff, defend- 
ants and many other firms in New York and throughout the country are engaged. 
“Basic Advertising Ideas Through Remembrance Advertising” and “Remembrance 
Advertising, Basic Advertising Idea” held descriptive of plaintiff's business. 
TRADE-MARKS—SECONDARY MEANING—GENERAL 
Descriptive words in combination may acquire secondary meaning identifying source 
but such words do not attain such meaning unless they are used to indicate origin of 
the goods. 


Plaintiff held to have failed to establish contention that “Remembrance” and “Remem- 
brance Advertising” had acquired secondary meaning identifying plaintiff. 
UNFAIR COMPETITION—PLEADING AND PRACTICE—BuURDEN OF PROOF 
Plaintiff held to have failed to prove any attempt at “palming off” by defendants 
or that plaintiff has been damaged by use of words in defendant's corporate name. 
Plaintiff held to have failed to prove likelihood of deception of the public would 
result from defendants’ use of “Remembrance” and “Remembrance Advertising.” 
Plaintiff held to have failed to prove that individual defendant engaged in any 
unfair competitive practices or used plaintiff’s trade secrets to plaintiff's detriment. 


Unfair competition suit by Brown & Bigelow against Remembrance Adver- 
tising Products, Inc. and Usher. Judgment for defendants dismissing complaint 
upon the merits. 


WASSERVOGEL, Official Referee: 

This is an action for unfair competition wherein plaintiff seeks to enjoin 
and restrain defendants from using the words “Remembrance Advertising” and 
“Remembrance” as part of defendant’s corporate name, “Remembrance Adver- 
tising Products, Inc.” 

Plaintiff, a foreign corporation, with principal offices in St. Paul, Minne- 
sota, has used the words “Remembrance” and “Remembrance Advertising” as 
its trade-mark for more than twenty-five years. Plaintiff is engaged in the busi- 
ness of advertising the products of other concerns and individuals by the sale 
of calendars, blotters, pencils and similar goods bearing advertising matter 
thereon. These advertising products are distributed by customers of plaintiff as 
gifts to the general public. In this matter the customers’ products are brought 
to the attention of the public, and advertised and remembered by those whose 
trade the customers solicit. The corporate defendant, a domestic corporation, 
organized in 1948, is engaged in the same business. 

It is plaintiff's contention that the words “Remembrance” and “Remem- 
brance Advertising” are valid trade-marks for its products and that they have 
acquired secondary meaning identifying them to consumers. Plaintiff further 
contends that the circumstances under which the corporate defendant was organ- 
ized and the manner in which it does business shows a deliberate attempt by 
defendants to trade upon plaintiff’s good will and to mislead customers into the 
belief that defendants’ products come from or are sponsored by plaintiff. 

It is well established that the courts of this state have jurisdiction to enjoin 
unfair competition as distinguished from trade-mark infringement, even though 
the act complained of consists of the infringement of a registered mark. Before 
a New York court of equity will grant the relief sought herein, it must, how- 
ever, first be determined that such infringement results in unfair competition. 
In other circumstances, relief, usually, must be sought in the federal courts. 
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As a general rule, trade-mark registrations only confer procedural advantages 
and do not enlarge the registrant’s substantive rights (Kaufman & Ruderman v. 
Cohn & Rosenberger, 86 Fed. Sup. 867, aff’d 177 Fed., 2d, 849; Maternally Yours 
v. Your Maternity Shop, 89 Fed. Sup. 167; Academy Award Products v. Bulova 
Watch Co., 90 Fed. Sup. 12). Likewise, the first use of a specific name or descrip- 
tion does not give to the first user a power to prevent the employment of such name 
or description by others (Federal Tel. & Radio Corporation v. Federal Television 
Corp’n, 180 Fed. 2d, 250; Jordan Sulphur Springs, &c., v. Mud-Baden Sulphur 
Springs Co., 160 N. W. 252). Furthermore, it is an established rule of law that 
words in common use, which by nature are descriptive and characterize the busi- 
ness or trade to which it pertains, rather than its origin or proprietorship, are not 
subject to exclusive appropriation (Buffalo Typewriter Exchange, Inc. v. D. 
Charles McGarl, 240 N. Y. 113, 117; Cooke & Cobb Co. v. Miller, 53 App. Div. 
120, 121, aff'd 169 N. Y. 475; Car Advertising Co. v. N. Y. City Car Advertising 
Co., 57 Misc. 105, 107 N. Y. S. 547, 548, aff’d 123 App. Div. 926). 

An examination of the evidence adduced upon the trial on behalf of plain- 
tiff shows that the words ‘““Remembrance” and “Remembrance Advertising,” as 
affixed upon its samples, products and stationery, are purely descriptive and 
characterize the business in which it engages. In addition to such words, other 
words are employed by plaintiff which likewise are descriptive of its business. 
Plaintiff's letterhead contains the slogan “Basic Advertising Ideas Through 
Remembrance Advertising.” The cartons in which it ships its goods bear the 
statement “Remembrance Advertising, Basic Advertising Idea.” It is apparent, 
therefore, that plaintiff’s use of its trade-mark is merely for the purpose of indi- 
cating to its customers and prospective purchasers that its business is an adver- 
tising medium which will cause the ultimate consumer to “remember” the 
product sold by the customer. 

Plaintiff’s contention that the words in issue have acquired a secondary mean- 
ing cannot be sustained. Concededly, descriptive words in combination may 
acquire a secondary meaning which is associated with the product of a merchant. 
Descriptive or generic words, however, do not attain such secondary meaning 
unless they are used to indicate the origin of the goods (Kellogg v. Nat. Biscuit 
Co., 305 U. S. 111, 118; Nims, ““Trade-marks & Copyrights,” 4th ed., vol. 1, p. 
167). In the instant action the trade-mark, although used by plaintiff on its station- 
ery and certain of its advertising matter, does not appear upon any of the products 
sold by plaintiff to its customers which they in turn use as their advertising 
medium. The only identification of plaintiff which is on products received by 
the customers and general public is plaintiff's corporate name “Brown & Bige- 
low.” Thus, there is no association of the words “Remembrance” or ““Remem- 
brance Advertising” with the products distributed by plaintiff's customers. In 
fact plaintiff’s corporate name generally appears in much larger type than the 
trade-mark where both are used together. 

Upon the evidence before me, I hold that plaintiff's use of the words “Re- 
membrance” and “Remembrance Advertising” is merely descriptive of the char- 
acter and purpose of the business in which it, as well as the defendants and 
many other firms in New York and throughout the country are engaged. To 
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grant plaintiff the relief it seeks would, in effect, stifle competition and prevent 
defendants from lawfully and properly describing and advertising the nature of 
their business. Unlike the cases cited by plaintiff, this is not an action where a 
plaintiff has coined a generic or descriptive phrase connoting the origin of its 
business. The words in issue have not only been used by the parties to this 
action but, as shown by the evidence adduced by defendants, have been in long 
and constant use by persons engaged in similar enterprises and are recognized 
in the advertising field as descriptive of a definite and particular type and 
medium of advertisement. 

There is nothing in the record to warrant the conclusion that defendants 
have attempted to “palm off” their products as those of the plaintiff, or that 
plaintiff has been damaged by the use of such words in the corporate defendant’s 
name. Nor has plaintiff shown by a preponderance of the evidence that the use 
by the defendants of the words contained in plaintiff's trade-mark would result 
in deception of the public. Likewise, plaintiff has failed to prove that the indi- 
vidual defendant, a former employee, presently associated with the corporate 
defendant, has personally engaged in any unfair competitive practices or used 
plaintiff's trade secrets to plaintiff's detriment. 

For the reasons stated, the relief sought by plaintiff must be denied (Baff, 
et al. v. Dog & Cat Food Products, Inc., 259 App. Div. 923, aff’d 285 N. Y. 793; 
Neva-W et Corporation of America v. Never Wet Products Corp’n, 277 N. Y. 163; 
Best & Co. v. Miller, 67 Fed. Supp. 809, aff’d 167 Fed. 2d 374; Sterling Products 
Corp’n v. Sterling Products, Inc., 45 Fed. Sup. 960, 961; Car Advertising Co. v. 
N. Y. City Car Advertising Co., supra). 

Judgment is rendered for the defendants dismissing the complaint upon the 
merits. No costs are awarded to any of the parties. Submit decree in accordance 
with the foregoing within ten days on three days’ notice. 

The above constitutes the decision of the court as required by section 440 
of the Civil Practice Act. 


SUSSMAN VOLK CO., INC. v. 88 DELICATESSEN, INC. ET AL. 
N.Y. S. Ct. N. Y. County—September 25, 1950 


Courts—INJUNCTIONS—GENERAL 
While willful violation of property rights is never lightly viewed by courts, equity 
balances severity of injunction against possibility of compensation in damages. 
Injunction must issue if injury is serious and irreparable. 


Unrair CoMPETITION—BASIS OF RELIEF—GENERAL 
On facts of record, held that ordinarily injunction should be granted in case such 
as this but damages will be awarded because of peculiarity that within six months after 
expiration of lease to one defendant, its alter ego becomes owner of the fee. 
Defendants who, in deliberate violation of express provisions of sublease, made sub- 
stantial alterations to premises, which defendants purchased subject to lease to plaintiff, 
and which lease expires within six months of expiration of defendants’ sublease, held 
liable to plaintiff in damages measured by cost of restoration. 
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UNFAIR CoMPETITION—SCoPE OF RELIEF—PARTICULAR INSTANCES 

Plaintiff held entitled to judgment for damages, to be computed now, measured by 
cost of restoration of store because of unauthorized alterations, except for sidewalk 
elevator. 

Plaintiff held entitled to injunction against future sales of products bearing plain- 
tiff’s trade-mark at premises other than those subleased to defendants, but no damages 
awarded for past violations held infrequent and unsubstantial. 

Under terms of sublease from plaintiff, defendants held entitled to sell at wholesale 
from leased premises and to use plaintiff’s trade name “Sussman Volk” at such premises 
but not elsewhere, 


Unfair competition and breach of contract suit by Sussman Volk Co., Inc. 
against 88 Delicatessen, Inc., 88 Properties, Inc. et al. Judgment for plaintiff 
granting injunction and damages. 

CoRCORAN, J.: 

From 1887 until his death in 1909, Mr. Sussman Volk operated a strictly 
Jewish orthodox “highly Kosher” delicatessen store at No. 88 Delancey street, 
New York City. 

In 1915 the plaintiff, Sussman Volk Co., Inc. (hereinafter called “Volk’’), 
acquired the fee to the building at No. 88 Delancey street, New York City. Next 
to this building, on the east, at No. 90 Delancey street, there was a building which 
housed a portion of an old public school, which for many years had been aban- 
doned as a school by the City of New York. 

In 1934 the City of New York leased to Volk the No. 90 Delancey street 
premises for a ten-year term which was renewed for a further ten-year term to 
September 30, 1954. Volk remodeled No. 90 into a store and second floor, as a 
replica of No. 88, spending $23,000 for alterations and $17,000 for fixtures. The 
delicatessen business was continued under the name of Volk at No. 90 Delancey 
street. Sometimes the business was operated directly by Volk, sometimes it was 
operated by others under a contract with Volk. The name Volk was always used, 
however, and so was its trade-mark which consists of a circular string of frank- 
furters. Inside the circle appears the legend “Sussman Volk-88-Kosher-Est. 
1887-Delicatessen.” 

Apparently, the Volk products were of high quality and very favorably 
regarded for the strict rabbinical supervision under which they were produced 
and marketed. 

On July 9, 1945, Volk subleased the premises at No. 90 Delancey street to 
the defendant 88 Delicatessen, Inc., for a term ending on March 31, 1954, or six 
months short of Volk’s lease from the City of New York. 

The sublease contemplated the continuance by 88 Delicatessen, Inc., of the 
Volk business, and one of its clauses read as follows: 

“4th. That the Tenant, successors, heirs, executors or administrators shall not 
assign this agreement, or underlet or underlease the premises, or any part thereof, 
or make any alterations on the premises, without the Landlord’s consent in writing; 

or occupy, or permit or suffer the same to be occupied for any business or purpose 

deemed disreputable or extra-hazardous on account of fire, under the penalty of 

damages and forfeiture, and in the event of a breach thereof, the term herein shall 


immediately cease and determine at the option of the Landlord as if it were the ex- 
piration of the original term.” 
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Other clauses read in part as follows: 


“30th. This sub-lease is made on the express condition precedent, and Tenants 
agree that the demised premises shall be used exclusively and solely as an orthodox 
delicatessen store and for the sale of meats and other food products of the highest 
quality, said meats and food products to be prepared in a strictly kosher way, 
supervised by a rabbi selected by the Landlord. * * * 36th. Tenants are hereby 
given permission only at the demised premises and not elsewhere to use the trade 
name ‘Sussman Volk,’ provided said Tenants shall indemnify and hold Landlord 
free and harmless of and from any claim or demand of any kind or nature which 
may at any time hereafter be made by any party or parties, directly or indirectly, 
by reason of the use of said trade name only in said business. * * *.” 


On or about February 24, 1947 the City of New York sold at public sale, 
subject to Volk’s lease until September 30, 1954, the fee of premises No. 90 
Delancey street. At the public auction Volk bid $88,000 and the attorney for the 
defendants 88 Delicatessen, Inc., and 88 Properties, Inc., bid $89,000. The fee 
to No. 90 was conveyed by the city to 88 Properties, Inc., which thereafter 
received Volk’s rent. 

The president of both “88” corporations is Jacob Mensch. The secretary- 
treasurer of both “88” corporations is Isidor Laken. Concededly, also, the 
stockholders of both corporations are identical. The real estate corporation 
owns No. 90 Delancey street and no other property. The delicatessen corporation 
does business nowhere but at No. 90 Delancey street. It has never done business 
anywhere else. 

In 1948, Laken visited Volk and asked permission, on behalf of 88 Proper- 
ties, Inc., to make alterations. Permission was not granted. 

In March, 1949, Volk was visited by Mensch, the president of both “88” 
corporations. He brought with him a Mr. Levine who was the store manager of 
88 Delicatessen, Inc. They asked permission to alter No. 90 Delancey street. 
In the verified answer herein, Mensch swears that Volk “had no objection what- 
soever to the said work of repair and improvement” and that “relying on the 
said approval and consent of the plaintiff, the defendant 88 Properties, Inc., 
proceeded with the said improvement and repair work.” The court finds both 
of these statements in the verified answer to be false. The fact is that in the 
Volk-Mensch-Levine conference, Volk expressed the thought that the proposed 
alteration “was not a good idea.” Volk also said that the only way to bring in 
customers was to have “an old-fashioned store, with sawdust on the floor.” He 
also stated flatly, “I don’t approve of any alterations because this store has a 
certain character. It is an old-fashioned place.” 

Nevertheless, the two defendant “88” corporations proceeded to make radical 
alterations on the premises at No. 90 Delancey street. Concededly, they did not 
have the written consent of Volk, although paragraph four of the sub-lease 
expressly required written consent. The court finds that they did not have the 
oral consent either. 

On April 5, 1949, Volk’s attorney sent a registered letter to 88 Delicatessen, 
Inc., objecting, inter alia, to the making of radical changes of a substantial nature 
without Volk’s written consent, and threatening an injunction action. This letter 
was admittedly received, but it was completely ignored. This action for an 
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injunction was thereupon commenced by the plaintiff upon a complaint verified 
on April 26, 1949. There was obviously no laches on the plaintiff’s part. 

The two defendant “88” corporations proceeded with the alterations. Volk 
made a motion for a temporary injunction, but this was denied “in view of the 
issues of fact raised which cannot be resolved on the motion papers.” 

A plenary trial has since been had, and it is the trial court’s considered 
conclusion and finding that the two defendant “88” corporations are one and 
the same, and that they willfully, deliberately and recklessly violated Volk’s 
rights to have the premises at No. 90 free of alterations without Volk’s written 
consent. The breach was especially injurious to Volk because of Volk’s firm 
conviction as to the only type of store that Volk could successfully operate upon 
the premises during the last six months of the term of the lease from the city, 
or upon an event of default in the sub-lease at any time between 1949 and 1954. 
The only alteration which could not have injured the plaintiff’s business was the 
installation of the sidewalk elevator. As to the type of store that the plaintiff 
could operate most successfully, the plaintiff, by the contract, reserved to itself 
the right to be the judge of that. The court will not deprive the plaintiff of 
relief because the defendants adopted the artifice of acting through separate 
corporations. This is a case in which the corporate veil will be pierced. 

Willful violation of valuable property rights is never lightly viewed by a 
court of equity. Equity does, however, balance the severity of a mandatory injunc- 
tion against possible compensation in damages and resorts to the more drastic 
remedy only after mature deliberation. The injunction is always withheld as 
oppressive if “the injury is not serious or substantial” (Forstmann v. Joray Hold- 
ing Co., 244 N. Y., 22, 29-30). On the other hand, the Court of Appeals has 
indicated that an injunction must issue if the injury caused by the willful act is 
indeed serious and irreparable (Evangelical Lutheran Church v. Sahlem, 254 N. 
Y., 161; see also Perpall v. Gload, 161 Misc., 571, 190 N. Y. S., 417). 

The case at bar is one in which a mandatory injunction ordinarily should be 
granted. The violation of the plaintiff’s rights was willful and deliberate. The 
court, however, cannot overlook the fact that one of the offending defendants 
is now the owner of the fee, and that the plaintiff will have only a six-month 
term before this fee owner enters into possession. Balancing the equities, the 
court has determined that instead of mandating the defendants to restore the 
premises to their original state, it will direct payment of the cost of restoration 
to the plaintiff. 

The plaintiff offered no proof of damages at the trial. It took the position, 
and it has maintained it throughout the litigation, that it was entitled to physical 
restoration of the property. The court recognizes that using the cost of restora- 
tion as a measure of damages is rather novel, but it appears to be a just method 
of compensating this plaintiff for the willful violation of its rights by the defend- 
ants. The court has determined that the character of the violation ordinarily 
would warrant the issuance of a mandatory injunction. It is only because one 
of the defendants is the owner of the fee that they are being permitted to escape 
the drastic mandatory injunction by paying the cost of restoration. 

The plaintiff is entitled to have its damages computed now. It should not 
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be compelled to wait until the end of the term of the sub-lease. The defend- 
ants will not be permitted to present the court with a “fait accompli” and by this 
maneuver put themselves in the position to argue that the assessment of damages 
at this time is not possible. Paragraph 4 of the sub-lease, moreover, gives the 
plaintiff the right to terminate immediately because of the unauthorized altera- 
tions, although the plaintiff has not availed itself of this right. 

The cost of taking out the sidewalk elevator is not to be included in the 
damages. This mechanism certainly can cause no damage to the palintiff’s use 
of the premises. Even if a mandatory injunction was issued, this court would 
not compel the defendants to remove the elevator. The plaintiff, therefore, is 
not entitled to the cost of removal. 

The remaining issues are disposed of as follows: 


1. Under paragraph 30 of the sub-lease, sales of kosher meats and food products 
prepared under the supervision of a rabbi selected by Volk may be made by the de- 
fendants at wholesale or to jobbers from the premises at No. 90 Delancey street, 
New York City. 

2. Pursuant to paragraph thirty-sixth of the lease the defendants may use the 
trade name “Sussman Volk” only at No. 90 Delancey street, New York City, and not 
elsewhere. 

3. No damages may be recovered by Volk for the infrequent and unsubstantial 
sales of products bearing the label “Sussman Volk” which were made upon the 
premises of Ceimer (Zermer) Meats, Inc. Future sales, however, are to be enjoined. 

4. No damages may be recovered by Volk for sales by defendants of Kostreich 
Bros. canned meats made with rabbinical approval. 

5. The judgment to be entered herein should include a discontinuance against 
the defendants Augustine De Leo and Rubman Construction Company, Inc. 

6. Pursuant to the denial of leave to amend the complaint at the trial the issue 
of whether defendants have wrongfully prejudiced the name of Sussman Volk is not 
passed upon as not within the scope of the pleadings. 

7. The motions by the defendants to dismiss the complaint are denied. The 
motions by the defendants to strike testimony are denied except as to the testimony 
relating to the alleged infringement of trade-mark and unfair competition. That 
testimony has been stricken. 


Settle judgment on notice in accordance with this decision and include there- 
in provisions for assessment of damages before the court or a referee. 


COTY, INC. v. LANCOME S. A. 


Commissioner of Patents—February 9, 1951 


OpposITIONS—PLEADING AND PRACTICE—GENERAL 
On facts of record, confusion in trade clause of section 5, of 1905 Act, held not 
sole statutory ground asserted in notice of opposition to negative right to registration. 
TrapE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Chypre” held a geographical term when capitalized and generically 
descriptive of perfumes when used as a common noun. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
The term “Kypre” held confusingly similar to descriptive term “chypre,” used on 
similar goods, under 1905 Act. 
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OpposiTIONS—BASIs OF RELIEF—GENERAL 
The term “Kypre” held unregistrable, as confusingly similar to descriptive word 
“chypre,” used by opposer and which other perfume manufacturers might decide to use, 
as they have a right to do. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Coty, Inc. against Lancome S. A. Opposer appeals 
from dismissal of notice of opposition. Reversed. 

Lewis G. Bernstein, of New York, N. Y., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing an opposition filed under the Act of 1905 by Coty, Inc. oppos- 
ing registration by Lancome S. A. of the term “Kypre” for perfumes and cos- 
metics. Neither party took testimony; both parties filed briefs. 

The notice of opposition alleges (1) prior use by the opposer, Coty, Inc., of 
the word “Chypre” to designate perfumes and toilet waters, (2) that the word 
‘“‘Chypre” is descriptive and/or geographical and therefore one which it or others 
are entitled to use, the term “Kypre” being a mere corruption or misspelling of 
the word “Chypre” and (3) that the two terms are confusingly similar as applied 
to the goods of the respective parties resulting in likelihood of confusion in the 
minds of the public and damage to opposer. 

The examiner construed the allegations in the notice of opposition as relating 
to the confusion in trade clause of Section 5 of the Act of 1905 and as the sole 
statutory ground for negativing the right of registration by the applicant and dis- 
missed the opposition because opposer has failed to prove priority or that it uses 
the mark “Chypre” in a geographical sense, or that it would be damaged in any 
way by the registration of applicant’s mark. 

Opposer contends here that the allegations relate principally to the geograph- 
ical nature of the applicant’s mark (which is contended to be actually a misspelling 
of the geographical term “Chypre” which denotes the island of Cyprus) and the 
use by the opposer of the technically correct version of the geographical term 
“Chypre.” I am inclined to agree with opposer that the confusion in trade clause 
of Section 5 of the Act of 1905 is not the “sole” statutory ground asserted for 
negativing the right of registration. 

Considering the question of the descriptive or geographical aspects of the 
word “Chypre” opposer states in the brief: “There appears to be no serious con- 
tention that the term ‘Chypre’ is other than geographical. It is the French word 
for the island of Cyprus.” I cannot entirely agree with this statement for two 
reasons. The applicant in its answer denied this allegation of opposer in the 
notice of opposition and, in addition, the definition given in Webster’s New Inter- 
national Dictionary, at p. 484, for the word spelled with a small ‘“c” is “a non- 
alcoholic mixture of oils, resins, etc., used as a perfume.” Thus, the word is a 
geographical term when capitalized and descriptive of perfumes as a common 
noun. Therefore, the word “Chypre,” being generically descriptive of the goods 
of both parties, is one which the opposer in common with others is entitled to 
apply to perfumes. However, the term sought to be registered by applicant is 
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not “Chypre,” but “Kypre” and since the goods to which the marks are applied 
are admittedly of the same descriptive properties, there remains for consideration 
the question of confusing similarity between the word “Chypre” and the term 
“Kypre.” 

“Chypre” is pronounced Shépr, in Webster’s International Dictionary, while 
the term “Kypre” has no known pronunciation, so far as I have been able to 
determine, and no evidence has been submitted to show that it has. Nevertheless, 
it is quite possible that an average person purchasing articles of perfumery would 
not know the dictionary pronunciation of “Chypre,” a word of French origin, 
but would pronounce the letters “ypre” of both words in the same manner, and 
be quite likely to pronounce the “Ch” in “Chypre” like K as in “Kypre” since 
many words beginning with “ch” are pronounced as if they began with the letter 
“K,” as is well known. 

Nor is there such a pronounced difference in appearance between the terms 
that the average purchaser, not favored with a side by side comparison of the 
two, would be likely to remember the specific difference between them. 

It seems reasonable to suppose that in this country the two words might well 
be pronounced in the same way, thus leading to confusion as to the origin of the 
goods where a number of perfume manufacturers might decide to use the descrip- 
tive word “chypre” which they would have the undoubted right to do. As quoted 
with approval by the Court of Customs and Patent Appeals in American Products 
Co. v. F. A. Leonard, 19 C. C. P. A. 742, 53 F. 2d 894 [22 T. M. R. 64], “There is 
no such thing as a correct pronunciation for a trade-mark. It is pronounced in 
different ways by different people.” 

It is therefore my conclusion that the term “Kypre” is confusingly similar 
to the descriptive term “Chypre” when applied to the goods of the respective 
parties, and it is adjudged that the applicant is not entitled to the registration 
sought. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 


HASKELITE MANUFACTURING CORPORATION v. 
PLYMOLD CORPORATION 


Commissioner of Patents—February 9, 1951 


INTERFERENCES—PLEADING AND Practice—ISsuES 
Sole question on this appeal is one of priority of use of the marks, as between the 
parties. 
TRADE-MARKS—REGISTRABILITY—GENERAL 
“Name clause” as it appeared in 1965 Act, as a bar to registration, has been omitted 
from 1946 Act. 
TRaADE-MARKS AND TRADE NAMES—ACQUISITION OF RIGHTS—Proor or UsE 
Senior party, Plymold Corporation could have made no use of mark “Plymold” 
as a “trade name,” prior to its date of incorporation. 
On facts of record, held that junior party, Haskelite Manufacturing Corporation 


has established priority of use of its mark “Plymold.” 
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Prior registration of junior party, cancelled in prior cancellation proceeding, under 
name clause of 1905 Act, is not involved here; and Haskelite is at liberty to submit 
evidence to support its earliest date of use, in this proceeding. 


Appeal from Examiner of Interferences. 

Trade-mark interference proceeding between Haskelite Manufacturing Cor- 

poration and Plymold Corporation. Plymold Corporation appeals from award of 

priority to Haskelite Manufacturing Corporation. Affirmed. 

Fred Gerlach, of Chicago, Ill., for Haskelite Manufacturing Corporation. 

Emery, Booth, Townsend, Miller &£ Weidner, of Boston, Mass., for Plymold 
Corporation. 

KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences in an interference proceeding involving the above entitled applications 
in which the junior party, Haskelite Manufacturing Corporation, hereinafter 
referred to as Haskelite, was adjudged entitled to registration of its mark “Ply- 
mold” for which it made application, and that the senior party, Plymold Corpo- 
ration, is not entitled to the registration of the marks “Plymold” and “Plymold 
Corporation” for which it has made application. 

The Plymold Corporation filed two applications under the Act of 1905 for 
the marks “Plymold” and “Plymold Corporation” for structural elements, shapes 
and forms, such as tubing, shells and panels formed in whole or in part of bonded 
plies of wood veneer. The party Haskelite has filed its application for registra- 
tion of the mark “Plymold” under the Act of 1946 for similar goods. 

Both parties have filed briefs and rely upon the record presented in a prior 
cancelation proceeding, No. 4313, involving the same parties to this proceeding 
with additional testimony filed in behalf of Haskelite to establish continuous use 
of its mark since the date of the prior proceeding. In the cancelation proceeding 
it was held that under the “name clause” of the Act of 1905, the party Haskelite’s 
registration No. 401,760 for the mark ‘“‘Plymold” was improperly issued, since the 
date of its application was subsequent to the date of incorporation of the Plymold 
Corporation. The record in that proceeding consists of the printed transcript of 
record, Patent Appeal Docket No. 5324, in the United States Court of Customs 
and Patent Appeals, Haskelite Manufacturing Corporation v. Plymold Corpora- 
tion, 34C. C. P. A. 1172, 162 F. 2d 464, 74 U. S. P. Q. 181. 

The sole question presented on this appeal is one of priority of use of the 
marks as between the parties, since the “name clause’’ as it appeared in the Act 
of 1905 as a bar to registration has been omitted from the Act of 1946 under 
which the present application of Haskelite has been filed. The first use of the 
mark by Haskelite is alleged in its application as June 19, 1942, and first use in 
commerce as July 3, 1942. The word “Plymold” was selected by the party Has- 
kelite, as indicated in an interoffice communication dated July 19, 1942, for trade- 
mark registration (Exhibit 4). Stamps were ordered from Forbes Stamp Com- 
pany, whose sales engineer, Mr. Prooyen, identified a shop order bearing his own 
handwriting calling for four stamps to be made in accordance with an accom- 
panying sketch showing the term “Plymold.” This order is said to have been 
taken in on June 29, 1942, as indicated by a stamp on the back thereof. The wit- 
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ness Prooyen also identified a stamp (Exhibit 16) as a product of Forbes Stamp 
Company covered by that order. An invoice (Exhibit 13A) bearing a billing date 
July 7 ’42 was also identified by the witness as pertaining to the shop order, the 
billing date of July 7 being subsequent to the execution of the order. The invoice 
also bears a pencil notation “rec’d 7/13.” A receipt record (Exhibit 15) was 
produced by the witness McKamy, office manager for Haskelite, showing receipt 
of four stamps on July 3, 1943. He stated that the stamp of Exhibit 13 was one 
of those referred to in the Exhibit and which were received by him and delivered 
to chief inspector Weber who already had instructions to apply the stamp to all 
“Plymold” articles as soon as the stamp was received. There is testimony by the 
witness Tursky, shipping clerk for Haskelite, to the effect that the stamp was 
received by the shipping department on either the second or third of July of 1942, 
and that it went into use immediately because material was being held up awaiting 
receipt of the stamp. This witness also stated that material referred to in orders 
dated prior to July 10, 1942 (Exhibits 20, 21, 22, 25, 27, 28) were “Plymold” 
products and were stamped upon instructions from Mr. Curran. Mr. Meyercord, 
president of Haskelite, testified that he received a stamp identified by Exhibit 16 
by special delivery on July 7, 1942, of which Exhibit 16A is a print. The examiner 
concluded that the record satisfactorily established use of the mark by Haskelite 
since July 3, 1942, to which conclusion Plymold Corporation takes exception. 

The record also shows that prior to the existence of the Plymold Corpora- 
tion the incorporating members thereof operated the Lawrence Woodworking 
Company, which manufactured certain products made of solid wood. At a meet- 
ing on June 11, 1942, attended by Mr. Goldman, president of Lawrence Wood- 
working Company, and his associates, Mr. Goldman discussed the sales oppor- 
tunies of molded plywood products and suggested that a Plymold Division of 
Lawrence Woodworking Company be set up as a temporary arrangement until 
such time as a new corporation could be formed for the exploitation of molded 
plywood products, and to carry on experimentation since Lawrence Woodworking 
Company was known as a manufacturer of solid wood products, and it was felt 
that a new corporation would want to specialize in molded plywood. The name of 
the new corporation was to be ““Plymold Corporation” in order to cover the field 
of molded plywood products, the term “Plymold” being the result of a discussion 
as to the relation of the name both to the product and to the method of manu- 
facture. It was decided that the term “Plytube” was to apply to plywood tubing. 
Finally it was decided that for the present, work samples and further experi- 
mental work would be developed. Thereafter on July 6, 1942, articles of organi- 
zation were signed, and on July 10, 1942, Plymold Corporation became incor- 
porated. 

The record further shows that early in 1942, both before and after the new 
“Plymold Corporation” was formed, Mr. Goldman sought to interest various Gov- 
ernment agencies in plywood products and the earliest date of record of any sale 
appears to be August 1, 1942 (Exhibit AA) at which time 23 plytubes were 
shipped to The Naval Ordnance Laboratory. This exhibit indicates that the order 
for these tubes was dated August 1, the items were shipped on September 3 and 
were paid for on November 2 of the same year. This order is identified by Mr. 
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Goldman as the first written order for “Plymold.” A verbal order for a flotation 
cylinder, also referred to in the testimony of Mr. Goldman, is said to have been 
taken in the early part of July and delivered in person the following week, but 
no dates or other details are given in this connection. It thus appears that the 
earliest date that Plymold Corporation used its name in connection with its goods 
in commerce is that shown by Exhibit AA and referred to in the testimony of 
Mr. Goldman regarding the same. All activities prior to that time in behalf of 
Plywood Corporation were devoted to experimental and development work and 
to the promotional efforts of Mr. Goldman. 

In regard to the “trade name” use of “Plymold” by Plymold Corporation as 
a plymold division of Lawrence Woodworking Company, the latter company 
never actually made plywood tubing, referred to as “Plytube” and manufactured 
no molded plywood products of any kind. It produced only solid wood products. 
During 1942 no advertising of “Plymold” was done, except that promoted ver- 
bally by Mr. Goldman in discussing the product on personal visits to prospective 
customers. Prior to its incorporation on July 10, 1942, Plymold Corporation was 
incapable as a legal entity of suing or being sued in a court of law and, as the 
examiner properly stated, it had no corporate existence and had no corporate 
connection with Lawrence Woodworking Company of which it was supposed to 
be, in some vague way, a division. Under these circumstances Plymold Corpora- 
tion manifestly could have made no use of the mark “Plymold” as a “trade name,” 
as the term “trade name” is defined in section 45 of the Act of 1946, prior to its 
date of incorporation. 

I am therefore of the opinion that this record establishes use by Haskelite of 
its mark “Plymold” prior to the earliest date of use by Plymold Corporation of 
the same mark as a trade name, and that the decision of the Examiner of Trade- 
Mark Interferences should be sustained. Jllinois Match Company v. Broomall, 
153 O. G. 548, 34 App. D. C. 427, 1910 C. D. 346. 

Plymold Corporation calls attention to Haskelite’s allegation in its prior reg- 
istration No. 401,760 of first use of the mark “Plymold” applied to its goods as 
July 22, 1942, a date subsequent to both dates of use now alleged in its present 
application. The prior canceled registration referred to is not here involved and 
no further attention need be given thereto since Haskelite is at liberty in the pres- 
ent interference to submit such evidence as may be available to it to support its 


earliest date of use. 
The decision of the Examiner of Interferences is affirmed. 






































FINNAREN & HALEY, INC. v. JAMES B. SIPE AND COMPANY 


Commissioner of Patents—February 15, 1951 









TrRADE-Marks—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Luxury” held an arbitrary mark, under 1946 Act, and not descriptive as 


applied to mixed and paste paint. 
On facts of record, applicant’s prior use of word “Luxury” held a true trade-mark 


use to denote origin of applicant’s goods. 
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OpposITIONS—PLEADING AND PRACTICE—GENERAL 
Applicant having established prior trade-mark use of its mark, on similar goods, 
notice of opposition was properly dismissed. 
TRADE-MARKS—ACQUISITION OF RIGHTS—PLURAL MARKS 
Fact that mark “Luxury” has been used in juxtaposition to applicant’s name on its 
labels does not detract from the trade-mark significance of the word “Luxury.” 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Finnaren & Haley, Inc. against James B. Sipe and 
Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 

I. W. Digges, of New York, N. Y., for Opposer. 
Brown, Critchlow, Flick & Peckham, of Pittsburgh, Pa., for Applicant. 
KiinGe, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences dismissing the opposition filed by Finnaren & Haley, Inc., opposing regis- 
tration of the trade-mark of James B. Sipe and Company, Serial No. 530,122, 
filed July 31, 1947, for the word “Luxury” applied to “mixed and paste paint. 

The opposition was brought under the Trade-Mark Act of 1946. Both par- 
ties have filed testimony and briefs, and were represented at the hearing. 

The principal issue here presented is stated by opposer to be whether the 
use of the word “Luxury” by the applicant, who is the prior user, is a true 
trade-mark use, rather than an ordinary usage of an everyday word connoting a 
high degree of quality. As more simply stated by the Examiner of Interferences, 
the issue is whether or not the word “Luxury” is descriptive as applied to 
goods of the character here involved. 


The opposer contends that the word “Luxury” as it is used most commonly 
in our language today describes an article which is not understood to be a 
necessity of life, but which because of its high quality, pleasing aspect or some 
similar attribute makes the article particularly desirable. The term is said to 
aptly and appropriately describe an article which falls within the sphere of 
finer grade, superlative quality or richer beauty extending beyond the field of 
what is a “necessity” in the line of paints. Mr. Haley, an officer of the opposer, 


” 


testified that his firm has used the word “Luxury” since 1931, at which time it 
was adopted because opposer wanted the one word in the English language that 
would best describe the qualities which its product possesses, and that word 
was “Luxury.” 


The examiner was of the opinion that the word “Luxury” as defined in 
Webster’s New International Dictionary, Second Edition, does not describe the 
properties of paints or enamels. Nothing is found in the dictionary definition 
of that word referring to quality whether it be high or low. The word as defined 
in the dictionary refers to anything which pleases the senses and is also costly or 
difficult to obtain; an expensive rarity in the sense that jewels, silks and rare 
fruits are luxuries; any convenience regarded as an indulgence rather than a 
necessity. Paints and enamels are not, so far as I am aware, considered a costly 
rarity or convenience ordinarily regarded as an indulgence rather than a neces- 
sity. I do not think it can be said with the slightest degree of truth or conviction 
that a good house paint, or enamel, has yet become a luxury simply because of 
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its high quality. I am therefore of the opinion that the word “Luxury,” while 
possibly suggestive of high quality or excellence actually describes no particular 
thing and is an arbitrary mark when applied to applicant’s goods. 

Since the applicant is the prior user of the mark, which is a word long used 
to denote origin of the applicant’s goods, it is my view that the opposition was 
properly dismissed. The fact that the mark has been used in juxtaposition to 
applicant’s name on its labels does not detract from the trade-mark significance 
of the word under consideration. Celanese Corporation of America v. E. I. du 
Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 T. M. R. 130, 
133]. 

The applicant contends that the opposer is guilty of “unclean hands” for the 
reason that the notation “Registered in the United States Patent Office” has been 
used beneath the mark “Luxury” on opposer’s labels, when, in fact, said mark 
has never been registered by the opposer. The Examiner of Interferences consid- 
ered the testimony sufficient to negative any intent on opposer’s part to mislead 
or deceive the public and, therefore, that the doctrine of “unclean hands” was in- 
applicable to the present proceeding. In view of the opinion expressed above with 
regard to the nature of the mark, I consider it unnecessary to discuss further 
the matter of improper marking of the goods by the opposer. 

The decision of the Examiner of Interferences is affirmed. 



















DAROL CO. v. MODERN VENETIAN BLINDS, INC. 







Commissioner of Patents—February 16, 1951 





TRADE-MARKS—ASSIGNMENTS—GENERAL 
Transfer of a business carries with it the right to the use of a trade-mark employed 


in connection therewith. 
TRADE-MARKS—ASSIGNMENTS—BURDEN OF PROOF 


CANCELLATIONS—PLEADING AND PRACTICE—PROOF OF ASSIGNMENT 
Uncontradicted testimony of opposer’s president that opposer purchased all assets of 
prior concern including equipment and trade name is adequate to establish transfer of 
predecessor’s business to opposer. 
CANCELLATIONS—BASIs OF RELIEF—GENERAL 
On facts of record, held that petitioner has established priority on basis of its own 
use and therefore consideration of sufficiency of evidence supporting assignment is un- 
necessary. 
Examiner’s decision sustaining petition for cancellation held correct, where the marks 
and the goods were identical and petitioner proved priority. 
















Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Darol Co. against Modern Venetian 
Blinds, Inc. Registrant appeals from cancellation of registration. Affirmed. 
Dybvig & Dybvig, of Dayton, Ohio, for Petitioner. 

M. D. Nissenbaum, of New York, N. Y., for Respondent. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 

ferences in a canceilation proceeding in which Darol Co. seeks to cancel registra- 
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tion No. 504,371 for the word “Sunvent,” issued to Modern Venetian Blinds, Inc., 
on November 30, 1948, on an application claiming use of the mark on venetian 
blinds since August 25, 1947. 

Testimony has been submitted on behalf of the petitioner alone. Both par- 
ties filed briefs. 

The petitioner, Darol Co., does not rely on a registered trade-mark, but 
claims prior, continuous use of the mark “Sunvent” as a common law trade-mark 
on venetian blinds in commerce through its predecessor Warren Manufacturing 
Co., whose stock, machinery, customer’s orders and trade-mark it acquired in 
May, 1939. 

The president of Darol Co., K. E. Manter, testified that The Dayton Rolling 
Screen Co., which later became the Darol Co., purchased the entire venetian blind 
business of the Warren Manufacturing Co., for which it paid with stock on May 
19, 1939. This stock was repurchased two years later. Mr. Manter testified 
further in regard to that purchase that an employee of the Warren Manufactur- 
ing Co., Clarence Pearson, went with the Darol Co. at about the time it took over 
the venetian blind business from Warren Manufacturing Co. to set up the machin- 
ery which it bought from its predecessor in business. Mr. Pearson’s name appears 
on the Darol Co.’s payroll book, here in evidence, from May 18, to July 16, 1939. 
Nothing was submitted in writing with regard to the purchase by Darol Co. of 
the venetian blind business of the Warren Manufacturing Co. and the witness 
Manter was unable to state whether there was anything in writing from the 
Warren Manufacturing Co. with regard to any assignment of the mark “Sun- 
vent” to the Darol Co. Another witness, Charles B. McFarland, vice president 
and secretary of Darol Co. stated that file records received from the Warren 
Manufacturing Co. by Darol Co. were destroyed with the exception of the stock 
certificate, Exhibit 1, showing the date of transfer of stock. It seems well settled 
that the transfer of a business carries with it the right to the use of a trade-mark 
employed in connection therewith, MacWilliam v. President Suspender Co., 46 
App. D. C. 45, 1917 C. D. 179; Jackson Corset Co. v. Cohen, 38 App. D. C. 482, 
1912 C. D. 534; and it has also been held that uncontradicted testimony of an 
opposer’s president that opposer purchased all the assets of a prior concern includ- 
ing the equipment and trade name is adequate to establish transfer of the prede- 
cessor’s business to opposer, Snapout Forms Company v. Allen-Rand Co., Incor- 
porated, 585 O. G. 651, 69 U. S. P. Q. 20. In the present case, however, the 
examiner was of the opinion that since petitioner was unable to submit any 
proof of assignment of the business and mark “Sunvent” by Warren Manufac- 
turing Co. to Darol Co., it was incumbent upon petitioner to establish its own 
use of the mark prior to the date relied upon by the respondent. Nevertheless, 
testimony and documentary evidence has been submitted on petitioner’s behalf 
to establish continuous use of the mark by it before the date of use alleged in 
the registration of respondent, August 25, 1947, and it therefore becomes unnec- 
essary to pass upon the sufficiency of the testimony submitted by petitioner to 
establish the date or nature of the assignment of the business of Warren Manu- 
facturing Co. to Darol Co. 

In addition to the testimony of petitioner’s witnesses there are of record 
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shipping orders for “Sunvent” venetian blinds from the Dayton Rolling Screen 
Co. to various customers in the years 1941, 1943, 1945, and 1947. Mr. McFar- 
land stated that decalcomanias bearing the mark “Sunvent” appeared on all the 
blinds called for in these orders as well as on all blinds made during the period 
of the war, during which time the business of the Dayton Rolling Screen Com- 
pany was confined to Dayton, Ohio, although occasional shipments were made 
outside of the State of Ohio after the war. It appears further in this witness’ 
testimony that the mark “Sunvent” appeared in Darol Co.’s phone ads in the 
years 1946 and 1947. One of the witnesses, Thomas H. Guinn, an employee of 
the Darol Co., stated that his employer “used” the trade name “Sunvent” since 
1938. During the year 1948, which is subsequent to the date alleged by respond- 
ent, it was testified that the Darol Co. did a total volume of business amounting 
to $130,000, of which $75,000 represented sales of venetian blinds in the city of 
Dayton and its suburbs. Two exhibits (No. 6 and No. 11), corresponding to 
two orders (Exhibits No. 5 and No. 10) dated January and July of 1941, in the 
form of venetian blinds bearing decalcomanias having the mark “Sunvent” 
printed thereon, along with the name of the manufacturer, Dayton Rolling 
Screen Co., Dayton, Ohio, were filed on behalf of the Darol Co. 

In view of this record, the Examiner of Interferences was persuaded by the 
uncontradicted evidence of the witnesses Manter, McFarland and Guinn, that the 
petitioner has been using the “Sunvent” mark in its own right since at least the 
year 1941. 

Respondent considers the use made by Darol Co. of its mark in the year 1941 
a mere casual use, aside from which petitioner has failed to show by compe- 
tent evidence that it had used the mark in a trade-mark sense, and has further 
failed to show that it was using the mark at the time it filed its petition for can- 
cellation on April 1, 1949. 

It is in my view that the testimony and evidence of record are sufficient to 
establish trade mark use of the word “Sunvent” from the time of its adoption 
by the petitioner in 1941. Inasmuch as the petitioner is the prior user and the 
marks, as fell as the goods, are identical, it is my conclusion that the decision of 
the Examiner of Interferences sustaining the petition for cancellation was correct. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 



































THE FLINTKOTE COMPANY ETC. v. MERRIAM AND COMPANY 


Commissioner of Patents—February 21, 1951 






TravE-Mark Act oF 1946—CoNncuRRENT REGISTRATION—SECTION 2(d) 
TRADE-MARKS—REGISTRABILITY—GENERAL 
Section 2(d) of 1946 lists various prerequisites to grant of concurrent registrations; 
and question here presented is determined by condition precedent that confusion or mis- 
take or deceit of purchasers must not be likely to result from continued use of marks, 
under appropriate conditions and limitations. 
Registration of same or similar marks should be avoided whenever possible and 
should be resorted to only in most unusual situations. 
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Use of mark on goods of one applicant for concurrent registration, subsequent to 
filing date of other applicant for registration cannot be considered because of provisions 
of section 2(d) of 1946 Act. 

Concurrent registration denied in view of confusing similarity of marks if used in 
adjacent territories. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Amicide” held confusingly similar to “Akticide,” used on similar goods, under 1946 
Act. 

Appeal from Examiner of Interferences. 

Concurrent use proceeding between The Flintkote Company (Thomas L. 
Watters, assignee, substituted) and Merriam and Company. (Watters) appeals 
from Examiner’s allocation of territory between parties. Reversed and appellant 
Watters refused registration; Merriam granted unrestricted registration. 
Robert H. Eckhoff, of San Francisco, Cal., and James M. Graves, of Washington, 

D. C., for Watters. 
Stone, Boyden & Mack, of Washington, D. C., for Merriam and Company. 
KLINGE, Examiner in Chief: 

This is an appeal by the Flintkote Company from the decision of the Ex- 
aminer of Interferences in a concurrent use proceeding in which both parties 
have filed proofs and briefs and were represented at the hearing. 

The original proceeding before the Examiner of Interferences involved an 
interference between the application of Merriam and Company, filed February 
25, 1946, for the mark “Akticide” as applied to germicides, and the application 
of Flintkote Company (assigned to Thomas L. Watters) filed May 4, 1946, for 
the mark “Amicide” for a disinfecting, sterilizing and sanitizing compound. Both 
parties filed under the Act of 1905. 

It appears from the record in the interference that Merriam and Company, 
hereinafter referred to as the party Merriam established first use of its mark 
on June 8, 1945 by reason of shipment of its goods bearing its mark between 
the District of Columbia and the states of New York and Maryland, respectively. 
The first date of use by the party Watters of its mark applied to its goods was 
in the state of California on July 19, 1945. The party Watters also established 
sale of its goods with its mark applied thereto in the state of Arizona beginning 
September 22, 1945, both dates being prior to the filing of the application by 
the party Merriam. Other sales by Watters of interest in this proceeding, but 
all subsequent to the filing date of Merriam, occurred in the States of Washing- 
ton, Utah, and Oregon on April 16, 1946, July 30, 1946, and June 30, 1947, 
respectively. It will thus be seen that the party Merriam has established use of 
its mark prior to the first use claimed by Watters, that the first dates of use in 
California and Arizona by Watters were prior to the filing date of the applica- 
tion of Merriam and that use by Watters of its mark:in Washington, Utah and 
Oregon are all subsequent to Merriam’s filing date. 

While the interference was pending the party Watters, by virtue of his 
having a date of use prior to the filing date of Merriam’s application, filed a 
motion to convert the interference into a concurrent use proceeding under the 
Act of 1946, and a proposed amendment to his application alleging that he was 
entitled to registration as a concurrent user under the proviso clause of section 
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2(d) of that Act for the territory specified in the amendment as comprising the 
states of Oregon, Washington, Arizona and California, which territory was en- 
larged by a subsequent amendment to include the state of Utah. As his state- 
ment of exceptions to his claim of exclusive use, the party Watters alleged use 
by the party Merriam of its mark in the territory comprising only the states of 
New York and Maryland and the District of Columbia which is the territory 
established by the party Merriam for the use of its mark. After hearing on 
the motion, the question of amendment of the involved applications with regard 
to territorial use was postponed until final hearing. 

In his decision from which this appeal is taken, the Examiner of Interfer- 
ences granted the motion of the party Watters to convert the interference into 
a concurrent use proceeding and properly held, and it is so conceded by both 
parties, that the party Watters continued to sell his goods for a considerable 
period prior to Merriam’s filing date in the states of California and Arizona, and 
that the party Watters accordingly acquired such rights in commerce as to clearly 
entitle him to concurrent registration of his mark for the area comprising those 
two states. Since, according to the record, the first sales made by Watters of his 
goods with the mark applied thereto, in the states of Washington, Utah and 
Oregon, were all subsequent to the filing date of the application of Merriam, the 
examiner was further of the opinion that, as to use in these three states, Watters 
can assert no right to concurrent registration and that the application of the 
party Watters for concurrent registration may be allowed upon presentation 
of further amendment therein to restrict the territorial area of use of his mark 
to include only the states of California and Arizona, which are the only two 
states in which the party Watters established that he has acquired concurrent 
rights in commerce prior to the date of filing of the application of the senior 
party Merriam. 

The Examiner of Interferences stated that the party Merriam, but for the 
concurrent application filed by Watters, would have been entitled to registration 
of its mark for unrestricted territory and, therefore, as an exception to the use 
by the party Merriam of its mark, such use be stated to cover the remaining 
territory exclusive of the states of California and Arizona, in which states the 
party Watters established use prior to the filing of Merriam’s application. 

The sole question presented here for decision involves the allocation of terri- 
tory as between the parties as concurrent users. The party Watters maintains 
that he should not be restricted as to the territorial area of use of his mark to 
include only the states of California and Arizona as held by the Examiner of 
Interferences, but should be permitted to include the states of Washington, Utah 
and Oregon as well, and that the party Merriam, as an exception to its use may 
not be granted the use of its mark to cover the remaining territory exclusive 
of the states of California and Arizona, but should be restricted to the states of 
Maryland and New York and the District of Columbia. 

In order to determine the propriety of the Examiner of Interferences’ deci- 
sion with regard to the restrictions placed upon the applications of the two 
parties to this proceeding, it will be necessary to consider particularly the first 
sentence of Section 2(d) of the Act of 1946 down to the semicolon (;). 
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As a condition precedent to the concurrent registration by the Commissioner 
of the same or similar marks to more than one registrant, the following require- 
ments must be satisfied, first: that such registrants “have become entitled to 
use such marks as a result of their concurrent lawful use thereof in commerce,” 
second: that such concurrent use was “prior to any of the filing dates of the 
applications involved,” and third: “the Commissioner or a court on appeal de- 
termines that confusion or mistake or deceit of purchasers is not likely to result 
from the continued use of said marks under conditions and limitations as to 
mode or place of use or the goods in connection with which such registration 
may be granted * * *,” 

The foregoing requirements being met, registration may be granted provided 
the conditions and limitations as to the mode or place of use “shall be prescribed 
in the grant of the concurrent registrations.” These conditions and limitations as 
to the mode or place of use are obviously those considered by the Commissioner 
or a court on appeal in determining the question of confusion or mistake or 
deceit of purchasers which is also the same use to which more than one registrant 
may have become entitled, which must be “prior to any of the filing dates of 
the applications involved.” Such is the use to be prescribed in the concurrent 
registration at the time of the grant thereof as I read and understand the language 
of Section 2(d) of the Act of 1946 down to the semicolon (;). Therefore, use 
of the mark on the goods by a concurrent registrant subsequent to any of the filing 
dates of the applications involved cannot be considered so far as that part of 
Section 2(d) discussed above is concerned. 


The final clause of this section of the Act is of no particular concern under 
the facts here presented and it need not be considered. 


In the present proceeding the only “place of use” by Watters prior to the 
filing date of the application of the party Merriam was in the states of California 
and Arizona, and it is these two states which shall be prescribed in the grant 
of the registration of the party Watters under the provisions of the Act. Con- 
current use by Watters of his mark subsequent to the filing date of Merriam’s 
application is a matter with which the Commissioner may not be concerned at 
the time of granting a concurrent registration to the party Watters, and which 
can avail the party Watters nothing in regard to the registration here sought. 


The brief of the party Watters calls attention to the cases of Hanover Star 
Milling Co. v. Metcalf, 240 U. S. 403, 1916 C. D. 265, and United Drug Co. v. 
Rectanus Co., 248 U. S. 90, 1918 C. D. 369, both of which involved matters of 
unfair competition in which the rights of the parties in relation to trade-mark 
use were decided. The present controversy concerns primarily the granting of 
concurrent registrations by the Commissioner of Patents under specific statutory 
conditions and limitations which shall be prescribed in the grant and which have 
been discussed above. 


Since the concurrent use by the party Watters at a time prior to the filing 
date of the application of Merriam was restricted to the states of California and 
Arizona, it is adjudged that Watters is not entitled to the registration sought, 
that is, to registration including the states of California, Arizona, Washington, 
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Oregon and Utah, and that the registration of Merriam when granted is not to 
be restricted to exclude the five states. 

The Examiner of Interferences after holding that Watters was not entitled 
to a registration for the five states, held that Watters was entitled to a registra- 
tion for the states of California and Arizona and Merriam’s registration would 
be restricted to exclude the states of California and Arizona, despite the fact 
that Watters had not asked for a registration restricted to California and Arizona 
only. Before a registration can be granted to Watters restricted to the two 
states and the registration of Merriam restricted to exclude those two states, 
it must be determined that confusion or mistake is not likely to result from the 
continued use of the marks by the respective parties in the two territories men- 
tioned. The question presented for this determination is whether the use of the 
respective marks in two adjacent territories having a common boundary would 
be unlikely to result in confusion or mistake of purchasers. 

I am unable to conclude that use of the marks in the adjacent territories 
would not result in confusion or mistake of purchasers, in this modern age of 
extensive communication and rapid and frequent travel of both goods and per- 
sons. Nor does this case present circumstances in any way similar to the unusual 
situations in the cited classical examples of simultaneous use of the same trade- 
mark in different areas such as were involved in Hanover Star Milling Co. v. 
Metcalf, supra, which involved use of the same mark in different territories for 
at least twenty-five years before the commencement of the suit, and United Drug 
Co. v. Rectanus Co., supra, where the same marks were used in widely separated 
localities for a period of between twenty-five and thirty years. It seems to me 
that registration of the same or substantially similar trade-marks should be 
avoided whenever it is possible to do so and should be resorted to only in the 
most unusual situations. To do otherwise would do no more than initiate deteriora- 
tion of trade-mark law conceptions. 

The decision of the Examiner of Interferences in holding that Watters is not 
entitled to a registration for the five states asked for in his application is affirmed, 
but the decision is reversed as to the holding that Watters is entitled to a 
registration for two states and that the registration of Merriam is to be restricted. 
The decision of the Examiner of Trade-Mark Interferences is reversed. 



































MONASSA v. PERFUMES HABANA, S. A. 
Commissioner of Patents—February 26, 1951 











TRADE-MARKS—ACQUISITION OF RIGHTS—GENERAL 

Mere selling agent for petitioner’s merchandise could acquire no independent pro- 
prietary right in petitioner’s trade-mark. 

Upon misappropriation of petitioner’s mark by former selling agent, purported 
assignee of such agent can stand in no better or different position than its “assignor,” 
irrespective of whether “assignee” had knowledge of petitioner’s use of the mark; in 
such circumstances, “assignee” may not obtain any advantage by wrongful conduct of 


its “assignor.” 
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CANCELLATIONS—BasiIs OF RELIEF—GENERAL 
Petition for cancellation sustained, where registration here is based upon Cuban 
registration effected by petitioner’s former selling agent who misappropriated petitioner’s 
trade-mark, following involuntary discontinuance of shipments during the war. 
Petitioner, legal owner of trade-mark, is injured by existence of registration thereof 
in name of “assignee” from former sales agent of petitioner who misappropriated mark. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceeding by Marguerite Rose Monassa against 
Perfumes Habana, S.A. Registrant appeals from cancellation of registration. 
Affirmed. 

Mock & Blum, of New York, N. Y., for Petitioner. 
Garvey & O’Comnell, of Washington, D. C., for Respondent. 
KLINGE, Examiner in Chief: 

The party Perfumes Habana, S.A. has appealed from the decision of the 
Examiner of Trade Mark Interferences in the cancelation proceeding, above 
identified, filed by the party Monassa seeking cancelation of registration No. 
420,830, registered May 7, 1946, on an application filed May 16, 1945 for the 
mark “Cherigan,” used upon perfumes and related toilet preparations. 

The appellee, Monassa, filed a petition for cancelation of appellant’s regis- 
tration above identified, and also opposed registration of two applications filed 
by the appellant, Habana. The Examiner of Interferences considered the three 
proceedings in one decision, sustaining the petition and both oppositions. No 
appeal was taken from the examiner’s decision in the opposition proceedings, 
the present appeal being concerned only with the decision of the examiner sus- 
taining the petition for cancelation. 

Registration No. 420,830 is based upon Cuban registration No. 62,829, issued 
to Isidoro Abravanel y Varon duly assigned to the party Habana. 

Both parties have filed briefs. The record submitted consists of testimony 
by Monassa in her own behalf and answers by Habana to interrogatories filed 
by Monassa. 

The party Monassa doing business in Paris, France, as ‘Parfums Cheri- 
gan” predicates her right of action in the present proceeding upon a claim of 
prior ownership of the mark “Cherigan” for perfumes and related toilet prep- 
arations identical, at. least in part, with the goods of the appellant-respondent 
Habana, with the allegation that respondent fraudulently obtained and therefore 
has never owned the trade mark “Cherigan,” wherefore registration No. 420,830 
was improperly granted in violation of petitioner’s rights and should be canceled. 

The testimony shows that the petitioner, Monassa, established her business 
in the year 1930 under the name “Etablissements Capa” which name was sub- 
stituted in 1932 by “Parfums Cherigan” which has been used since, the part 
“Cherigan” of that name being used on all its products, sometimes in conjunc- 
tion with other notations such as “Fleurs de Tabac,” “Vers la Chance,” “Jasmin” 
and others. 

The party Monassa also testified in regard to the sale of goods bearing the 
mark “Cherigan” to the Paris Agency of the John Wanamaker stores in the year 
1935 for reshipment to the United States. This testimony is attacked by the 
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respondent, Habana, as being hearsay, and the documentary exhibits filed in 
support of that testimony are assailed as secondary and incompetent evidence 
in the form of unproved documents. This testimony and the exhibits filed in 
support thereof are, in my opinion, of no importance to the question of the 
ownership of the mark under the circumstances of this case as discussed here- 
inafter. 

In the following year Monassa made its first shipment to Cuba on October 
21, 1936, to one Isidoro Abravanel y Varon of Havana, to whom shipments 
were made continuously from that time until 1940 when they were interrupted 
because of the war. Isidoro Abravanel y Varon was the Cuban agent for 
Monassa and is the same person to whom Cuban registration No. 62,829 was 
issued and upon which registration No. 420,830, here sought to be canceled is 
based. Monassa stated that shipments of her goods could not be resumed after 
the war because the registration obtained by Isidoro Abravanel y Varon in Cuba 
and later assigned to Habana prevented Monassa from shipping her goods 
into Cuba. 

In view of the relationship between Monassa and Isidoro Abravanel as 
principal and agent in the conduct of the principal’s business in Cuba, and the 
intervention of the war period beginning 1940, when no shipments of goods 
were possible, it is Monassa’s contention that Abravanel took advantage of the 
situation to fraudulently register Monassa’s mark “Cherigan” in Cuba in his 
own name. Thereafter it was impossible for Monassa to ship her goods into 
Cuba and it was likewise impossible to ship goods into the United States, where 
two shipments were refused entry because of the registration of the mark to 
another in this country, the inference being that Habana’s registration No. 
420,830, constituted a bar to such shipments. Photostatic copies of invoices 
and letters relating thereto regarding such shipments of goods to this country 
by Monassa in 1946 are of record to show that her goods were refused entry here. 

There is reason to believe that the petitioner, Monassa, had every intention 
of using her mark in foreign trade as indicated not only by continued sales in 
Cuba up to the time of the war, but more importantly her attempt to ship goods 
to this country after the close of the war when such goods were refused entry 
because of the registration by another of her mark in the United States. 

Though the purchase by Habana of the trade-mark of Mr. Isidora Abravanel 
y Varon in Cuba in 1944 may have been in good faith on Habana’s part without 
knowledge of Monassa’s use of the mark in commerce, the fact is that Monassa 
was unable to ship her goods into Cuba during the war, when Habana acquired 
the mark, or even subsequent thereto because of the registration of her mark by 
Mr. Isidoro Abravanel y Varon and the later purchase of the mark by Habana. 
Therefore it is not important that Habana was without knowledge of Monassa’s 
use of the mark: Devoe Company v. Wolff, 206 F. 420. As the examiner cor- 
rectly stated, Habana stands in no better or different position than did its 
assignor, the petitioner's former Cuban agent, when such agent misappropriated 
Monassa’s mark to his own use in 1941, which he obviously did following the 
involuntary discontinuance of shipment of goods to Cuba in 1940 by Monassa. 
Monassa’s Cuban agent, being nothing more or less than the mere selling agent 
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of petitioner’s merchandise could acquire no independent proprietary right in the 
trade mark; a case in point is that cited by the examiner, James Martin & Co., 
Ltd. v. V. Casazza & Bro., 462 O. G. 680, 27 U. S. P. Q. 424, involving some- 
what similar circumstances. Even though it has not been established, as 
Habanz argues, that the later sales in this country by Monassa were in fact 
barred by Habana’s registration No. 420,830, here involved, that registration 
did then and does now constitute a bar to the importation of Monassa’s goods 
into the United States, resulting in damage to petitioner. I am in agreement 
with the view of the examiner that Habana may not in this respect obtain any 
advantage by the wrongful conduct of its assignor, and that Monassa is being 
injured by Habana’s registration since Habana is not the owner of the mark 
“Cherigan,” but ownership thereof resides legally in the party Monassa. 

It is my conclusion that the petition for cancelation was properly sustained, 
and that registration No. 420,830, should be canceled. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 


CORY CORPORATION v. SCHWITZER-CUMMINS COMPANY 
Commissioner of Patents—February 28, 1951 


OpposiITIoON—BasIs OF RELIEF—GENERAL 
It is well settled that the right to oppose need not rest upon exclusive right to use 
the mark. 
Damage to opposer is presumed from the registration of a confusingly similar mark 
to another. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While common descriptive portions may properly be subordinated in considering 
confusing similarity of two marks, such portions may not be completely ignored. 


OpposiTions—IssuEsS—GENERAL 
In absence of counterclaim for cancellation, validity of opposer’s registration is not 
in issue in opposition proceeding. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Fresh-Air-Maker” held confusingly similar to “Fresh’nd-Aire,” used on closely 
related goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Cory Corporation against Schwitzer-Cummins 
Company. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 

Banning & Banning, of Chicago, Ill., for Opposer. 
Lockwood, Goldsmith & Galt, of Indianapolis, Ind., for Applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the applicant, Schwitzer-Cummins Company, from the 
decision of the Examiner of Trade Marks sustaining an opposition to the reg- 
istration of its mark. The application is for the registration of the mark “Fresh- 
Air-Maker” as a trade mark for “electrically driven ventilating and exhaust 
fans” under the provisions of Section 2(f) of the Trade Mark Act of 1946. 
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The opposition is based upon the prior use by the opposer and its predecessors 
of “Fresh’nd-Aire” as a trade-mark for air conditioning and circulating fans. 
The ownership of registration No. 338,102, issued August 25, 1936, under the 
Act of 1920 is also asserted. Opposer is also the owner of registration No. 
503,902, for the same trade-mark, issued November 16, 1948, under section 2(f) 
of the Trade-Mark of 1946, but this particular registration was not pleaded 
in the notice of opposition. The notice of opposition asserts that the goods are 
closely related and kindred products, and that applicant’s mark so nearly re- 
sembles opposer’s mark as to be likely when applied to opposer’s goods to cause 
confusion or mistake or to deceive purchasers. There is no dispute as to the 
close relationship of the goods of the respective parties or as to the priority of 
use by the opposer of its mark, and the only question involved is whether the 
mark which applicant seeks to register so nearly resembles that used by the 
opposer as to be likely to cause confusion or mistake or to deceive purchasers. 


Applicant contends in effect that the only similarity between the respective 
marks resides in the words “fresh” and “air,” which are descriptive in connection 
with the goods, and asserts that opposer cannot be damaged through the use of 
the descriptive words by others. But the question here is applicant’s right to 
obtain a registration, not applicant’s right to use descriptive words, and it is 
well settled that an opposer’s right to oppose the grant of a registration need 
not rest upon an exclusive right to use the mark and that damage to the opposer 
is presumed by the registration of a confusingly similar mark to another. Appli- 
cant also contends that the marks are not confusingly similar since the principal 
parts of the opposer’s mark are merely descriptive words. However, it should 
be noted that applicant is seeking to register a mark containing the same de- 
scriptive words, and while common descriptive portions may properly be subor- 
dinated in considering the confusing similarity of two marks, such portions of 
the marks cannot be completely ignored, and, when both marks are predomi- 
nately descriptive, the rule has little or no application. The validity of op- 
poser’s mark is not in issue in this proceeding. 

The present case is considered similar to Cory Corporation v. Refresh-Aire 
Ozonizer Corporation, 628 O. G. 1255, 83 U. S. P. Q. 251, in which the Com- 
missioner of Patents held the words “Refresh-Aire Ozonizer,” with the word 
“Ozonizer” appearing in smaller type below “Refresh-Aire,” to be confusingly 
similar to the same mark of the opposer involved in this proceeding, I agree 
with the Examiner of Interferences’ statement that the applicant’s mark bears 
an even closer resemblance to opposer’s mark than did applicant’s mark in the 
mentioned case. 

The decision of the Examiner of Interferences sustaining the opposition 
and adjudging that the applicant is not entitled to the registration for which it 
has made application is affirmed. 
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PALMER v. REVLON PRODUCTS CORPORATION 
Commissioner of Patents—February 28, 1951 


TRADE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Fashion Plate” held confusingly similar to “Fashion”, used on similar goods. 
Applicant’s addition of the word “plate” to the entire mark of opposer held not to 
create a mark so different that confusion would not be likely to result. 


OpposITIONS—PLEADING AND PRACTICE 
It is well settled that the validity of an opposer’s registered mark may not be attacked 
in an opposition proceeding except by counterclaim for cancellation of opposer’s reg- 
istration. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Solon Palmer against Revlon Products Corpora- 
tion. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Munn, Liddy & Glaccum, of New York, N. Y., for Opposer. 

W. Lee Helms, of New York, N. Y., and Henry Van Arsdale, of Washington, 

D. C., for Applicant. 

Feperico, Examiner in Chief: 

This is an appeal by the applicant, Revlon Products Corporation, from the 
decision of the Examiner of Interferences sustaining an opposition to the reg- 
istration of its mark. The application involved seeks to register the words 
“Fashion Plate” as a trade-mark for “cream wafer make-up and cake make-up.” 
The opposer relies upon its ownership of registration No. 103,116, registered 
March 16, 1915 and renewed, for the mark “Fashion” as applied to “perfumes, 
complexion and sachet powder.” 

The only question involved is that of the similarity of the marks. The ap- 
plicant’s mark includes as a prominent and essential feature the entire mark of 
the opposer, the addition of the word “plate” does not create any mark so dif- 
ferent that confusion would not be likely to result, particularly as the com- 
posite mark of the applicant still has a meaning similar to that of the opposer. 

Applicant argues that the word “fashion” is descriptive and not subject to ex- 
clusive appropriation by the opposer, referring to a number of registrations of 
other parties which include the word “fashion” for goods similar to those in- 
volved here, and also citing Franklin Knitting Mills v. Kassman & Kessner, Inc., 
13 F. 2d 319, 56 App. D. C. 348, 1926 C. D. 168, 169 (two cases), wherein the 
word “fashion” was held to be descriptive as applied to certain articles of clothing. 
However, in the cited cases the marks of both parties were composite marks 
including the word “fashion” and were applied to clothing. Applicant’s argu- 
ment goes to the entire mark of the opposer and it is well settled that the 
validity of an opposer’s registered trade-mark may not be attacked in an opposi- 
tion proceeding. If opposer’s registered mark is descriptive and does not 
function as a trade-mark it should be canceled by the institution of a cancela- 
tion proceeding under the trade-mark statute. 

The decision of the Examiner of Interferences sustaining the opposition and 
adjudging that the applicant is not entitled to the registration for which it has 
made application is affirmed. 
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MOTOROLA INC. v. SIEGEL 
Commissioner of Patents—February 28, 1951 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Radio receiving sets held goods of the same descriptive properties as portable radio 


receiving and transmitting sets, under 1905 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Handie Walkie,” the word “Handie” being disclaimed, held confusingly similar to 


“Handie Talkie,” used in connection with similar goods, under 1905 Act. 


OpposITIONS—BaASIS OF RELIEF—GENERAL 
It is not necessary for opposer to establish strict trade-mark use prior to applicant’s 


date to prevail in opposition. 
Prior use analogous to trade-mark use or descriptive use of confusingly similar 


term may be sufficient grounds for opposer to prevail in opposition. 
Opposer’s prior use of words “Handie Talkie” in advertising held so analogous to 
trade-mark use that registration by applicant of substantially identical term for similar 


goods may properly be opposed. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Motorola Inc. against Samuel M. Siegel. Appli- 
cant appeals from decision sustaining notice of opposition. Affirmed. 

Foorman L. Mueller, of Chicago, IIl., for Opposer. 
Melville E. Jones, of Washington, D. C., for Applicant. 
I’epEr1co, Examiner in Chief: 

This is an appeal by the applicant Siegel from the decision of the Examiner 
of Interferences sustaining an opposition against the registration of its mark. 
The applicant seeks to register the words “Handie Walkie” as a trade-mark for 
radio receiving sets, the word “Handie” being disclaimed apart from the mark 
as shown, under the Trade-Mark Act of 1905. The application was filed on 
December 29, 1945. 

The opposition is based upon the allegation of ownership and prior use by 
the opposer of the mark “Handie Talkie” for a self-contained portable receiver- 
transmitter. 

While applicant contends that the respective goods are specifically different, 
there is no question as to the goods being of the same descriptive properties, and 
the confusing similarity of the respective marks is obvious. The applicant 
took no testimony. 

The record shows that the opposer adopted “Handie Talkie” in 1942 to iden- 
tify certain radio receiving and transmitting sets which it was manufacturing at 
that time for the Government for use by the armed forces. Opposer, since at 
least 1943, has continuously employed the words “Handie Talkie” in the adver- 
tising of its goods through magazines of national circulation, newspapers, trade 
publications and other media, and expended many thousands of dollars in such 
advertising. The opposer, however, did not actually affix the words to its goods 
until 1948, a date subsequent to the claimed use by the applicant of its mark. It 
is not necessary, however, for the opposer to establish strict trade-mark use prior 
to the applicant’s date for it to prevail in an opposition, it may be sufficient if prior 
use analogous to trade-mark use is established. The commissioner stated in 
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B. R. Baker Company v. Lebow Brothers, 559 O. G.'714, 60 U. S. P. Q. 254, 255, 
that the prior use of the mark by an opposer in advertising goods “may enable 
the user to prevent registration to another of the same mark or a mark confusingly 
similar thereto.” In Lever Bros. Co. v. Nobio Products, Inc., 26 C. C. P. A. 1253, 
103 F. 2d 917 [29 T. M. R. 236], it was held that although opposer had never 
used “B.O.” as a trade-mark or otherwise on its goods, it had so extensively 
advertised its “Lifebuoy” soap as preventive of “B.O.” that its soap had become 
identified in the mind of the purchasing public by the term “B.O.” and, therefore, 
it was a use analogous to trade-mark use and opposer was entitled to prevail in 
its opposition to registration of the mark “‘Nobio.”” It is clear from the record in 
this case that opposer’s use of the words “Handie Talkie” has been so extensive 
and of such character that it may be considered so analogous to a trade-mark use 
that the registration by the applicant of the substantially identical phrase for sim- 
ilar goods may properly be opposed. 

Applicant urges that the mark “Handie Talkie” is descriptive, pointing to 
the definition of “walkie-talkie” in a dictionary as ‘a compact battery operated 
radio telephonic transmitting and receiving set that is carried like a knapsack 
to provide two-way communication in the field” and indicating that anyone is 
free to devise an imitation of “walkie-talkie.” Applicant also states that 
“handie” or “handy” is publici juris. If opposer’s mark were considered de- 
scriptive it would not defeat opposer’s right to object to the registration of a 
confusingly similar mark and in any event applicant’s mark would have to be 
considered just as descriptive and would be unregistrable on this ground. 

The decision of the Examiner of Interferences sustaining the opposition 
and adjudging that the applicant is not entitled to the registration for which it 
has made application is affirmed. 


SALES AFFILIATES, INC. v. CALVA ETC. 


Commissioner of Patents—March 1, 1951 


TrADE-MarKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
The term “Lustr,” an abbreviation of the word “lustre,” held descriptive as applied 
to hair treating materials, under 1946 Act. 
Mere fact that same initial term “Lustr”’ is common to marks of both parties is not 
sufficient to justify refusal of applicant’s mark. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, marks must be considered in their 
entireties and descriptive parts may not be disregarded though they must obviously 
carry less weight than arbitrary and distinctive parts. 
OpposITIONS—PLEADING AND PracticE—EFFect oF THIRD Party REGISTRATIONS 
While registrations of third parties may not be considered for purpose of limiting 
or restricting scope of opposer’s mark, such registrations may be considered in opposi- 
tion proceeding for purpose of indicating the meaning of conflicting portions of the 
marks involved. 
TrapE-MarKks—Marks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Lustrasilk” held not confusingly similar to “Lustron,” used on similar and closely 
related goods, under 1946 Act. 
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Appeal from Examiner of Interferences. 
Trade-mark opposition by Sales Affiliates, Inc. against Jose B. Calva (Calva 

Process Industries, Inc., assignee, substituted). Opposer appeals from dismissal 

of notice of opposition. Affirmed. 

Morgan, Finnegan & Durham, of New York, N. Y., for Opposer. 

Robert M. Dunning, of St. Paul, Minn., for Applicant. 

KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by Sales Affiliates, Inc., opposing the 
application of Jose B. Calva, doing business as J. B. Calva and Company, 
which application was assigned to Calva Process Industries. Registration is 
sought by the applicant-appellee on the Principal Register under the Act of 
1946, of the word ‘“Lustrasilk” applied to a “shampoo, a preparation to set the 
configuration of the hair, and hand and scalp creams for protecting and soften- 
ing the skin.” 

The opposition is predicated on the prior use by the opposer-appellant of 
the term “Lustron” as its common law trade-mark for hair treating materials, 
cold permanent wave lotion and a cream shampoo. The allegations in the notice 
of opposition are based upon section 2(d) of the Act of 1946 relating to the 
likelihood of confusion or deception of purchasers. 

Both parties have filed stipulated facts in lieu of testimony and both parties 
have filed briefs and were represented at the hearing. 

The applicant has conceded that the opposer was the prior user of the mark 
“Lustron” and also that the goods of the parties are closely related. The sole 
question here for determination is whether the involved marks are so nearly 
similar as to be likely to cause confusion or mistake or to deceive purchasers 
when applied to the goods of the respective parties. 

The examiner reached the conclusion that the involved marks “Lustrasilk” 
and “Lustron” are obviously totally dissimilar when considered in their en- 
tireties, the marks being sufficiently different to enable their concurrent use 
without any reasonable likelihood of confusion or mistake or deception of pur- 
chasers. Accordingly, the notice of opposition was dismissed, and it was ad- 
judged that the applicant is entitled to the registration for which application 
has been made. 

Opposer calls attention to the common part “Lustr” of the two marks and 
strongly urges that “Lustr”’ is an arbitrary term which is not merely descrip- 
tive, but is at most suggestive as applied to opposer’s goods, the remaining 
portions of the two marks being insufficient to differentiate the two. It is 
argued that the term “Lustron” does not immediately convey any definite mean- 
ing to the mind of the person seeing or hearing it, but some mature thought 
and consideration is required before the application of the mark to the goods 
is understood. 

The examiner, in discussing this matter, referred to the dictionary defini- 
tions of the word “lustre,” of which the term “Lustr” is an abbreviation, and held 
that that term considered alone does have descriptive significance and is not 
entirely arbitrary as the opposer contends, calling attention in this connection to 
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opposer’s advertising of its “Lustron” product, Exhibit C, which states that the 
product gives the hair soft luster and glorious sheen. Thus, the examiner rea- 
soned that the term “Lustr,” common to both marks here involved, being not 
entirely arbitrary, must obviously carry less weight than it would if it were dis- 
tinctive, citing Huntington Laboratories, Inc. v. Onyx Oil & Chemical Company, 
33 C. C. P. A. 819, 163 F. 2d 454, 76 U. S. P. Q. 319; Miles Laboratories, Inc. v. 
Foley & Company, 32 C. C. P. A. 714, 144 F. 2d 888, 63 U. S. P. Q. 64; West 
Disinfecting Company v. Lan-O-Sheen Company, 33 C. C. P. A. 706, 163 F. 2d 
566, 75 U. S. P. Q. 77; Hall v. Pennzoil Company, 29 C. C. P. A. 933, 126 F. 
2d 506, 53 U. S. P. Q. 61; Goodall-Sanford, Inc. v. Rutger Fabrics Corp., 605 
O. G. 726, 75 U.S. P. Q. 277. 

As I understand the examiner’s position, he did not hold the opposer's 
mark to be descriptive, and he was not called upon to decide that question. 
What the examiner did hold was that “Lustr” is not a completely arbitrary 
term, but a descriptive term which, while it may not be disregarded, yet obvi- 
ously carries less weight than it otherwise would if completely arbitrary and 
distinctive. I find no error in the examiner’s action in this regard. 

The examiner also considered a number of registrations of third parties, filed 
by the applicant under Rule 282, Rules of Practice, Patent Office, which opposer 
alleges as error on the basis of the ruling in the recent case of Stardust, Inc. v. 
Finer Full Fashion Hosiery Company, 636 O. G. 1950, 85 U. S. P. Q. 507. The 
examiner made it clear in his decision that, while registrations of third parties 
may not be considered for the purpose of limiting or restricting the scope of an 
opposer’s mark, such registrations may be considered for the purpose of indicating 
the meaning of conflicting portions of the marks in the same way as the use of 
the term in dictionaries, or other indications of common usage, may be consid- 
ered, citing Sharp & Dohme, Incorporated v. Brookfield Laboratories, 634 O. G. 
1346, 85 U. S. P. Q. 82; Huntington Laboratories, Inc. v. Onyx Oil & Chemical 
Company, supra. The consideration given by the examiner to the registrations 
cited by applicant is not regarded as being in conflict with the views expressed 
in the decision relied upon by the opposer. In any event, the consideration given 
the prior registrations is not regarded as of material importance to the conclusion 
reached by the examiner as I read and understand his decision, since he consid- 
ered the two marks obviously totally dissimilar “aside from the common term 
‘Lustr.’’”” When the two marks are considered in their entireties, as they should 
be, the examiner held that they were totally dissimilar. 

Comparison of the two marks shows that opposer’s mark is a two-syllable 
expression accented on the first syllable, whereas, the applicant’s mark is 
doubly accented on the first and third syllables. The mere fact that the same 
initial term “Lustr” is common to both is not sufficient to justify a refusal to 
register applicant’s mark, since the marks as a whole neither look alike, sound 
alike, nor can they be said to have similar connotations as applied to the 
goods of the respective parties. I am satisfied that the Examiner of Interfer- 
ences reached the correct conclusion in this case. 

The decision of the Examiner of Interferences is affirmed. 


ss 
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ROGERS PEET COMPANY v. CROMPTON COMPANY 
Commissioner of Patents—March 6, 1951 


TRADE-MarKs—Marks Not CoNFuUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Scotsbrier” held not confusingly similar to “Scotchmoor,” “Scotchmoors,” or to 
“Scotch Mist,” used on closely related goods, under 1946 Act. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
In determining question of likelihood of confusion between competing marks, they 
must be considered in their entireties. 
In construing marks as a whole, descriptive or geographic portions may neither be 
disregarded nor given undue emphasis; more properly less weight should be accorded 
such portions than would be given to wholly arbitrary or distinctive portions. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Rogers Peet Company against Crompton Company. 
Applicant appeals from decision sustaining notice of opposition. Reversed. 
Semmes, Keegin, Robinson & Semmes, of Washington, D. C., for Opposer. 
Louis Burgess, of New York, N. Y., for Applicant. 

K.uINGE, Examiner in Chief : 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Rogers Peet Company under the 
Trade-Mark Act of 1946, opposing registration by Crompton Company of its 
trade-mark “Scotsbrier,” Serial No. 543,105, filed December 3, 1947, for regis- 
tration on the Principal Register under the Trade-Mark Act of 1946, and pub- 
lished September 14, 1948, for “fabrics in the piece composed of cotton, wool, 
silk and synthetic fibers.” The opposer has filed testimony, and both parties 
have filed briefs and were represented at the hearing. 

There appears to be no question that the opposer is the prior user by many 
years of its registered trade-marks, “Scotchmoor,” No. 291,845, registered Feb- 
ruary 23, 1932, for “men’s topcoats”; Scotchmoors,” No. 312,408, registered 
April 24, 1934, for “men’s and boys’ suits”; “Scotch Mist,” No. 95,149, registered 
February 3, 1914, and renewed, for “outer suits and overcoats,” and “Scotch 
Mist,” No. 121,006, registered March 19, 1918, and renewed, for “hats and 
caps,” and since the goods of the parties are closely related, the only issue to 
be determined in the present proceeding is whether or not the marks of the 
parties are confusingly similar. 

The opposer contends that comparison of the applicant’s trade-mark 
“Scotsbrier” and the opposer’s trade-marks “Scotch Mist,” “Scotchmoor” and 
“Scotchmoors” makes it apparent that the marks are confusingly similar because 


(1) all have the same prefix, “Scots” being merely a variant of the word 
“Scotch,” and both being the prefixes of the various marks, are the most important 
portion thereof, because “the eye of the purchaser usually centers upon the beginning 
of a trade-mark.” 

(2) the involved marks are similar in appearance and sound because they are all 
words of two syllables and start with the prefix “Scot” and end with the letter “r”, 

(3) the involved trade-marks are strikingly similar in meaning because all the 
marks have significance pertaining to Scotland, 
and 
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(4) the term “Scotsbrier” constitutes an invasion of the opposer’s “Scotch” 
family of trade-marks. 

The applicant maintains that the first part of each of opposer’s marks is 
obviously geographically descriptive, identifying the locale of the “moor” or 
“mist” referred to, and could not, therefore, possibly be the dominant part of 
opposer’s marks, there being no resemblance whatever between the final terms 
of opposer’s and applicant’s marks. 

The Examiner of Interferences, recognizing the principle that in determin- 
ing the question of likelihood of confusion between competing marks they 
must be considered in their entireties, stated that in spite of the geographical 
and descriptive nature of the words “Scot,” “Scotch,” and “Scots” there have 
nevertheless been many cases wherein marks have been found to be confusingly 
similar even though the principal features of similarity therebetween were de- 
scriptive of the goods or were otherwise in the public domain, citing, National 
NuGrape Company v. Judge & Dolph, Ltd., 33 C. C. P. A. 1032, 154 F. 2d 
521; Skelly Oil Co. v. Powerine Co., 24 C. C. P. A. 790, 86 F. 2d 752 [27 TMR 
78]; The Resinous Products & Chemical Company v. Heribert, 610 O. G. 780, 77 
USPQ 232; and Ex parte Loft Candy Corporation, 608 O. G. 855, 76 USPQ 395. 
After considering a number of other decisions, cited by both parties, the Examiner 
of Interferences preferred to rely upon the decision of the Commissioner in the 
case of Rogers Peet Company v. Strom, Collum & Hoppe, 538 O. G. 755, 53 
USPQ 423, cited by the opposer as pertinent to the present case. In that case, 
which involved the present opposer and a third party, the mark “Scotsman” 
was held to be confusingly similar to marks here relied upon by the opposer. 
In any event, it was the opinion of the examiner that the over-all resemblance 
between the marks here involved predominates over their difference to such 
extent that their concurrent use would be reasonably likely to cause confusion 
and deception of purchasers. Accordingly, the notice of opposition was sus- 
tained and it was adjudged the applicant is not entitled to the registration for 
which it has made application. 

I cannot agree with the conclusion reached by the Examiner of Interferences. 
The decisions cited by the examiner are deemed not to apply here and I 
consider that The Rogers Peet Company v. Strom, Collum & Hoppe case, supra, 
is not decisive of the instant case. In that case the commissioner was impressed 
by the similarity both in appearance and in sound between the marks, in addi- 
tion to the fact that the marks had a significance pertaining to Scotland. At 
least the question was not free from doubt in that case and in view of the doubt 
that existed, it was resolved in opposer’s favor. I do not entertain such doubt 
in the present situation. The mark “Scotsman” is obviously much closer in 
sound and appearance to opposer’s marks than is the mark “Scotsbrier” of the 
present applicant. The term “Scotsbrier” neither looks nor sounds like “Scotch- 
moor,” “Scotchmoors,” or “Scotch Mist,” the terms “Moor” and “Mist” being 
totally dissimilar to the term “Brier” and equally dissimilar in connotation. 

Even though, as contended by the opposer, the words “Scotch” and “Scots” 
are the prefixes of the various marks and may be said to be the most important 
portion thereof, and even though these words give to all the marks a significance 
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pertaining to Scotland, the fact remains that the involved marks are otherwise 
totally dissimilar in sound and appearance, in my opinion. The word “Scotch” or 
“Scots” may obviously not be disregarded simply because of its descriptiveness 
or geographic significance, nor can undue emphasis be given thereto. More 
properly less weight should be accorded these descriptive portions of the marks 
in construing them as a whole than would be the case if those words were wholly 
arbitrary or distinctive. Sharp & Dohme, Incorporated v. Brookfield Laboratories, 
634 O.G. 1346, 85 USPQ 82. 

Considering the marks as a whole, I am of the opinion that concurrent use 
thereof would be unlikely to lead to confusion or deception in the mind of pur- 
chasers. The following cases are considered particularly in point: Hall v. Pennzoil 
Co., 29 C.C.P.A. 933, 126 F. 2d 506; B. W. Harris Manufacturing Company Vv. 
Werber Sportswear Co., 37 C.C.P.A., 1242, 183 F. 2d 105 [40 TMR 790] ; Nestle’s 
Milk Products, Inc. v. Baker Importing Company, Inc., 37 C.C.P.A. 1066, 182 
F. 2d 193 [40 TMR 526]. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 





EX PARTE THE KALART COMPANY, INC. 


Commissioner of Patents—January 22, 1951 


TrAvE-Mark Act oF 1946—REGISTRABILITY—SEcTION 2(f) 

Applicant has burden of proving that descriptive mark has become distinctive so as 
to entitle it to registration, under section 2(f) of 1946 Act. 

While section 2(f) of 1946 Act authorizes Commissioner to accept, as prima 
facie evidence of distinctiveness, proof of five years substantially exclusive and con- 
tinuous use, Commissioner is not required to accept such proof and may require other 
evidence of distinctiveness. 

Applicant for registration, under section 2(f) of 1946 Act, is free to prove distinc- 
tiveness by any competent evidence. 

Where, as here, applicant’s prima facie case of substantially exclusive use is rebutted 
by advertisements cited by Examiner, applicant must submit proof to establish actual 
extent of use of mark by others and unsupported arguments as to sporadic nature of 
other uses will not suffice. 

Evidence of distinctiveness, under section 2(f) of 1946 Act, should be greater in 
case of application to register highly descriptive mark than in ordinary case. 

Question of descriptiveness is material in considering applications for registration, 
under section 2(f) of 1946 Act, since ground of refusal is statutory prohibition con- 
tained in section 2(e) and applicant’s failure to qualify under exception provided under 
section 2(f). 

TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

“Speed Flash,” the word “flash” being disclaimed, held highly descriptive of camera 
attachments and accessories, under 1946 Act. 

TrApvE-Mark Act oF 1946—UNREGISTRABLE MATTER—DESCRIPTIVENESS 

Applicant held to have failed to prove that descriptive mark “Speed Flash,” the 
word “flash” being disclaimed, had acquired distinctiveness requisite to registration, 
under section 2(f) of 1946 Act. 


Appeal from Examiner of Trade-Marks. 
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Application for registration of trade-mark by The Kalart Company Inc. 
Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Frederick E. Hane, of New York, N. Y., for applicant. 

FEDERICO, Examiner in Chief : 

This is an appeal from the decision of the examiner refusing to register 
applicant’s mark on the Principal Register under the Act of 1946 in accordance 
with the provisions of section 2(f). 

The mark sought to be registered consists of the words “Speed Flash” used 
for “camera attachments and accessories, namely, photoflash-synchronizers ; re- 
flectors, tripod parts, such as screws, bushings, brackets, adapters for fitting 
synchronizers to camera shutters, testing lights for adjusting synchronization 
between shutter and photoflash, cases for batteries for photographic purposes, 
parts of the above enumerated articles, and carrying cases for the above enumer- 
ated articles.” The application was originally filed under the Act of 1905 but 
was amended on September 10, 1948, to convert it to an application under the 
Act of 1946, after the application had been finally rejected on the ground that 
the mark is descriptive. The filing date of the application is considered to be 
September 10, 1948, in accordance with rule 41.2 of the Rules of Practice in 
Trade Mark Cases. 

Applicant seeks registration in accordance with section 2(f) of the Act of 
1946, which provides that marks which are excluded from registration by section 
2(e) may, nevertheless, be registered if the mark “has become distinctive of 
applicant’s goods in commerce.” The burden of proving that such a mark has 
become distinctive of applicant’s goods in commerce obviously lies with the 
applicant, and with respect to such proof, section 2(f) states, “The Commissioner 
may accept as prima facie evidence that the mark has become distinctive, as 
applied to the applicant’s goods in commerce, proof of substantially exclusive 
and continuous use thereof as a mark by the applicant in commerce for the five 
years next preceding the date of the filing of the application for its registration.” 
It should be noted that this sentence of the statute merely authorizes the Com- 
missioner to accept proof of substantially exclusive and continuous use for five 
years as establishing a prima facie case of distinctiveness. Proof of such use 
as a mode of proving distinctiveness is not required by the statute; an applicant 
is free to prove distinctiveness by any competent evidence. Also the Commis- 
sioner may refuse to accept proof of substantially exclusive and continuous use 
as establishing a prima facie case of distinctiveness and require other evidence 
of distinctiveness. The various distinctions in the mode and degree of proof 
are brought out in rule 8.1 of the Rules of Practice in Trade-Mark Cases, the 
second and third paragraphs of which read as follows: 

“If the claim of distinctiveness is based on substantially exclusive and continuous 
use of the mark by the applicant for the period of five years next preceding the filing 
of the application, in commerce which may lawfully be regulated by Congress, the 
application shall include in the statement an allegation to that effect; but further 
evidence showing that the mark was so used, and that it has become distinctive, 
may be required. 


“If the allegation of distinctiveness is not based on substantially exclusive use 
over the five-year period specified in the preceding paragraph, but is based on other 
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facts or circumstances, proof of distinctiveness must be submitted separately and 

should accompany the application. In such cases the statement shall set forth that 

the mark is alleged to have become distinctive of applicant’s goods in commerce which 

may lawfully be regulated by Congress as evidenced by proof separately submitted.” 
The first part of the first paragraph quoted indicates that the affidavit of the 
applicant alleging substantially exclusive and continuous use for five years may 
be deemed sufficient by the Office. The last clause of this paragraph, however, 
indicates that the Office may require further evidence, that is, evidence additional 
to the affidavit of the applicant, that the mark has been so used. This clause 
also indicates that the Office may require further evidence that the mark has 
become distinctive, that is, evidence in addition to evidence of substantially 
exclusive and continuous use. The second paragraph quoted indicates that the 
applicant need not base his proof of distinctiveness on substantially exclusive 
and continuous use for a period of five years, but is free to prove distinctiveness 
in some other manner. 

Applicant has filed an affidavit by an officer of the company alleging sub- 
stantially exclusive and continuous use of the mark for a period of five years. 
No question is raised as to the continuous use by the applicant, but the examiner 
denies the substantially exclusive character of the use in view of two advertise- 
ments appearing in the September 1948 issue of Popular Photography. One 
of these is a display advertisement on page 10, advertising a photo-flash syn- 
chronizer under the heading “Reliance ‘Bantam’ Portable Electronic Speed Flash” 
and the other is a classified advertisement on page 168 advertising a “ ‘Doublite’ 
Extension light for Reliance Speedflash.” 

Applicant replies to the rejection by suggesting, in effect, that the use repre- 
sented by the advertisements referred to by the examiner is only sporadic, and 
should not defeat applicant’s allegation of substantially exclusive use. This 
argument is not accepted for the reasons that the citations by the examiner are 
considered sufficient to rebut any prima facie case of substantially exclusive use 
established by the affidavit of the applicant, and no proof has been submitted 
as to the actual extent of the use by others, nor of any efforts to determine the 
extent of the use by others. Furthermore, the use of the mark by others is not 
believed to be sporadic or insubstantial. The files of the same magazine cited 
by the examiner show other advertisements emanating from the same source 
as the one mentioned by the examiner, and also show advertisements of “Speed 
Flash” by still other persons. For example, the “Reliance Bantam Speed Flash” 
is advertised in display advertisements in the August 1947 (page 189), October 
1947 (page 158), January 1948 (page 98), and March 1948 (page 142) issues. 
Speed flash used in connection with photoflash synchronizers, apparently from a 
number of other sources, is also found advertised, in some instances in full page 
display advertisements, in the August 1947 (page 163), July 1947 (page 93), and 
January 1948 (pages 88, 101, 138) issues of Popular Photography. 

The examiner’s statement elaborates on the descriptive character of the mark 
sought to be registered, to which applicant objects on the ground that the question 
of descriptiveness is not in issue. While the question of descriptiveness may not 

be in issue, it is material since the ground of refusal of registration must be that 
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the mark sought to be registered is descriptive and its registration is prohibited by 
section 2(e) of the Trade-Mark Act, and that applicant has failed to overcome 
this ground of rejection by proof of distinctiveness under section 2(f). That the 
mark is descriptive can scarcely be questioned, the word “flash,” which is dis- 
claimed, is highly descriptive in connection with photographic materials, and so is 
the word “speed.” In this connection, attention might be called to Ansco Photo- 
products, Inc. v. Eastman Kodak Company, 57 App. D. C. 246, 1927 C. D. 171, 19 
F. 2d 720, wherein the Court of Appeals of the District of Columbia held the word 
“speed” to be descriptive and of common right in connection with specified pho- 
tographic equipment. In fact the mark as a whole is considered highly descrip- 
tive, and in connection with such marks it might not be proper to accept merely 
the applicant’s affidavit of use as showing that it has become distinctive of 
applicant’s goods, but it would appear that the evidence submitted should be 
greater than in an ordinary case. 

The decision of the examiner refusing the registration sought for is accord- 
ingly affirmed. 


EX PARTE SILENT HOIST & CRANE CO. INC. 


Commissioner of Patents—January 24, 1951 


TRADE-MarKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Krane Kar” held the phonetic misspelling of “crane car,” a term which aptly 
designates by name the goods of applicant as well as similar goods of others, and in- 
herently incapable of functioning as a trade-mark. 


TrADE-MArK Act oF 1946—REGISTRABILITY—SECTION 2(f) 
On facts of record, applicant held to have failed to establish that “Krane Kar’ 
has acquired trade-mark significance or distinctiveness, within the meaning of section 
2(f) of 1946 Act. 


TrADE-Marks—Marks Not ConFusINcLy SIMILAR—PARTICULAR INSTANCES 
“Krane Kar” held not confusingly similar to “Lift-a-Kar,” used on similar goods, 
in view of high prices of the machines and highly discriminating customers who make 
selections on basis of written specifications designed to fill a particular need. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Silent Hoist & Crane Co. Inc. 
Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Robert S. Allyn, of New York, N. Y., for applicant. 

KiiNnGe, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
registration of the mark “Krane Kar” applied to “automotive hoists or cranes.” 

Applicant was the owner of prior registration No. 342,056, registered Decem- 
ber 29, 1936, for the mark here sought to be registered, for “portable hoists or 
cranes,” issued under the Trade-Mark Act of March 19, 1920. In view of the con- 
ceded use by others of the term “Crane Car,” the registration was canceled because 
the applicant was not the sole user of the mark during the one-year period prior 
to its application for registration under the Act of 1920. Silent Hoist Winch & 
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Crane Co. (Silent Hoist & Crane Co., Inc., assignee, substituted) v. Hyster Com- 
pany, 620 O. G. 1271, 79 U. S. P. Q. 424. 

The present application was filed originally under the Trade-Mark Act of 
February 20, 1905, on November 25, 1946. Registration was refused by the 
examiner because the mark “Krane Kar” was held to be descriptive of the goods 
to which it was applied. On December 26, 1947, this application was converted 
to an application for registration under the Trade-Mark Act of July 5, 1946. 

Applicant seeks registration of its mark “Krane Kar” under the provisions 
of section 2(f) of the Act of 1946, which provides: 


“* * * nothing herein shall prevent the registration of a mark used by the appli- 
cant which has become distinctive of the applicant’s goods in commerce. The Com- 
missioner may accept as prima facie evidence that the mark has become distinctive, 
as applied to the applicant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce for the five years next 
preceding the date of the filing of the application for its registration.” 

Certain exceptions not here pertinent are omitted in the above quotation. 
The grounds on which the examiner now refuses registration are: 


(1) that the applicant’s mark “Krane Kar” is not distinctive, but is a mere 
phonetic misspelling of the name of the goods, hence incapable of functioning as a 
trade-mark, and 

(2) that the mark is anticipated by the mark “Lift-a-Kar,” certificate No. 
256,484, for “automotive hoists” with claim of earlier use. 

Applicant has submitted certain ptblished magazine articles, advertise- 
ments, and orders for its machines to show that its mark is a term which has 
been long used and widely advertised to denote origin and ownership; that 
“Krane Kar” constitutes its trade-mark; and that its goods are known to pur- 
chasers by that term. The applicant also submitted affidavits by its president, 
Joseph W. Wunsch; by Harry Hurst, who is in the advertising business ; and by 
Burton H. Hayes, in charge of the publication of advertising in the periodical. 
“The Iron Age,” to sustain its contention that the term “Krane Kar” is its trade- 
mark and is distinctive of its goods in commerce. 

The examiner considered the term “Krane Kar” to be the phonetic misspell- 
ing of the term “crane car,” which is the name of the applicant’s goods and hence 
not capable of serving as an index or badge of origin of the goods. It appears 
from the stipulation filed in the reported case, supra, that the term “crane car” 
has been employed by numerous concerns as a designation for mobile equipment 
carrying cranes. While the uses there referred to related to railroad equipment, 
all such equipment was mobile, and in some instances self-powered, as stated 
in the decision. The examiner calls attention in this regard to applicant’s 
brochure filed in this application on March 4, 1950, wherein is illustrated a 
machine which travels on wheels over a surface or roadway as an ordinary auto- 
motive vehicle, as shown in Figure 12, and also a machine, illustrated in Figure 
61, which is provided with retractable-flanged wheels for operation on either 
a highway or a railroad track. Figure 62 illustrates a rail car for operation on 
railroad tracks. 

The examiner was therefore of the opinion that the term “Krane Kar” being 
but the phonetic name of the goods is inherently incapable of functioning as a 
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trade-mark, and may not rise to the province of a distinctive mark of origin, even 
though the term may be widely advertised over a long period of time. In regard 
to the phonetic misspelling of the term “crane car” to read “Krane Kar” it was 
said in the prior decision [39 T. M. R. 150]: 


“No case has been called to my attention in which such substitution of a letter 
leaving the word phonetically the same, has been held sufficient to sustain a registra- 
tion. As held by the Supreme Court of the United States in Standard Paint Company 
v. Trinidad Asphalt Manufacturing Company, 220 U. S. 446, 1911 C. D. 530: 

‘Bad orthography has not yet become so rare or so easily detected as to make 

a word the arbitrary sign of something else than its conventional meaning, as 

different, to bring the example to the present case, as the character of an article 

is from its origin or ownership.’ ” 

It may be added that no case has been cited to the contrary in this appeal. 

I agree with the examiner that “Krane Kar” is but the phonetic misspelling 
of “crane car,” a term which aptly designates by name the goods of the applicant 
as well as similar goods of others, and is therefore inherently incapable of func- 
tioning as a trade-mark to distinguish applicant’s goods in commerce. 

The exhibits and affidavits of record in this case are considered insufficient 
to bestow trade-mark significance, under the provisions of section 2(f) of the 
Act of 1946, upon the phonetically misspelled generic term “crane car,” when, 
as here, the term is but the name of the goods and hence incapable of becoming 
distinctive of the applicant’s goods. 

The examiner’s refusal to register the applicant’s mark in view of certifi- 
cate No. 256,484, for “Lift-a-Kar” for similar goods cannot be sustained. While 
both marks employ a common suffix “Kar” and the goods to which the marks 
are applied are by their very construction designed to lift, as the examiner points 
out, the fact remains that such machines as those here under consideration are 
sold to highly discriminating customers at high prices of the order of thousands 
of dollars and usually on written order, and it is quite improbable, in my opinion, 
that purchasers buying such equipment at infrequent intervals, and who make 
their selection on the basis of written specifications designed to fill a particular 
need, would be misled as to the particular machine desired, or the manufacturer 
thereof. The Babcock & Wilcox Company v. Williams Oil-O-Matic Heating 
Corporation, 540 O. G. 713, 53 U. S. P. Q. 646; Silent Hoist Winch & Crane 
Co. v. Williamette Hyster Co., 588 O. G. 681, 69 U. S. P. Q. 469. 

The decision of the Examiner of Trade-Marks refusing registration of 
applicant’s mark “Krane Kar” is sustained for the reasons indicated above. 


EX PARTE THE WAYNE PUMP COMPANY 


Commissioner of Patents—February 28, 1951 


TRADE-Mark Act oF 1946—PLEADING AND PracticeE—SEcTION 1 
TRADE- MarKS—REGISTRABILITY—GENERAL 
While neither section 1 of 1946 Act nor Rule 7 requires that application state date 
of use of mark on each item recited, the application should be so written as to avoid 
being misleading. 
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TrRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 2 


TRADE-MARKS—REGISTRABILITY—SURNA MES 

Purpose of change made by section 2 (e) (3), of 1946 Act, was to liberalize practice 
under 1905 Act. 

Under 1946 Act, if use of word as surname is relatively unimportant and it has 
ordinary meanings as a word section 2 permits its registration. 

In absence of reliance upon section 2 (f), the word “Wayne” held not registrable 
under 1946 Act, because of statutory bar in section 2(e). 

Registrations under section 2(f) of 1946 Act and under “ten-year clause” of 1905 
Act are analogous. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-marks by The Wayne Pump Company. 
Applicant appeals from refusal of registrations under 1946 Act. Affirmed. 
Wilkinson, Huxley, Byron & Hume, of Chicago, Ill., for applicant. 

FEDERICO, Examiner in Chief: 

These are appeals from the final refusal of the Examiner of Trade Marks 
to register the trade mark “Wayne” to applicant, The Wayne Pump Company 
of Fort Wayne, Indiana, on two separate applications. The two appeals involve 
the identical questions and were heard together on the same brief, and are con- 
sidered together. 

The appeals present two wholly unrelated questions, one relating to the alle- 
gations in the applications of the first dates of use of the mark, and the other 
to the registrability of the mark on the applications presented. 

Application Serial No. 544,011, which is for registration on the Principal 
Register under the Act of 1946, recites the following goods, in Class 13, on which 
the mark is used: 

(1) “Pipeline or flow meters ;” 

(2) “Fuel dispensers and measuring apparatus, including registers, dials, 
computing devices, meters, pumps, valves, hose, reels, nozzles, stands, cabinets, 
motors and air separators sold as a unit ;” 

(3) “Portable aircraft fuelers, including computers, meters, air separators, 
pumps, reels, nozzles, hose, cabinets and indicators sold as a unit ;” 

(4) “Air measuring and dispensing units, including stands, gauges, filters, 
automatic cut-offs, valves, reels, hose, water traps and indicators sold as a unit.” 


The other application, Serial No. 544,012, which is also for registration on 
the Principal Register, recites the following goods, in Class 23: 

(1) “Pumps manually operated or power driven, for petroleum products or 
parts thereof ;” 

(2) “Air compressors, power driven, including parts thereof ;” 

(3) “Air dispensers for transmitting compressed air, including hose and 
hose reels and other parts thereof ;” 

(4) “Airport refueling units, comprising pumps and dispensers for petro- 
leum products, including cabinets, reels, hose and other parts thereof ;” 

(5) “Cleansing and washing apparatus for vehicles such as automobiles 
and the like comprising a power driven pump supplied with a vacuum cleaning 
attachment and a liquid dispensing hose ;” 
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(6) “Hoists for handling vehicles, platforms, loading docks and similar 
devices, and parts thereof ;” 

(7) “Lifting jacks, manually operated or power driven, and parts thereof.” 

With respect to the first dates of use of the mark, both applications state: 
“The mark was first used in 1891 and first used in commerce among several 
states which may lawfully be regulated by Congress in 1891.” 

Noting that one of the items of the list of goods recited in each applica- 
tion, namely portable aircraft fuelers, and airport refueler units, did not exist 
in 1891, the examiner required that applicant give the dates of first use of the 
mark upon each of the goods set forth in the applications. Applicant objects to 
this requirement on the ground that it is not warranted by the statute and by the 
rules. The Trade-Mark Act of 1946 provides in section 1 (15 U. S. C. 1051) that 
the application give “the date of applicant’s first use of the mark, the date of 
applicant’s first use of the mark in commerce.” In applying this requirement of 
the statute, Rule 7.3 of the Rules of Practice in Trade-Mark Cases provides that 
the written application shall specify: 

“(g) The date of applicant’s first use of the mark as a trade-mark on or in con- 
nection with goods specified in the application; 


“(h) The date of applicant’s first use of the mark as a trade-mark on or in 
connection with goods specified in the application in commerce which may lawfully 
be regulated by Congress, specifying the nature of such commerce;” 


The rule clearly does not require that applicant specify the dates of use of 
the mark in connection with each of the goods recited in the application. The 
absence of the definite article before the word “goods,” in each of the paragraphs 
quoted from the rule, is significant; if the rule stated “the goods” it would be 
obvious that the dates must be recited for each of the goods specified in the 
application. However the “the” was intentionally omitted so as not to require 
the dates for each of the goods recited. The examiner’s requirement for the 
dates of use for each of the goods recited in the applications hence cannot be 
sustained under the rule and is reversed. 

However, while the applicant need not specify the dates in connection with 
each item, nevertheless it is believed that the application should not be so written 
that it would be misleading with respect to the dates of use alleged and it 
should be made clear that the first dates of use do not apply to each of the 
goods. The examiner should reexamine this question if the applications should 
come up before him for further action. 

The other question involved in these appeals is whether the mark “Wayne” 
is registrable on the Principal Register without reliance on section 2(f) of the 
Act of 1946. The examiner has rejected each application on the ground that the 
word “Wayne” is “primarily merely a surname” and hence declared unregistrable 
by section 2(e)(3) which, in connection with the opening phrase of section 2, 
reads as follows: 

“No trade-mark by which the goods of the applicant may be distinguished from 
the goods of others shall be refused registration on the principal register on account 
of its nature unless it— 

“(e) Consists of a mark which * * * (3) is primarily merely a surname.” 
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Applicant points out that the prior Trade-Mark Act barred from registration 
a “mark which consists merely in the name of an individual,” and that the main 
change introduced by the New Act consisted in the addition of the word “pri- 
marily.” Whereas the prior act excluded “merely a name” (which included 
surnames) from registration, the new act excludes what is “primarily merely 
a surname.” 

The purpose of the change made by the Act of 1946 was to liberalize the 
previously existing practice. Under the law surnames were considered unregis- 
trable and any word which was in use as a surname would be refused registra- 
tion even though the word had a common meaning and its use as a surname was 
minor. The addition of the word “primarily” indicates that if the principal or 
ordinary significance of a particular word is that of a surname, it cannot be reg- 
istered, whereas if the word has ordinary meanings as a word and its use as a 
surname is relatively unimportant, it may be registered without regard to the 
fact that it might have been used as a surname. This eliminates the practice 
previously existing of looking up a word in several telephone directories of large 
cities and refusing registration if the word was found listed anywhere as a sur- 
name without regard to any other considerations. This distinction is brought out 
in the decision of the Assistant Commissioner in Ex parte Reeves Brothers, 630 
O. G. 1108, 84 U. S. P. Q. 19. 

Applicant contends that “Wayne” is not primarily merely a surname and 
that consequently it must be registered on the Principal Register without relying 
upon Section 2(f), which section permits registration if the mark has become 
distinctive of the applicant’s goods. 

Applicant admits that “Wayne” is recognized as a surname, but argues that 
it is not primarily merely a surname such as Johnson or Smith, and states that 
the word has three separate meanings; first, as a surname; second, as a geo- 
graphical name; and third, a historical meaning. 

The argument that the word is also geographical and hence not primarily 
merely a surname cannot be accepted for two reasons. First, the same section of 
the statute, Section 2(e), makes words which are geographical unregistrable, 
and it would hardly do to argue that a word escapes one ground of being un- 
registrable because it is unregistrable on another ground. Second, the geographical 
meaning referred to appears to be derivative from the more basic meaning as a 
surname. 

With respect to the argument based on the historical nature of the word 
“Wayne,” it had been recognized under the prior Trade-Mark Act that a name 
made unregistrable by that Act could nevertheless be registered if it was the name 
of some historical character and not something else. However, the historical char- 
acters Were ordinarily such that the primary meaning of the word would be the 
historical character and names such as Webster (Ex parte Blair Co., 1913 C. D. 
65) and Longfellow (Ex parte Mills, 1913 C. D. 164) were refused registration 
over the contention that these names represented celebrated persons, the de- 
cisions pointing out that the full names of the celebrated persons were not in- 
volved. In the present instance, while the word “Wayne” is the surname of a 
noted general in the American Revolutionary War, it cannot be said today that 
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the primary connotation of the word “Wayne” is this particular historical char- 
acter rather than a surname used by many persons. 

Applicant presents some further arguments, quoting from various publica- 
tions on trade-mark law, urging that if a surname is used as a trade-mark it is a 
trade-mark as well as a surname, and hence is not primarily merely a surname. 
If this argument means that if a surname is used as a trade-mark it is no longer 
primarily merely a surname, the argument cannot be accepted since it would 
amount to a cancelation of item 3 from Section 2(e), the opening phrase of Sec- 
tion 2 making it plain that the whole section is dealing with things that are 
used as trade-marks. If this argument means that if a name has acquired the 
significance of a trade-mark it is no longer primarily merely a surname, then it 
is but a recognition of Section 2(f), by virtue of which a surname which has 
become distinctive of the applicant’s goods may be registered. Applicant re- 
fuses to resort to Section 2(f). 

Applicant also refers to rare or uncommon surnames, implying that such 
may be registrable. Aside from the fact that “Wayne” is not considered a rare 
or uncommon surname, nothing is found in the language of the statute or else- 
where making a distinction between rare surnames and common surnames. A 
rare and uncommon surname used as a surname and nothing else may be even 
more primarily merely a surname than others. 

Applicant points out that it has prior registrations of the word “Wayne” 
upon identical goods obtained under the Act of 1905, which are still in force and 
contends that a registration under the provisions of Section 2(f) would be a 
curtailment of rights already acquired by applicant under the prior registrations. 
This contention cannot be entertained since the present applications must be 
treated upon their own merits under the law. Furthermore the basic prior reg- 
istration was obtained under the ten-year proviso of the Act of 1905 and other 
registrations were obtained under the provisions of the amendment of 1920 ex- 
tending the ten-year proviso. Registrations under the ten-year proviso of the 
Act of 1905 as amended are completely analogous to registrations obtained under 
Section 2(f), attention being called to the last sentence of the first paragraph of 
Section 46(b) of the Act of 1946. Consequently, a registration effected under 
Section 2(f) would leave applicant in the same position as the prior registrations 
mentioned, with respect to the question here involved. 

The decisions of the examiner refusing the registrations on the applications 
presented are affirmed, but the examiner is reversed in requiring the dates of 
use in connection with each of the goods specified. 


EX PARTE THE E. Z. WALK CORPORATION 


Commissioner of Patents—March 2, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“E-Z Walk” held confusingly similar to “Justin Easy Walker,” used on identical 
goods, under 1946 Act. 
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TRADE-MarKS—CONFUSING SIMILARITY—GENERAL 
Similarity of sound alone held sufficient to give rise to likelihood of confusion, 
when marks are applied to identical merchandise. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by The E. Z. Walk Corporation. 
Applicant appeals from refusal of registration under 1946 Act. Affirmed. 

Edwin A. Blosk, of Washington, D. C., and Stephen G. Cox, of New York, N. Y., 
for applicant. 
KLINGE, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refus- 
ing registration to the applicant, The E. Z. Walk Corporation, of its trade-mark 
“E-Z Walk” for “shoes and slippers made of leather and fabric or combina- 
tions thereof.” The application was originally filed on October 2, 1946 under 
the Act of 1905, and later converted for registration on the Principal Register 
under the provisions of section 2(f) of the Act of 1946. Registration was re- 
fused on the ground that the applicant’s mark is confusingly similar to the 
mark shown in registration No. 343,902, issued to H. J. Justin & Sons, March 
9, 1937. 

The registration relied upon by the examiner shows the mark “Justin Easy 
Walker” applied to “leather boots and leather shoes,” the words “Easy Walker” 
being displayed below the name “Justin” in letters substantially twice as high 
as the name “Justin,” the several words being arranged thus: 


JUSTIN 
EASY 
WALKER 


The applicant contends that the term “Easy Walker” in the Justin trade- 
mark is not similar in sound or appearance to its notation “E-Z Walk,” and 
that the surname “Justin” preceding the words “Easy Walker” is a direct 
indication of the source of the goods of H. J. Justin & Sons, Inc., the regis- 
trant. 

It is the examiner’s position that the pronunciation of the letters “E-Z” 
is the same as the pronunciation of the word “Easy,” and that the only other 
distinction between the two marks resides in the use of the word “Walk” by the 
applicant as against “Walker” by the registrant. Under such circumstances 
the examiner considered the marks to be closely similar and that the concur- 
rent use thereof on identical goods, as is here the case, would be reasonably 
likely to cause confusion in trade. 

With regard to the similarity in sound between the marks “E-Z Walk” and 
“Easy Walker” it is my opinion that when spoken as written they are identical 
and that confusion in trade would be highly likely, if not inevitable, either in 
regard to the goods themselves or their source of origin. Such similarity of sound 
alone is sufficient to give rise to the likelihood of confusion when applied to iden- 
tical merchandise. Skol Company, Inc. v. Nels L. Olson, 33 C. C. P. A. 715, 151 
F. 2d 200 [35 T. M. R. 306]; Celanese Corporation of America v. E. I. du Pont 
de Nemours & Company, 33 C. C. P. A. 948, 154 F. 2d 146 [36 T. M. R. 130, 133]. 
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In regard to applicant’s contention that the surname “Justin,” preceding the 
words “Easy Walker,” is a direct indication of the source of the goods of the 
registrant, this contention is without merit. Celanese Corporation of America v. 
E. I. du Pont de Nemours & Company, 33 C. C. P. A. 857, 154 F. 2d 143 [36 
T. M. R. 130, 133]; California Prune & Apricot Growers Association v. Dobry 
Flour Mills, Inc., 26 C. C. P. A. 910, 101 F. 2d 838 [29 T. M. R. 151]; The 
William Carter Company v. William B. Schwartz, 635 O. G. 1021, 85 U. S. P. Q. 
312. 

The decision of the Examiner of Trade-Marks is affirmed. 
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